342: (New) The method of claim 342. wherein the client further includes a client 

computer and wherein the received data further includes application data to be 
processed bv the client computer, the method including utilizing the application data to 
facilitate an interaction between the client and a user. 

350 (New) The method of claim 349. including executing computer code within the 

application data to facilitate the interaction. . 

35L (New) The method of claim 349, including utilizing data, included with the 

application data and to be used bv computer code executable bv the client computer, to 
facilitate the interaction. 

1: 

■H 35Z (New) The method of claim 342. wherein the displaying of the images includes 

if generating television images. 

1=^ 353. (New) The method of claim 342, including generating graphics, in response to 

;S; execution of computer code by the client, for display by the client. 

i£ ; 

* - 354. (New) The method of claim 342, including generating the received data to 
include computer code executable bv the client to facilitate an interaction with a user. 

355^ (New) The method of claim 342, including generating the received data to 

include application data to be used by computer code executable by the client to 
facilitate an interaction with a user. 
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356. (New) A machine-readable medium embodying a sequence of instructions that, 
when executed by a machine, cause the machine to: 


receive data including at least auxiliary data representing video images at 
the machine: 

display video images, based on the auxiliary data utilizing the machine; 
and 


communicate between the machine and a local computer collocated with 
IP^*-^^ and in communication with the machine. 


''f 357. (New) A machine-readable medium embodying a sequence of instructions that. 
Ill when executed by a machine, cause the machine to: 


receive data including at least auxiliary data representing video images at 
the machine; 

display video images, based on the processed auxiliary data utilizing the 
machine; and 

retrieving information from mass storage utilizing the machine the mass 
storage being in communication with the machine. 
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If there are any additiorral charges, please charge Deposit Account No. 02-2666. 
If a telephone interview would in any way expedite the prosecution of the present 
appHcation, the Examiner is invited to contact Andre Marais at (408) 947-8200. 

Respectfully submitted, 

Blakely, Sokoloff, Taylor & Zafman LLP 


12400 Wilshire Blvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 947-8200 


2003 


Andre fcrl^Tarais 
Reg. No. 48,095 
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Amendments to the Claims are reflected in the listing of claims that begins on page 2 of 
this paper. 

Remarks/Arguments begin on page 13 of this ps^er. 


1 

PAGE 6130 * RCVD AT 11/1012003 6:29:57 PM [Eastern Standard Time}* SVR:USPTO{FXRF-2/0 * DNIS:746S000 * CSID:4089478280 ' DURATION (mm-ss):0642 


1 1-10-03 04:33piii Frora-BST4Z San Jose 


408 947 8280 


T-259 P. 007/030 F- 


Amendments to the Claims: 

Please cancel claims 26 and 56, without prejudice. 
Please amend the claims as follows: 

1 0. (Currently Amended) A method of facilitating ordering an item using a 
distributed computing system including at least one client and at least one server, the 
method including: 

receiving data, at the client, the data including information to at least one of show 
C and describe the item via the client and an item identifier to enable the client to 

i= identify the item as currentlv being offered for sale: 

il at least one of showing and describing aa Ihe item to a user via the client 

enabling the user to place an Order for the item by a single action with respect to 
the client while the item is being offered for sale, the single action being in 
connection with the order; and 

2 in response to the single action with respect to the client, causing ag -the o rder for 

2 the item to be placed, 

wherein the enabling of tlie user to place the order for t he item by the single action 
includes using (I) previously stored, user related personal information that is stored in a 
memory associated with the client for repeated use in enabling further orders for further 
items to be placed and so that it is not necessary to solicit the user related, personal 
information each time a further order is placed and (2) prcvioualy ^ cocf y od infonnation 
r e lat e d to t he item identifier to enable the client to identify the item as currently b eing 
offered for sale at the time of the single action. 


2 

PAIX 7130 ' RCVD AT 1 1/1012003 6:29:57 PM [Eastern Standard Time]* SWiUSPTO?^^ 


11-10-03 04:33pin Froni-BSTtZ San Joss 


408 947 82B0 


T-259 P. 008/030 F- 


1 1 . (Previously Presented) The method of claim 1 0, wherein the single action is one 
of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

12. (Canceled) 

13. (Previously Presented) The method of claim 1 0, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

1 4. (Previously Presented) The method of claim 1 0, wherein the user related, personal 
Q ! information is stored in memory in the client 

15. (Previously Presented) The method ofclaim 10, wherein the distributed 

I z computing system is an interactive television system and wherein the at least one of 
j!^ ■ showing and describing of the item is, at least in part, by a television signal. 

l^: 16. (Previously Presented) The method ofclaim 10, wherein the client includes an 
'M ' auxiliary data processor and a client computer. 

S 17. (Currently Amended) The method of claim H iO, wherein the client is associated 

^' with at least a set top box, and wherein the user related, personal information is stored at 
the set top box. 

1 8 . (Previously Presented) The method of claim 1 7, wherein the set top box is in 
communication with a local computer and associated storage and wherein the method 
further includes: 

the client retrieving information from one or more of the local computer and the 
associated storage. 


3 

PAGE 8I30*RCVDAT 11/10/2003 6:29:57 PM[EastemStanilardTime]'SVR:USPTO€FM-l 


11-10-03 04:33pin Frora-BSTiZ San Josa 


408 947 8280 


T-259 P. 009/030 F-526 


19. (Previously Presented) The method of claim 1 8, wherein the metihod further 
includes: controlling the client by means of the local computer. 

20. (Previously Presented) The method of claim 18, wherein the local computer is part 
of a local area network. 

2 1 . (Previously Presented) The method of claim 1 0, wherein the system further 
includes a central processing facility in communication with the server and wherein the 
method includes: 

sending infoiination used in processing the order from the client to the central 
processing facility. 

22 . (Previously Presented) The method of claim 1 0. further including: 
sending an order confirmation to the user to confirm the order. 

j ; 23 . (Previously Presented) The method of claim 2 1 , further including : 

communicating information between the client and the server via the central 
processing facility. 

r= 24. (Previously Presented) The method of claim 23, wherein a telephone system acts 
as the central processing facility. 

25. (Currently Amended) The method of claim 10 including receiving at the client 
data including 

(a) information to at least one of show and describ e th e it e m via th e cli e nt; 

and 

^ information to enable the user to order the item by the single action with 
respect to the client. 

26. (Canceled) 
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27. (Currently Amended) The method of claim 3€ 10 wherein the item identifier 
includes at least one of a group of identifiers including a code and a command. 

28. (Currently Amended) A method of facilitating ordering an item, the method 
including: 

providing a client with information to at least one of show and describe an 
item to a use r, and with an item identifier to identify the item as cuirentlv being 
offered for sale : and 

enabling the user lo place an order for the item by a single action with 
respect to the client, the single action being in connection with the order, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a 
« memory for repealed use in enabling further orders for further items to be placed and so 
I that it is not necessary to solicit the user related, personal information each time a further 

'3 order is placed, and (2) pfoviously provid e d it e m information related to the item identifier 
j-^ information to identify the item that is as currently being offered for sale at the time of the 
single action, 

L 30. (Canceled) 

; 29. (Currently Amended) The method of claim 28, wherein the single action includes 
^ a at least one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

3 1 . (Previously Presented) The method of claim 28, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account nxmiber. 
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32. (Previously Presented) The method of claim 28, including retrieving the user 
related, personal information from a memory associated vsnth the client. 

33. (Previously Presented) The method of claim 28, including providing the 
information to at least one of show and describe the item in the form of a television 
signal. 

34. (Previously Presented) The method of claim 28 including communicating with a 
central processing facility and wherein the client sends the order to the central processing 
facility for receipt via a transceiver. 

35. (Previously Presented) The method of claim 34 wherein a telephone system acts 
as the central processing fecility. 

^ 36. (Previously Presented) The method of claim 28 including providing an order 

jlj ; confirmation to the client to conirnn the order. 

k 

37. (Previously Presented) The method of claim 28 including multiplexing the 
L provision of the information to at least one of show and describe the item and code to the 
client to thereby generate data for transmission to the client. 

ifi 38. (Currently Amended) A computer system to order an item, the system including: 
a data receiver to receive data including information to at least one of 

show and describe, the item, and an item identifier to identify the item as currently 

bein g offered for sale; 

a data processing system to at least one of show and describe an item to a 

user; and 

a client to enable the user to place an order fee the item by a single action 
with respea to the client whjle t^g item is bgipR offpT^cj fof sale and, in response 
to the single action, to cause m the order for the item to be placed. 
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wherein the client is to enable the user to place the order for the item by the single 
action using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for ftirther items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed and (2) previously received infonnatioD r e lated to the item identifier 
identifying the item that i s as currently being offered for sale at the time of the single 
action. 

39. (Previously Presented) The system of claim 38, wherein the single action includes 
at least one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

Gi 

: 40. (Canceled) 

E 41 . (Previously Presented) The system of claim 38, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

42. (Previously Presented) The system of claim 38, wherein the user related, personal 
•J information is stored in memory of the client. 

43. (Previously Presented) The system of claim 38, wherein the computer system is an 
interactive television system and wherein the at least one of showing and describing of 
the item by tlie data processing system is, at least in part, performed utilizing a television 
signal. 

44. (Canceled) 

45. (Previously Presented) The system of claim 38, wherein the client is associated 
with at least a set top box, and wherein the user related, personal information is stored at 
the set top box. 
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AMENDMENT AND RESPONSE TO THE OFFICE ACTION 

Sir 

In response to the Office Action mailed July 9, 2003, the Examiner is respectfully 
requested to enter this amendment and to consider the remarks that follow. 


Amendments to the Claims are reflected in the listing of claims that begins on page 2 of 
this paper. 

Renjarks/Argumcnts begin on page 13 of this paper. 
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46. (Previously Presented) The system of claim 45, wherein the set top box is in 
communication with a local computer and associated storage and wherein the client is to 
retrieve information from one or more of the local computer and the associated storage. 

47. (Previously Presented) The system of claim 46, wherein the local computer 
controls the client. 

48. (Previously Presented) The system of claim 46, wherein the local computer is part 
of a local area network. 

49. (Previously Presented) The system of claim 38, including a central processing 

j- . facility in communication with a server and wherein the client sends information used in 
V processing to the central processing fecility. 

!i 50. (Previously Presented) The system of claim 49 wherein the server is to send an 
■ order confirmation to the user to confirm the order. 

5 1 . (Previously Presented) The system of claim 49, wherein the central processing 
4 facility is to coxmnunicate information between the client and the server. 

if 52. (Previously Presented) The system of claim 5 1 wherein a telephone system acts as 
the central processing facility. 

5 3 . (Currently Amended) The system of claim 3 8 including a wherein the data 
receiver k to receive the data including: 

information to at lea s t - one - of show and de s cribe the item via the client; 

information to enable the user to order the item by the single action with 
respect to the client. 
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54. (Previously Presented) The system of claim 53 wherein the data receiver includes 
an auxiliary data extractor to extract the information to at least one of show and describe 
from the data and a packet data extractor to extract the information to enable from the 
data. 

55. (Previously Presented) The system of claim 54 wherein the auxiliary data 
extractor provides the information to at least one of show and describe to the data 
processing system and the packet data extractor provides the information to enable to the 
client. 

56. (Canceled) 

^2 57. (Cmrently Amended) The system of claim 54 38 wherein the item identifier 
r ' includes at least one a group of identifiers including a code and a command. 

!f ' 58. (Currently Amended) A computer system to facilitate ordering an item, the system 
including: 

a data source to provide a client with first information to at least one of 
« show and describe an item to a use r, and third information to identify the item as 

= currently being offered for sale; and 

an information source to provide the client with second information to 
g ■■ enable the user to place an order for the item by a single action with respect to the 

client, 

wherein the client is to enable the user to placejthe order for the ite m, while being 
offered for sale, by the single action using (1) previously stored, user related, personal 
information that is stored in a memory for repeated use in enabling further orders for 
tnrther items to be placed and so tliat it is not necessary to solicit the user related, 
personal information each time a further order is placed and (2) prcvioualy roocivcd 
information related to the third infonnation identifying the item tfeat^s as currently being 
offered for sale at the time of the single action. 
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59. (Previously Presented) The system of claim 58, wherein the single action includes 
at least one of a group including: 

a selecting of a single button; and 

a pressing of a single button on a TV remote control. 

60. (Canceled) 

61 . (Previously Presented) The system of claim 58, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

62. (Previously Presented) The system of claim 58, wherein the second information 
' includes code executable by the client to retrieve the user related, personal information 

!p ! from a memory associated with the client 

1 ~ 63. (Previously Presented) The system of claim 58, wherein the data source is to 
il provide the information in the form of a television signal. 

C 64. (Previously Presented) The system ofclaim 58 including a data transceiver to 
S communicate with a central processing facility and wherein the client sends the order to 

t • the central processing facility for receipt via the data transceiver. 

65. (Previously Presented) The system of claim 64 wherein a telephone system acts as 
the central processing facility. 

66. (Previously Presented) The system of claim 58 wherein the data source is to 
provide an order confirmation to the client to confirm the order. 

67. (Previously Presented) The system of claim 58 including a multiplexer to 
multiplex the provision of the first information to at least one of show and describe and 
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the second information to enable to the client to thereby generate data for transmission to 
the client. 

68 -245 (Canceled) 

246. (Previously Presented) The method of claim 25 wherein the information to enable 
includes code execxitable by the client to enable the user to order the item by the single 
action with the client, 

247. (Previously Presented) The method of claim 25 wherein the information to enable 
includes data to be processed by code executable by the client to enable the user to order 
the item by the single action with the chent. 

248. (Previously Presented) The method of claim 28 wherein the enabling includes 
providing code to enable the user to order the item. 

249- (Previously Presented) The method of claim 28 wherein the enabling includes 
providing data to be processed by code to enable the user to order the item. 

250. (Previously Presented) The system of claim 53 wherein the information to enable 
includes code to enable the user to order the item. 

25 1 . (Previously Presented) The system of claim 53 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 

252. (Previously Presented) The system of claim 58 wherein the second information to 
enable includes code to be executed by the client to enable the user to order the item. 

253. (Previously Presented) The system of claim 58 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 
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254-259 (Canceled) 

260. (Currently Amended) A machine-readable medium embodying a sequence of 
instructions that, when executed by a machine, cause the machine to facilitate ordering an 
item within a distributed computing system including at least one client and at least one 
server by: 

receiving data, at the client, the data including information to at least one 
of show and describe the item via the client and an item identifier to enable the 
client to identify the item as currently being offered for sale: 

at least one of showing and describing an tiie item to a user via the client; 

enabling the user to place an order for the item by a single action with 
respect to the client wjiile the item is being offered for sale, the single action being 
in connection with the order, 

in response to the single action with respect to the client, causing the 
order for the item to be placed, 

wherein the enabling of the user to order the item by the single action includes 
using (1) previously stored, user related, personal information that is stored in a memory 
associated with the client for repeated use in enabling fiirther orders for further items to 
be placed and so that it is not necessary to solicit the user related, personal information 
each time a further order is placed and (2) prcvioualy rec e iv e d information related to the 
item identifier to enable the client to identify the item that is as currently being offered for 
sale at the time of the single action. 

261 . (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a data stream. 

262. (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a mass storage device. 
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263. (Currently Amended) A machine-readable medium embodying a sequence of 
instrucrions that, when executed by a macliine, cause the machine to facilitate ordering an 
item by: 

providing a client with infoiroation to at least one of show and describe an 
item to a use r, and with an item identifier to identify the item as currenfly being 
offered for sale; and 

enabling the user to place an order for the item by a single action with 
respect to the client, the single action being in connection with the order, 
wherein the enabling of the user to place the order ior the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for further items to be placed and so 
thai it is not necessary to solicit the user related, personal information each time a finther 
order is placed, and (2) previously provid e d it e m information r e lat e d to the item identifier 
information to identifs^ the item thatio as currently being offered for sale at the time of the 
single action. 


264-357 (Canceled) 
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REMARKS 
1. Summarv of the Office Action 

Claims 10, 1 1, 13-29, 31-39, 41-43, 45-59, 61-67, 246-253, and 260-263 stand 
rejected under 35 U.S.C. § 251 as being an improper recapture of broadened claimed 
subject matter suirendered in the application for the patent upon which the present reissue 
is based. 

Claim 17 stands rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
the Applicants regard as the invention. 

Further, claims 10, 12, 15, 16, 21-26, 28, 33-36, 38, 40, 43, 51-54, 58, 60, 63-66, 
260, 262, and 263 stand rejected under 35 U.S.C. § 103 (a) as being unpatentable over US 
Patent No. 5,621 ,456 (hereinafter Florin) in view of US Patent No. 4,734,858 (hereinafter 
Schlafly). 

Further, claims 11, 29, 39, and 59 stand rejected under 35 U.S.C § 103 (a) as 
being unpatentable over Florin and Sclilafly, as applied to claims 10, 28, 38 and 58, and 
fiirther in view of Zachaiy et al, "Technology: HP is building Gadget to Make TVS 
Interactive" (hereinafter Zachary). 

Claims 13, 14, 17, 31, 32, 41, 42, 45, 61, and 62 also stand rejected under 35 
U.S.C. § 103 (a) as being unpatentable over Florin and Schlafly, as applied to claims 10, 
28, 38 and 58, and ftirther in view of US Patent No. 4,163,255 (hereinafter Fires). 

Claim 27 also stands rejected under 35 U.S.C § 1 03 (a) as being unpatentable 
over Florin and Schlafly, as applied to claim 26, and fiirther in view of U.S. Patent No. 
4,965,825 (hereinafter Harvey.). 
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Claims 18-20 and 46-48 stand rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Florin and Schlafly, as applied to claims 10 and 38, and further in view 
of US Patent No. 4,789,895 (hereinafter MustaJfe). 

2. Response to S 251 Rejection 

The Apphcants respectfully disagree thai the claims identified under this rejection 
constitute "an improper recapture of broadened claimed subject matter surrendered in the 
application for the patent on which the present reissue is based" (Office Action, page 2). 
The Applicants respectfully disagree that any broadening aspects of the reissue claims are 
related to subject matter that the Applicants previously surrendered, during the 
prosecution of U.S. Patent No. 5,81 9,034 (the '034 patent). The Applicant's reasons in 
connection with this position are set out more fiilly below. 

A feilure of a patentee (or a patentee's attorney) to appreciate the full scope of the 
invention during the prosecution of the original patent application is well recognized as 
an error correctable by a broadening reissue. See Amos. 953 F.2d at 61 6, 21 USPQ2d at 
1273; hi re Wilder . 736 F.2d 1516, 1519, 222 USPQ 369, 371 (Fed. Cir. 1984). This form 
of error has generally been accepted as sufficient to satisfy the "error" requirement of 
§ 251 . See Clement. 1 31 F.3d at 1468, 45 USPQ2d at 1 163; Wilder. 736 F.2d at 1519, 
222 USPQ at 371. 

Broadening reissues are subject to the "recapture rule", which is discussed in 
Clement. 131 F.3d at 1468, 45 USPQ2d at 1 164. The recapture rule "prevents a patentee 
from regaining through reissue . . . subject matter that he surrendered in an effort to 
obtain allowance of the original claims." Clement. 131 F.3d at 1468. 45 USPQ2d at 1 164. 
The rule is rooted in the "error" requirement in that such a surrender is not the type of 
correctable "eiror" contemplated by the reissue statute. See Mentor. 998 F.2d at 995-96, 
27USPQ2datl525. 


15 

PAGE 20/30 ' RCVD AT 1 1/10/2003 6:29:57 PM [Eastern Standard rme] * SVR:USPTO-EFX^^^^ 


04:38pin From-BSTIZ San Joss 408 947 8280 T-259 P. 021/030 F-528 


The Federal Circuit, in Clement. 131, F. 3d 1464, 1468-70, 45 USPQ2 at 1161, 
1 163-65 (Fed. Cir. 1997), stated that an analysis under the recapture rule includes a four- 
step analysis, namely: 

1 . Determining whether and in what "aspects" the reissue claims are 
broader than the claims of the issued patent. A reissue claim that 
does not include a limitation present in the orginal patent claims is 
broader in that respect. See id . 

2. Determining whether the broader aspects of the reissue claims 
relate to surrendered subject matter. "To determine whether an 
applicant surrendered particular subject matter, we look to the 
prosecution history for arguments and changes to the claims made 
in an effort to overcome a prior art rejection." See id. at 1 469, 45 
USPQ2dat 1164. 

3. Etetermining whether the surrendered subject matter has "crept" 
into the reissue claims. 

4. Determining whether the reissue claims are materially narrowed, 
relative to the claims of the issued patent, in other respects, with a 
view to deteiming whether the recapture may be avoided. For 
example, in Ball Corp. v. United States, the recapture rule was 
avoided because the reissue claims were sufficiently narrowed 
(described by the court as "fundamental narrowness") despite the 
broadened aspects of the claims. 729 F.2d at 1438, 221 USPQ at 
296. 

Applying the above discussed analysis under the recapture rule to the claims of 
the present reissue application, it is apparent that the reissue claims are broader than the 
issued claims of the '034 patent in certain aspects, but also narrower relative to the issued 
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clainis in other respects. Specifically the claims of the present reissue application are 
directed to facilitating ordering an item using a distributed computer system. 
Accordingly, limitations of at least the independent claims of the present reissue 
application are absent from tlie independent claims of the '034 patent. Consider, for 
example, the first limitation of independent claim one of the '034 patent, which requires 
the following: 

A source of a data stream providing a series of time division multiplexed 
packets, ones of which contain auxiliary data that represent a video program, and 
others of which represent a distributed computing application associated wth 
said video program, and wherein said distributed computing application is 
repetitively transmitted independent of receiving client computer apparatus 
during times that said video program is transmitted. ('034 patent, column 14, 
lines 37-45). 

Clearly, claim 10 of the present reissue application does not include a limitation 
corresponding to the above-identified limitation of claim 1 of the '034 patent, and claim 
10 of the present reissue application is accordingly broader in this respect. 

On the other hand, consider the following limitation of claim J 0 of the reissue 

claims: 

Enabling the user to place an order for the item with a single action with 
respect to the client, while the item is being offered for sale, the single action 
being in connection with the order. 

The issued claims of the '034 patent do not include a limitation coinesponding to 
the above-identified limitation of claim 10 of the reissue application. In this respect, 
claim 10 of the reissued claims has been materially narrowed, relative to the claims of the 
'034 patent. The Applicants believe that this constitutes what is identified as a 
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"fundamental narrowness", identified in Ball Corp.. which avoids the recapture rule, 
despite broadened aspects of the claims. 

Further, as limitations of the issued claims of die *034 patent are not present in the 
reissue claims, the Applicants believe that the broader aspects of the reissue claims (i.e., 
the aspects corresponding to limitations in the '034 patent that are absent in the 
independent claims of the cuirent reissue application) do not relate to sunrendered subject 
matter. This is because the Applicants could not, by way of argument or amendment, 
surrender subject matter corresponding to the limitations of the present reissue claims in 
view of the absence of these limitations from, the issued claims of the *034 patent. 
Consider for example that the claims of the '034 patent do not include any limitations 
directed to enabling "the user to place an order for an item by a single action." 
Accordingly, the opportunity did not arise during the prosecution of the '034 patent for 
if the Applicants to in fact surrender subject matter pertaining to this limitation- In short, 

' the subject matter of the independent claims of the current reissue application is different 
.f from the subject matter of the issue claims of the '034 patent, and the question of 
' recaptured subject matter does not arise. This dovetails with the above position that the 

r reissue claims are sufficiently narrowed, despite the broadened aspects of the claims, so 
as to avoid the recapture rule. 

^ In conclusion, the Applicants believe that the rejection under 35 U.S.C. § 251 has 

£ been fiilly addressed, and withdrawal of this rejection is requested. 

The Applicants note that the Office Action states that "[a]t a minimum, the claims 
require at least one of the following limitations which were argued as the patentable 
feature for the issued independent claims 1, 6, 7, and 9 in the 08/233,098 appHcation", 
whereafter the limitations of the identified independent claims are listed (Office Action, 
pages 3-5). The Applicants fail to fully understand the reason for this alleged 
requirement The Applicants also draw the Examiner's attention to the co-pending 
divisional reissue application serial number 09/903,458, in which claims corresponding to 
the issued claims of the '034 patent are presented. It will be recalled that, on the 
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suggestion of the Examiner, a number of divisional reissue applications were filed based 
off the current reissue application, each of these divisional applications including claims 
that were originally included in the current reissue application. Claims corresponding to 
the claims of the divisional reissue applications were then cancelled from die current 
reissue application, by way of a preliminary amendment dated April 13, 2001 . 

By requiring that a limitation in the claims of the '034 be present in the claims of 
the present reissue application, we speculate that reference is being made to the "orginal 
invention" requirement. We below quote the pertinent section (1412.01) from the MPEP: 

1412.01 Reissue CJaims Must Be for Same General Invention 

The reissue claims must be for the same invention as that disclosed 
as being the invention in the original patent, as required by 35 U.S.C. 251. 
This does not mean that the invention claimed in the reissue must have 
been claimed in the original patent, although this is evidence that 
applicants considered it their invention. The entire disclosure, not just the 
claim(s), is considered in determining what Ae patentee objectively 
intended as his or her invention. The proper test as to whether reissue 
claims aie for the same invention as that disclosed as being the invention 
in the original patent is "an essentially factual inquiry confmed to the 
objective intent manifested by the originaJ patent." In re Amos, 953 F.2d 
613, 618, 21 USPQ2d 1271, 1274 (Fed. Cir. 199 J) (quoting /« reRowand, 
526 F.2d 558. 560, 187 USPQ 487, 489 (CCPA 1975)) (emphasis added). 
See also In re Mead, 581 F.2d 257, 198 USPQ 412 (CCPA 1978). The 
"original patent" requirement of 35 U.S.C. 251 must be understood in light 
of /n re Amos, supra, where the Court of Appeals for the Federal Circuit 
stated: 

We conclude that, under both Mead andRowand, a claim 
submitted in reissue may be rejected under the "original patent" clause if 
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the origjTjal specification demonstrates, to one skilled in the art, an absence 
of disclosur e sufficient to indicate that a patentee could have claimed the 
subject matter . Merely finding that the subject matter was "not originally 
claimed, not an object of the original patent, and not depicted in the 
drawing," does not answer the essential inquiry under the "origiiia] patent" 
clause of § 251, which is whether one skilled in the art, reading the 
specification, would identify the subject matter of the new claims as 
invented and disclosed by the patentees. In short, the absence of an 
"intent," even if objectively evident from the earlier claims, the drawings, 
or the original ohjects of the invention is simply not enough to establish 
that the new claims are not drawn to the invention disclosed in the original 
patent. 

953 F.2d at 618-19, 21 USPQ2d at 1275. Claims presented in a 
reissue application aie considered to satisfy the requirement of 35 U.S.C. 
251 that the claims be "for the invention disclosed in the original patent" 
where: 

(A) the claims presented in the reissue application are described in 
the original patent specification and enabled by the orieinal patent 
specificarion such that 35 U.S.C. 1 12 first paragraph is satisfied: and 

(B^ nothing in the original patent specification indicates an intent 
not to claim the subject matter of the claims presented in the reissue 
a pplication. 

(MPEP 1412.01, Emphasis Added) 

The claims of the present reissue application are clearly described in the original 
patent specification for the '034 patent, and are likewise enabled by the original patent 
specification for the '034 patent, such that 35 U.S.C. § 1 12, furst paragraph, is satisfied. 
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Further, there is nothing in the original patent specification for the '034 patent which 
indicates an intent not to claim the subject matter of the claims of the present reissue 
^plication. 

Id short, the Applicants do not believe that a limitation from the issued 
independent claims of the *034 patent Is required within the independent claims of the 
present reissue application in order to satisfy the "original invention" requirement. 

3. Response to S 112 Rejection 

Claim 17 stands rejected under 35 U.S.C. § 11 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which the Applicants regard as the invention. 

The Examiner is thanked for identifying this error in the dependency of claim 17. 
The Applicants have amended claim 17 to be dependent npon claim 1 0, as correctly 
assumed by the Examiner. 

4. Response to S 103 Rejections 

The Applicants respectfully traverse these rejections for the reasons set out below, 
and ask the Examiner for reconsideration. The Applicants have iurther also slightly 
amended the claims to defme clearly the intended import of the claims. 

To establish a prima facie case of obviousness, three basic criteria must be met 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the an, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
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claimed combination and the reasonable expectation of success must both be found in the 
prior ait, and not based on applicant's disclosure. In re Vaeck . 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991). 

The prior art References Do Not teach or Suggest all Claim 

LIMITATIONS, WHEN CONSIDERED SINGULARLY OR IN COMBINATION. 

Taking claim 10 of the present reissue application as an exemplary claim for 
discussion purposes, the Office Action contends that "Florin does not explicitly disclose: 

order the item by a single action with the client; and 

'/ wherein the enabling of the user to order the item by a single action includes 1 ) 

i u : previously stored user related personal information that is stored in a memory associated 

1. with the client for repeated use in enabling further orders for further items to be placed 

and so that it is not necessary to solicit the user related personal information each time a 
r further order is placed and 2) previously received information related to the item being 

C offered for sale at the time of the single action." (Office Action, page 6-7) 

The Office Action then goes on to state that Schlafly discloses ordering of the 
item by a single action with the user, and points to the disclosures in Schlafly, quoted 
immediately below, in support'of this position: 

Once the Item has been specified it can be reviewed and modified or it can 
be stored in a send memory at 92 and later caused to he sent at 94 by automatic 
dialing of the local processor center 14. Once communication has been 
established, the entire content of the send memory is transmitted in a burst by 
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actuation of an internal modem (modulator/demodulator) 96 and the local center 
commences processing at 98. The send data is initially checked at 98 for 
verification of some of the data and a return is transmitted the data terminal at 
100. The connection is then broken by the LPC and at 102 and the terminal goes 
"on hook". The message represented by the return is displayed at J 04. 

(Schlafly, column 7, lines 35-47). 

However, immediately preceding the above-quoted disclosure in Schlafly, the 
below disclosure is provided regarding actions that are required by a user: 

Operation of a data terminal 12 in the case of ordering of merchandise from 
various mati order suppliers is illustrated with FIGS. 3-6. FIG. 4 shows a portion 
80 of a page from a Sears catalog. FIG. 5 illustrates a portion 82 of a J.C Penney 
Catalog page. 

As an example of a catalog order data entry, at 84 in FIG. 3 and after turn on, the 
ij^ar'a individual subscriber secret persona l authorization number, a four digit 
number for example, promvt lv hu a word disulau. is entered. This is followed by 
sequentially occurin^ prompts, which permit entry of additional order key 
actuations in accordance with suitable accompanying operating instructions. 

The first set of prompts at 86 calls for the entry of a code, specifuing- the suyylier 
b]i its catalog and a page number. The second set of prompts at 88 requires 
s pecification of the nature of the transaction, e.g. catalog number and special 
charge and shipping instructions if required. The third set of prompts at 90 
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requires entm of the auantihi and ovtions such as color and size when these are 
needed to properly specify the desired item. 

(Schlafly, column 7, lines 13-34). 

Clearly, the ordering of an item, as disclosed in Schlafly, requires more than a 
single action with respect to the client. SpecificaUy, to perform a catalogue order 
utilizing the system and methodology disclosed in Schlafly, a user is required to provide 
an individual subscriber secret personal authorization number, which is followed by 
sequentially occuning prompts responsive to which the user enters a code speciiying a 

r; supplier by a catalogue and page number, the nature of the transaction, and the quantity 

jfi and options pertaining to the relevant order. 

1/ , In short. Schlafly simply does not discJose placing an order for an item by a single 

r 

I action with respect to a client, but instead clearly discloses a sequence of actions. 

Schlafly is accordingly cumulative with the disclosures provided in Florin. 

,5 Claim 1 , as indicated above, has also been amended to include a limitation 

^ corresponding substantiaUy to limitations of claims 25 and 26, claim 26 now having 

been cancelled. Specifically, claim 10 now recites the receiving of data at the client, the 
data including information to at least one of show and describe the item via the client, 
and an item identifier to enable the client to identify the item as cuirentiy being offered 
for sale. Claim 10 has also now been amended to recite that tlie enabling of the user to 
place the order for the item via the single action includes utilizing the received item 
identifier. 
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The above remarks also addiess the further rejections presented under 35 U.S.C. 
§103 against the other claims of the present reissue application. Specifically, the further 
independent claims each include limitations corresponding approximately to those of 
claim 1 0. The dependent claims are deemed to include all limitations of claims from 
which they depend, and the above remarks similarly address the rejections presented 
mider 35 U.S.C. §103 against these dependent claims. 

In light of the above, the Applicants respectfully submit that the rejections under 
35 U.S.C. § 103 have been overcome, and withdrawal of these rejections is therefore 
respectfully requested. 


Having tendered the above remarks, and amended the claims as indicated herein, 
the Applicants respectfully submit that all rejections have been addressed and that the 
claims are now in a condition for allowance, which is earnestly solicited. 


If there are any additional charges, please charge Deposit Account No. 02-2666. 
If a telephone interview would in any way expedite the prosecution of the present 
application, the Examiner is invited to contact Andre Marais at (408) 947-8200 ext. 204. 


S. 


Conclusion 


ilii 


Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAM LLP 



Dated: 



2003 


Andre L. Marais 
Reg. No. 48,095 


12400 WilshireBlvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 947-8200 
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Amendments to the Claims: 

Please cancel claims 26 and 56, without prejudice. 
Please amend the claims as follows: 

1 0. (Currently Amended) A method of facilitating ordering an item using a 
distributed computing system including at least one client and at least one server, the 
method including: 

receiving data, at the client, the data including information to at least one of show 
and describe the item via the client and an item identifier to enable the client to 
identify the item as currently being oifered for sale: 

at least one of showing and describing aa thfi item to a user via the client 

enabling the user to place an order for the item by a single action with respect to 
the client while the item is being offered for sale, the single action being in 
connection with the order; and 

in response to the single action with respect to the client, causing a&-the order for 
the item to be placed, 

wherein the enabling of tlie user to place the order forthe item by the single action 
includes using (I) previously stored, user related personal information that is stored in a 
memory associated with the client for repeated use in enabling further orders for flurther 
items to be placed and so that it is not necessary to solicit the user related, personal 
infonnation each time a ftirther order is placed and (2) p f cvkmaly rcoeivod infoiTOOtion 
r e lat e d to t he item identifier to enable the client to identify the item as currently b eing 
offered for sale at the time of the single action. 
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1 1 . (Previously Presented) The method of claim 1 0, wherein the single action is one 
of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

12. (Canceled) 

13. (Previously Presented) The method of claim 1 0, wherein the user related, personal 
infonnation includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

1 4. (Previously Presented) The method of claim 1 0, wherein the user related, personal 
ll information is stored in memory in the client 

1 5 . (Previously Presented) The method of claim 1 0, wherein the distributed 

1 _ computing system is an interactive television system and wherein the at least one of 

showing and describing of the item is, at least in part, by a television signal. 

p: 16. (Previously Presented) The method of claim 1 0, wherein the client includes an 
- auxiliary data processor and a client computer. 

2 17. (Currently Amended) The method of claim 43 10, wherein the client is associated 
with at least a set top box, and wherein the user related, personal infonnation is stored at 
the set top box. 

1 S . (Previously Presented) The method of claim 1 7, wherein the set top box is in 
communication with a local computer and associated storage and wherein the method 
further includes: 

the client retrieving infonnation from one or more of the local computer and the 
associated storage. 
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1 9. (Previously Presented) The method of claim 1 8, wherein the metihod further 
includes: controlling the client by means of the local computer. 

20. (Previously Presented) The method of claim 18, wherein the local computer is part 
of a local area network. 

2 1 . (Previously Presented) The method of claim 1 0, wherein the system fiirther 
includes a central processing facility in communication with the server and wherein the 
method includes: 

sending information used in processing the order from the client to the central 
processing facility. 

fj : 22. (Previously Presented) The method ofclaim 10, further including: 
;^ ; sending an order confirmation to the user to confirm the order. 

; ; 23 . (Previously Presented) The method of claim 2 1 , further including : 
If communicating information between the client and the server via the central 

processing facility. 

'/= 24. (Previously Presented) The method of claim 23, wherein a telephone system acts 
1 5 as the central processing facility. 

■~ 25. (Currently Amended) The metliod of claim 1 0 including receiving at the client 
data including 

(a) information to at least on e of show and describ e th e it e m via the client; 

ani 

^ information to enable the user to order the item by the single action with 
respect to the client. 

26. (Canceled) 
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27. (Cuirently Amended) The method of claim ^ 10 wherein the item identifier 
includes at least one of a group of identifiers including a code and a command. 

28. (Currently Amended) A method of facilitating ordering an item, the method 
including: 

providing a client with infoimation to at least one of show and describe an 
item to a use r, and with an item identifier to identify the item as currently being 

enabling the user to place an order for the item by a single action with 
respect to the client, the single action being in connection with the order, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed, and (2) previously provid e d i t em i ufo i mation related to the item identifier 
information to identify the item that is as currently being offered for sale at the time of the 
single action. 

30. (Canceled) 

29. (Currently Amended) The method of claim 28, wherein the single action includes 
a at least one of a group including: 

selecting of a single button; and 

pressing of a single bunon on a TV remote control. 

3 1 . (Previously Presented) The method of claim 28, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 
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32. (Previously Presented) The method of claim 28, including retrieving the user 
related, personal information from a memory associated with the client. 

33. (Previously Presented) The method of claim 28, including providing the 
information to at least one of show and describe the item in the form of a television 
signal. 

34. (Previously Presented) The method of claim 28 including communicating with a 
central processing facility and wherein tlie client sends the order to the central processing 
facility for receipt via a transceiver. 

35. (Previously Presented) The method of claim 34 wherein a telephone system acts 
as the central processing iacility. 

; ^ : 36. (Previously Presented) The method of claim 28 including providing an order 
|L confirmation to the client to confirm the order. 

!f ; 

37. (Previously Presented) The method of claim 2 8 including multiplexing the 
provision of the information to at least one of show and describe the item and code to the 
jjj client to thereby generate data for transmission to the client. 

it 38, (Currently Amended) A computer system to order an item, the system including: 
'P a data receiver to receive data including information to at least one of 

show and describe, the item, and an item identifier to identiiv the item as cmrentlv 

being offered for sale: 

a data processing system to at least one of show and describe an item to a 

tjser; and 

a client to enable the user to place an order for the item by a single action 
with respect to the client while the item is being offered for .sale and, in response 
to the single action, to cause as the order for the item to be placed. 
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wherein the client is to enable the user to place the order for tlie item by the single 
action using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling fiirther orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a funher 
order is placed and (2) previously received informatioD r e lat e d to the item identifier 
identifVine the item that i s as currently being offered for sale at the time of the single 
action. 

39. (Previously Presented) The system of claim 38, wherein the single action includes 
at least one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

40. (Canceled) 

41 . (Previously Presented) The system of claim 38, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

42. (Previously Presented) The system of claim 38, wherein the user related, personal 
information is stored in memory of the client. 

43- (Previously Presented) The system of claim 38, wherein the computer system is an 
interactive television system and wherein the at least one of showing and describing of 
the item by tlie data processing system is, at least in part, performed utilizing a television 
signal. 

44. (Canceled) 

45 . (Previously Presented) The system of claim 38, wherein the client is associated 
with at least a set top box, and wherein the user related, personal information is stored at 
the set top box. 
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46. (Previously Presented) The system of claim 45 , wherein the set top box is in 
communication with a local computer and associated storage and wherein the client is to 
retrieve information from one or more of the local computer and the associated storage. 

47. (Previously Presented) The system of claim 46, wherein the local computer 
controls the client. 

48. (Previously Presented) The system of claim 46, wherein the local computer is part 
of a local area network. 

49. (Previously Presented) The system of claim 38, including a central processing 

l=r facility in communication with a server and wherein the client sends information used in 
iC processing to the central processing fecility. 

i=r : 50. (Previously Presented) The system of claim 49 wherein the server is to send an 
'I order confirmation to the user to confirm the order, 

■/= . 

I _ 5 1 . (Previously Presented) The system of claim 49 , wherein the central processing 
Q facility is to communicate information between the client and the server. 

52. (Previously Presented) The system of claim 51 wherein a telephone system acts as 
P the central processing facility. 

53. (Currently Amended) The system of claim 38 including a wherein the data 
receiver is to receive the data including: 

information to at IcQPt - onC ' of show and describe the item via tho client; 

information to enable the user to order the item by the single action with 
respect to the client. 
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54. (previously Presented) The system of claim 53 wherein the data receiver includes 
an auxiliary data extractor to extract the information to at least one of show and describe 
from the data and a packet data extractor to extract the information to enable from The 
data. 

55. (Previously Presented) The system of claim 54 wherein the auxiliary data 
extractor provides the information to at least one of show and describe to the data 
processing system and the packet data extractor provides the information to enable to the 
client. 

56. (Canceled) 

■!! 57. (Currently Amended) The system ofclaim5# 38 wherein the item identifier 
if. : includes at least one a group of identifiers including a code and a command. 

if] 58. (Currently Amended) A computer system to facilitate ordering an item, the system 
{ - including: 

a data source to provide a client with first information to at least one of 
show and describe an item to a use r, and third information to identify the item as 
{| currently being offered for sale: and 

• an information source to provide the client with second information to 

g enable the user to place an order for the item by a single action with respect to the 

client, 

wherein the client is to enable the user to place the order for the ite m, while being 
offered for sale, by the single action using (1) previously stored, user related, personal 
information that is stored in a memory for repeated use in enabling further orders for 
further items to be placed and so tliat it is not necessary to solicit tlie user related, 
personal information each time a further order is placed and (2) prcvioualy r o o c iv cd 
information r e lat e d to the third j[^fo^natio^ identifying the item thaHts a$ gUTreijtly being 
offered for sale at the time of the single action. 
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59. (Previously Presented) The system of claim 58, wherein the single action includes 
at least one of a group including: 

a selecting of a single button; and 

a pressing of a single button on a TV remote control 

60. (Canceled) 

61 . (Previously Presented) The system of claim 58, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

62. (Previously Presented) The system of claim 58, wherein the second information 
includes code executable by the client to retrieve the user related, personal information 
from a memory associated witli the client. 

63. (Previously Presented) The system of claim 58, wherein the data source is to 
provide tlie information in the form of a television signal. 

64. (Previously Presented) The system of claim 58 including a data transceiver to 
communicate with a central processing facility and wherein the client sends the order to 
the central processing facility for receipt via the data transceiver. 

65. (Previously Presented) The system of claim 64 wherein a telephone system acts as 
the central processing facility. 

66. (Previously Presented) The system of claim 58 wherein the data source is to 
provide an order confirmation to the client to confirm the order. 

67. (Previously Presented) The system of claim 58 including a multiplexer to 
multiplex the provision of the first information to at least one of show and describe and 
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the second information to enable to the client to tliereby generate data for transmission to 
the client. 

68 -245 (Canceled) 

. 246. (Previously Presented) The method of c]ain) 25 wherein the information to enable 
includes code executable by the client to enable the user to order the item by the single 
action with the client 

247. (Previously Presented) The metliod of claim 25 wherein the information to enable 
includes data to be processed by code executable by the client to enable the user to order 
the item by the single action with the client. 

2 24S. (Previously Presented) The method of claim 2 8 wherein the enabling includes 
' providing code to enable the user to order the item. 

■iU . 

%: 249. (Previously Presented) The method of claim 28 wherein the enabling inchides 
Jii providing data to be processed by code to enable the user to order the item. 

250. (Previously Presented) The system of claim 53 wherein the information to enable 
includes code to enable the user to order the item. 

F ' 25 1 . (Previously Presented) The system of claim 53 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 

252. (Previously Presented) The system of claim 58 wherein the second information to 
enable includes code to be executed by the client to enable the user to order the item. 

253. (Previously Presented) The system of claim 58 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 
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254-259 (Canceled) 

260. (Currently Amended) A machine-readable medium embodying a sequence of 
instructions that, when executed by a machine, cause the machine to facilitate ordering an 
item within a distributed computing system including at least one client and at least one 
server by: 

receiving data, at the client, the data includ ing information to at least one 
of show and describe the item via the client and an item identifier to enable the 
client to identify the item as currently being off ered for sale: 

at least one of showing and describing an the item to a user via the client; 

enabling the user to place an order for the item by a single action with 
respect to the client vf^le the item is being offered for sale, the single action being 
in connection with the order, 

in response to the single action with respect to the client, causing » the 
order for the item to be placed, 

wherein the enabling of the user to order the item by the single action includes 
using (1) previously stored, user related, personal information that is stored in a memory 
associated with the client for repeated use in enabling fijither orders for further items to 
be placed and so that it is not necessary to sohcit the user related, personal information 
each time a further order is placed and (2) prcvioujly rec e iv e d information related to the 
item identifier to enable the client to identify the item that is as currently being offered for 
sale at the time of the single action. 

261 . (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a data stream. 

262. (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a mass storage device. 
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263. (Currently Amended) A macliine-readable medium embodying a sequence of 
instrucrions lhat, when executed by a machine, cause the machine to facilitate ordering an 
item by: 

providing a client with infonuation to at least one of show and describe an 
item to a use r, and with an item identifier to identify the item as curraifly being 
offered for sale; and 

enabling the user to place an order for the item by a single action with 
respect to the client, the single action being in connection with the order, 
wherein the enabling of the user to place the order ior the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed, and (2) previously provid e d it e m information relat e d to the item identifier 
information to identify the item thatio as currently being offered for sale at the time of the 
single action. 


264 - 357 (Canceled) 


i 
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REMARKS 
1. Summary of the Office Action 

Claims 10, 1 1, 13-29, 31-39, 41-43, 45-59, 61-67, 246-253, and 260-263 stand 
rejected under 35 U.S-C § 251 as being an improper recapture of broadened claimed 
subject matter smrendered in the application for the patent upon which the present reissue 
is based. 

Claim 17 stands rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
the Applicants regard as the invention. 

Further, claims 10, 12, 15, 16, 21-26, 28, 33-36, 38, 40, 43, 51-54, 58, 60, 63-66, 
260, 262, and 263 stand rejected under 35 U.S.C. § 103 (a) as being unpatentable over US 
Patent No, 5,621,456 (hereinafter Florin) in view of US Patent No. 4,734,858 (hensinafter 
Schlafly). 

Funher, claims 11, 29, 39, and 59 stand rejected under 35 U.S.C. § 103 (&) as 
being unpatentable over Florin and Sclilafly, as applied to claims 1 0, 28, 38 and 58, and 
further in view of 2achaiy et al, "Technology: HP is building Gadget to Make TVS 
Interactive" (hereinafter Zachaiy). 

Claims 13, 14, 17, 31, 32, 41 , 42, 45, 61 , and 62 also stand rejected under 35 
U.S.C. § 103 (a) as being unpatentable over Florin and Schlafly, as applied to claims 10, 
28, 38 and 58, and further in view of US Patent No. 4,163,255 (hereinafter Fires). 

Claim 27 also stands rejected under 35 U.S.C § 1 03 (a) as being unpatentable 
over Florin and Schlafly, as applied to claim 26, and further in view of U.S. Patent No. 
4,965,825 (hereinafter Harvey.). 
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Claims ] 8-20 and 46-48 stand rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Florin and SchJafly, as applied to claims 10 and 38, and further in view 
of US Patent No. 4,789,895 (hereinafter Mustafa). 

2. Response to S 251 Reiedion 

The Apphcants respectfully disagree that the claims identified under this rejection 
constitute "an improper recapture of broadened claimed subject matter surrendered in the 
application for the patent on which the present reissue is based" (Office Action, page 2), 
The Applicants respectfully disagree that any broadening aspects of the reissue claims are 
related to subject matter that the Applicants previously surrendered, during the 
prosecution of U.S. Patent No. 5,81 9,034 (the '034 patent). The Applicant's reasons in 
r ; connection with this position are set out more fiilly below. 

if . 

y ' A feilure of a patentee (or a patentee's attorney) to appreciate the fiill scope of the 

j P invention during the prosecution of the original patent apphcation is well recognized as 

|I an error correctable by a broadening reissue. See Amos. 953 F.2d at 6 1 6, 2 1 USPQ2d at 

1273; In re Wilder. 736 F.2d 1516, 1519, 222 USPQ 369, 371 (Fed. Cir. 1984). This form 

12 of error has generally been accepted as sufficient to satisfy the "error" requirement of 

!i ; § 251. See Clement. 131 F,3d at 1468, 45 USPQ2d at 1163; Wilder. 736 F.2dat 1519, 

I; 222 USPQ at 371. 

Broadening reissues are subject to the "recapture rule", which is discussed in 
Clement. 131 F.3d at 1468, 45 USPQ2d at 1 164. The recapture rule "prevents a patentee 
from regaining through reissue . . . subject matter that he sunendered in an effort to 
obtain allowance of the original claims." Clement. 1 3 1 F.3d at 1468. 45 USPQ2d at 1 164. 
The rule is rooted in the "error" requirement in that such a surrender is not the type of 
correctable "error" contemplated by the reissue statute. See Mentor. 998 F.2d at 995-96, 
27 USPQ2daf 1525. 
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The Federal Circuit, in Clement, 131, F. 3d 1464, 1468-70, 45 USPQ2 at 1161, 
1163-65 (Fed. Cir. 1997), stated tliat an analysis under the recapture rule includes a four- 
step analysis, namely: 


1 . Determining whether and in what "aspects" the reissue claims are 
broader than the claims of the issued patent. A reissue claim that 
does not include a limitation present in the orginal patent claims is 
broader in that respect. See id . 

2. Determining whether the broader aspects of the reissue claims 
relate to surrendered subject matter. "To determine whether an 
applicant surrendered particular subject maner, we look to the 
prosecution history for arguments and changes to the claims made 
in an effort to overcome a prior art rejection." See id. at 1469, 45 
USPQ2dat 1164. 


Determining whether the surrendered subject matter has "crept" 
into the reissue claims. 

Determining whether the reissue claims are materially narrowed, 
relative to the claims of the issued patent, in other respects, with a 
view to determing whether the recapture may be avoided. For 
example, in Ball Corp. v. United States, the recapnire rule was 
avoided because the reissue claims were sufficiently narrowed 
(described by the court as "fundamental narrowness") despite the 
broadened aspects of the claims. 729 F.2d at 1438, 221 USPQ at 
296. 


Applying the above discussed analysis under the recapture rule to the claims of 
the present reissue application, it is apparent that the reissue claims are broader than the 
issued claims of the '034 patent in certain aspects, but also narrower relative to the issued 
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claims in other respects. Specifically the claims of the present reissue application are 
directed to facilitating ordering an item using a distributed computer system. 
Accordingly, limitations of at least the independent claims of the presem reissue 
application are absent from tlie independent claims of the '034 patent. Consider, for 
example, the first limitation of independent claim one of the '034 patent, which requires 
the following: 

A source of a data stream providing a series of time division multiplexed 
packets, ones of which contain awciliary data that represent a video program, and 
others of which represent a distributed computing application associated with 
said video program, and wherein said distributed computing application is 
repetitively transmitted independent of receiving client computer apparatus 
during times that said video program is transmitted. ('034 patent, column 24, 
lines 37-45). 

Clearly, claiin 10 of the present reissue application does not include a limitanon 
corresponding to the above-identified limitation of claim 1 of the *034 patent, and claim 
1 0 of the present reissue application is accordingly broader in this respect. 

On the other hand, consider the following limitation of claim J 0 of the reissue 

claims: 

Enabling the user to place an order for the item with a single action with 
respect to the client, while the item is being offered for sale, the single action 
being in connection with the order. 

The issued claims of the '034 patent do not include a limitation corresponding to 
the above-identified limitation of claim 10 of the reissue application. In this respect, 
claim 10 of the reissued claims has been materially narrowed, relative to the claims of the 
'034 patent. The Applicants believe that this constitutes what is identified as a 
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"ftmdamental narrowness", identified in Ball Corp.. which avoids the recapture mle, 
despite broadened aspects of the claims. 

Further, as limitations of the issued claims of die '034 patent are not present in the 
reissue claims, the Applicants believe that the broader aspects of the reissue clajms (i.e., 
the aspects corresponding to limitations in the '034 patent that are absent in the 
independent claims of the current reissue application) do not relate to surrendered subject 
matter. This is because the Applicants could not, by way of argument or amendment, 
surrender subject matter corresponding to the limitations of the present reissue claims in 
view of the absence of these Umitations from the issued claims of the *034 patent. 
Consider for example that the claims of the *034 patent do not include any limitations 
directed to enabling "the user to place an order for an item by a single actiotL" 
Accordingly, ihe opportunity did not arise during the prosecution of the '034 patent for 
the Applicants to in fact surrender subject matter pertaining to this limitation. In short, 
the subject matter of the independent claims of the current reissue application is different 
from the subject matter of the issue claims of the '034 patent, and the question of 
recaptured subject matter does not arise. This dovetails with the above position that the 
reissue claims are sufficiently narrowed^ despite the broadened aspects of the claims, so 
as to avoid the recapture rule. 

In conclusion, the Applicants believe that the rejection under 35 U.S.C. § 251 has 
been fully addressed, and withdrawal of this rejection is requested. 

The Applicants note that the Office Action states that "[a]t a minimum, the claims 
require at least one of the following limitations which were argued as the patentable 
feature for the issued independent claims 1, 6, 7, and 9 in the 08/233,098 application", 
whereafter die limitations of the identified independent claims are listed (Office Action, 
pages 3-5). The Applicants fail to fully understand the reason for this alleged 
requirement. The Applicants also draw the Examiner's attention to the co-pending 
divisional reissue application serial number 09/903,458, in which claims corresponding to 
the issued claims of the '034 patent are presented. It will be recalled that, on the 
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suggestion of the Examiner, a number of divisional reissue applications were filed based 
off the current reissue application, each of these divisional applications including claims 
that were originally included in the current reissue application. Claims corresponding to 
the claims of the divisional reissue applications were then cancelled from die current 
reissue application, by way of a preliminary amendment dated April 13, 2001 . 

By requiring that a limitation in the claims of tlie '034 be present in tlie claims of 
the present reissue application, we speculate that reference is being made to the "orginal 
invention" requirement. We below quote the pertinent section (1 41 2.01) from the MPEP: 

1412.01 Reissue Claims Must Be for Same General Invention 

's The reissue claims must be for the same invention as that disclosed 

as being the invention in the original patent, as required by 35 U.S.C. 251. 
1=' This does not mean that the invention claimed in the reissue must have 

T been claimed in the original patent although this is evidence that 

^' applicants considered it their invention. The entire disclosure, not just the 

claim(s), is considered in determining what die patentee objectively 
/"! intended as his or her invention. The proper test as to whether reissue 

'J claims are for the same invention as that disclosed as being the invention 

■:Z in the original patent is "an essentially factual inquiry confmed to the 

, objective intent manifested by the origina] patent." In re Amos, 953 F.2d 

613, 618, 21 USPQ2d 1271, 1274 (Fed. Cir. 1991) (quoting//! reRowand, 
526 F.2d 558, 560, 187 USPQ 487, 489 (CCPA 1975)) (emphasis added). 
See also In reMead, 581 F.2d 257, 198 USPQ 412 (CCPA 1978). The 
"original patent" requirement of 35 U.S.C. 251 must be understood in light 
of In re Amos, supra, where the Coiut of Appeals for the Federal Circuit 
stated: 

We conclude that, under both Mead andRowand, a claim 
submitted in reissue may be rejected under the "original patent" claws? if 
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the original specification demonstrates, to one skilled in the ait, an absence 
of disclosure suffici ent to indicate that a patentee could have claimed the 
subject matter. Merely finding that the subject matter was "not originally 
claimed, not an object of the original patent, and not depicted in the 
drawing," does not answer the essential inquiry under the "originaJ patent" 
clause of § 251, which is whether one skilled in the art, reading the 
specification, would identify the subject matter of the new claims as 
invented and disclosed by the patentees, hi short, the absence of an 
"intent," even if objectively evident from the earlier claims, the drawings, 
or the original objects of the invention is simply not enough to establish 
that the new claims are not drawn to the invention disclosed in the original 
patent. 

;C : 953 F.2d at 618-1 9, 21 USPQ2d at 1275. Claims presented in a 

'{ ': reissue application are considered to satisfy the requirement of 35 U.S.C. 

il 25i that the claims be "for the invention disclosed in the original patent" 

!f ■ ; where: 

; (A) the cla ims presented in the reissue application are described in 

the original patent spec ification and enabled by the origmal patent 
1= : specificario n such that 35 U.S.C. 1 12 first parap r aph is satisfied: and 

^ CB') nothing in the origin al patent specification indicates an intent 

not to claim the subject maner of the claims presented in the reissue 
application. 

(MPEP 1412.01, Emphasis Added) 

The claims of the present reissue application are clearly described in the original 
patent specification for the '034 patent, and are likewise enabled by the original patent 
specification for the '034 patent, such that 35 U.S.C. § 1 12, fu^t paragraph, is satisfied. 
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Further, there is nothing in the original patent specification for the '034 patent which 
indicates an intent not to claim the subject matter of the claims of the present reissue 
application. 

Id short, the Applicants do not believe that a limitation from the issued 
independent claims of the '034 patent is required within the independent claims of the 
present reissue application in order to satisfy the "original invention" requirement. 

3. Response to S 112 Retection 

Claim 17 stands rejected under 35 U.S.C. § 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which the Applicants regard as the invention. 

The Examiner is thanked for identifying this error in the dependency of claim 1 7. 
The Applicants have amended claim 17 to be dependent upon claim 3 0, as correctly 
assumed by the Ejcaminer. 

4. Response to S 103 "Rejections 

The Applicants respectfully traverse these rejections for the reasons set out below, 
and ask the Examiner for reconsideration. The Applicants have iluther also slightly 
amended the claims to define clearly the intended import of the claims. 

To establish a prima facie case of obviousness, three basic criteria must be met 
First, there roust be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinaiy skill in the an, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
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claimed combination and the reasonable expectation of success must both be found in the 
prior art, and not based on applicant's disclosure. In re Vaeck , 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991). 

The prior art References Do Not teach or Suggest all Claim 
limitations, when considered singularly or in combination. 

Taking claim 1 0 of the present reissue application as an exemplary claim for 
discussion purposes, the Office Action contends that "Florin does not explicitly disclose: 

order the item by a single action with the client; and 

wherein the enabling of the user to order the item by a single action includes 1 ) 
i t previously stored user related personal information that is stored in a memory associated 

with the chent for repeated use in enabling further orders for further items to be placed 
and so that it is not necessary to solicit the user related personal information each time a 
> further order is placed and 2) previously received information related to the item being 

•Z : offered for sale at the time of the single action." (Office Action, page 6-7) 

S' 

' The Office Action then goes on to state that Schlafly discloses ordering of the 

item by a single action with the user, and points to the disclosin-es in Schlafly, quoted 
immediately below, in support'of this position: 

Once the item has been specified it can be reviewed and modified or it can 
be stored in a send memory at 92 and later caused to be sent at 94 by automatic 
dialing of the local processor center 14, Once communication has been 
established, the entire content of the send memory is transmitted in a burst by 
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actuation of an internal modem (modulator/demodulator) 96 and the local center 
commences processing at P8, The send data is initially checked at 98 for 
verification of some of the data and a return is transmitted the data terminal at 
100. The connection is then broken by the LPC and at 102 and the terminal goes 
"on hook". The message represented by the return is displayed at 104. 

(Schlafly, column 7, lines 35^7). 

However, immediately preceding the above-quoted disclosure in Schlafly, the 
below disclosure is provided regarding actions that are required by a user: 

Operation of a data terminal 12 in the case of ordering of merchandise from 
various mail order suppliers is illustrated with FIGS, 3-6. FIG. 4 shows a portion 
80 of a page from a Sears catalog. FIG. 5 illustrates a portion 82 of a f.C. Penney 
Catalog page. 

As an example of a catalog order data entry, at 84 in FIG. 3 and after turn on, the 
user's individual subscriber secret personal authorization number, a four dipt 
number for example, vromptly bu a word displau. is entered. This is followed by 
sequentially occurin^ prompts, which permit entry of additional order key 
actuations in accordance with suitable accompanying operating instructions. 

The first set of prompts at 86 calls for the entry of a code specifying the supylier 
bif its catalog and a page number . The second set of prompts at 88 requires 
specificaHon of the nature of the iransaction. e.g. catalog number and special 
charge and shipping instructions if required. The third set of prompts at 90 
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requires entry of the cjmntity and options such as color md size when these are 
needed to properly specify the desired item. 

(Schlafly, column 7, lines 13-34). 

Clearly, the ordering of an item, as disclosed in Schlafly, requires more than a 
single action with respect to the client. Specifically, to perform a catalogue order 
utilizing the system and methodology disclosed in Schlafly, a user is required to provide 
an individual subscriber secret personal authorization number, which is followed by 
sequentially occuiring prompts responsive to which the user enters a code specifying a 
supplier by a catalogue and page number, tlie nature of the transaction, and the quantity 
and options pertaining to the relevant order. 

In short, Schlafly simply does not discJose placing an order for an item by a single 
action with respect to a client, but instead clearly discloses a sequence of actions. 
Schlafly is accordingly cumulative with the disclosures provided in Florin. 

Claim 1, as indicated above, has also been amended to include a limitation 
corresponding substantially to limitations of claims 25 and 26, claim 26 now having 
been cancelled. Specifically, claim 10 now recites the receiving of data at the client, the 
data including information to at least one of show and describe the item via the client, 
and an item identifier to enable the client to identify the item as currently being offered 
for sale. Claim 10 has also now been amended to recite that tl)e enabling of the user to 
place the order for the item via the sii^e action includes utilizing the received item 
identifier. 
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The above remarks also address the further rejections presented under 35 U.S.C. 
§103 against the other claims of the present reissue appHcation. Specifically, the further 
independent claims each include limitations corresponding approximately to those of 
claim 10. The dependent claims are deemed to include all limitations of claims from 
which they depend, and the above remarks similarly address the rejections presented 
under 35 U.S.C. §103 against the$e dependent claims. 

In light of the above, the Applicants respectfully submit that the rejections under 
35 U.S.C. § 103 have been overcome, and withdrawal of these rejections is therefore 
respectfully requested. 


S- Conclusion 

Having tendered iJie above remarks, and amended the claims as indicated herein, 
the Applicants respectfully submit that all rejections have been addressed and that the 
claims are now in a condition for allowance, which is earnestly solicited. 

If there are any additional charges, please charge Deposit Account No, 02-2666. 
If a telephone interview would in any way expedite the prosecution of the present 
application, the Examiner is invited to contact Andre Marais at (408) 947-8200 ext. 204. 


Respectfully submitted, 

Blakely, Sokoloff, Taylor & zafmam LLP 



Dated: Jf / / 2003 


Andre L. Marais 
Reg. No. 48,095 


12400 WilshireBlvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 947-8200 
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RESPONSE TO THE NOTICE OF NON-COMPLIANT AMENDMENT 
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application. 
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Remarks/ Arguments begin on page 13 of this paper. 


(37 CFR 1.121) 


Sir: 
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Amendments to the Claims: 


Please cancel claims 26 and 56, without prejudice. 
Please amend the claims as follows: 
1 - 9 (Cancelled) 

1 0. (Currently Amended) A method of facilitating ordering an item using a 
distributed computing system including at least one client and at least one server, the 
method including: 

receiving data, at the client, the data including information to at least one of show 
and describe the item via the client and an item identifier to enable the client to 
identify the item as currently being offered for sale: 

at least one of showing and describing an the item to a user via the client 

enabling the user to place an order for the item by a single action with respect to 
the client while the item is being offered for sale , the single action being in 
connection with the order; and 

in response to the single action with respect to the client, causing aa-the order for 
the item to be placed, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related personal information that is stored in a 
memory associated with the client for repeated use in enabling further orders for further 
items to be placed and so that it is not necessary to solicit the user related, personal 
information each time a further order is placed and (2) previously received information 
related to the item identifier to enable the client to identify the item as currently being 
offered for sale at the time of the single action. 
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1 1 . (Previously Presented) The method of claim 10, wherein the single action is one 
of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

12. (Canceled) 

13. (Previously Presented) The method of claim 10, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

14. (Previously Presented) The method of claim 10, wherein the user related, personal 
information is stored in memory in the client. 

15. (Previously Presented) The method of claim 10, wherein the distributed 
computing system is an interactive television system and wherein the at least one of 
showing and describing of the item is, at least in part, by a television signal. 

16. (Previously Presented) The method of claim 10, wherein the client includes an 
auxiliary data processor and a client computer. 

1 7. (Currently Amended) The method of claim i2 10, wherein the client is associated 
with at least a set top box, and wherein the user related, personal information is stored at 
the set top box. 

18. (Previously Presented) The method of claim 17, wherein the set top box is in 
communication with a local computer and associated storage and wherein the method 
further includes: 

the client retrieving information from one or more of the local computer and the 
associated storage. 
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1 9. (Previously Presented) The method of claim 1 8, wherein the method further 
includes: controUing the cMent by means of the local computer. 

20. (Previously Presented) The method of claim 1 8, wherein the local computer is part 
of a local area network. 

2 1 . (Previously Presented) The method of claim 1 0, wherein the system further 
includes a central processing facility in communication with the server and wherein the 
method includes: 

sending information used in processing the order from the client to the central 
processing facility. 

22. (Previously Presented) The method of claim 10, further including: 
sending an order confirmation to the user to confirm the order. 

23. (Previously Presented) The method of claim 21, further including: 
communicating information between the client and the server via the central 

processing facility. 

24. (Previously Presented) The method of claim 23, wherein a telephone system acts 
as the central processing facility. 

25. (Currently Amended) The method of claim 10 including receiving at the client 
data including 

(a) information to at least one of show and d e scribe the item via the cli e nt; 

(b) information to enable the user to order the item by the single action with 
respect to the client. 

26. (Canceled) 
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27. (Currently Amended) The method of claim 2€ 10 wherein the item identifier 
includes at least one of a group of identifiers including a code and a command. 

28. (Currently Amended) A method of facihtating ordering an item, the method 
including: 

providing a client with information to at least one of show and describe an 
item to a use r, and with an item identifier to identify the item as currently being 
offered for sale : and 

enabling the user to place an order for the item by a single action with 
respect to the client, the single action being in connection with the order, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for fiirther items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed, and (2) previously provided item information related to the item identifier 
information to identify the item that is as currently being offered for sale at the time of the 
single action. 

30. (Canceled) 

29. (Currently Amended) The method of claim 28, wherein the single action includes 
a at least one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

3 1 . (Previously Presented) The method of claim 28, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 
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32. (Previously Presented) The method of claim 28, including retrieving the user 
related, personal information from a memory associated with the client. 

33. (Previously Presented) The method of claim 28, including providing the 
information to at least one of show and describe the item in the form of a television 
signal. 

34. (Previously Presented) The method of claim 28 including communicating with a 
central processing facility and wherein the client sends the order to the central processing 
facility for receipt via a transceiver. 

35. (Previously Presented) The method of claim 34 wherein a telephone system acts 
as the central processing facility. 

36. (Previously Presented) The method of claim 28 including providing an order 
confirmation to the client to confirm the order. 

37. (Previously Presented) The method of claim 28 including multiplexing the 
provision of the information to at least one of show and describe the item and code to the 
client to thereby generate data for transmission to the client. 

38. (Currently Amended) A computer system to order an item, the system including: 

a data receiver to receive data including information to at least one of 
show and describe the item, and an item identifier to identify the item as currentlv 
being offered for sale: 

a data processing system to at least one of show and describe an item to a 
user; and 

a client to enable the user to place an order for the item by a single action 
with respect to the client while the item is being offered for sale and, in response 
to the single action, to cause an the order for the item to be placed. 
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wherein the cHent is to enable the user to place the order for the item by the single 
action using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed and (2) previously received information relat e d to the item identifier 
identifying the item that is as currently being offered for sale at the time of the single 
action. 

39. (Previously Presented) The system of claim 38, wherein the single action includes 
at least one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 

40. (Canceled) 

41. (Previously Presented) The system of claim 38, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment accoxmt number. 

42. (Previously Presented) The system of claim 38, wherein the user related, personal 
information is stored in memory of the client. 

43. (Previously Presented) The system of claim 38, wherein the computer system is an 
interactive television system and wherein the at least one of showing and describing of 
the item by the data processing system is, at least in part, performed utilizing a television 
signal. 

44. (Canceled) 

45. (Previously Presented) The system of claim 38, wherein the client is associated 
with at least a set top box, and wherein the user related, personal information is stored at 
the set top box. 
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46. (Previously Presented) The system of claim 45, wherein the set top box is in 
communication with a local computer and associated storage and wherein the client is to 
retrieve information from one or more of the local computer and the associated storage. 

47. (Previously Presented) The system of claim 46, wherein the local computer 
controls the client. 

48. (Previously Presented) The system of claim 46, wherein the local computer is part 
of a local area network. 

49. (Previously Presented) The system of claim 38, including a central processing 
facility in communication with a server and wherein the client sends information used in 
processing to the central processing facility. 

50. (Previously Presented) The system of claim 49 wherein the server is to send an 
order confirmation to the user to confirm the order. 

5 1 . (Previously Presented) The system of claim 49, wherein the central processing 
facility is to communicate information between the client and the server. 

52. (Previously Presented) The system of claim 5 1 wherein a telephone system acts as 
the central processing facility. 

53. (Currently Amended) The system of claim 38 including a wherein the data 
receiver is to receive the data including: 

information to at least one of show and describe the item via the client; 

information to enable the user to order the item by the single action with 
respect to the client. 
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54. (Previously Presented) The system of claim 53 wherein the data receiver includes 
an auxiliary data extractor to extract the information to at least one of show and describe 
from the data and a packet data extractor to extract the information to enable from the 
data. 

55. (Previously Presented) The system of claim 54 wherein the auxiliary data 
exfractor provides the information to at least one of show and describe to the data 
processing system and the packet data extractor provides the information to enable to the 
client. 

56. (Canceled) 

57. (Currently Amended) The system of claim §€ 38 wherein the item identifier 
includes at least one a group of identifiers including a code and a command. 

58. (Currently Amended) A computer system to facilitate ordering an item, the system 
including: 

a data source to provide a client with first information to at least one of 
show and describe an item to a use r, and third information to identify the item as 
currently being offered for sale : and 

an information source to provide the client with second information to 
enable the user to place an order for the item by a single action with respect to the 
client, 

wherein the client is to enable the user to place the order for the item , while being 
offered for sale, by the single action using (1) previously stored, user related, personal 
information that is stored in a memory for repeated use in enabling fiirther orders for 
fiirther items to be placed and so that it is not necessary to solicit the user related, 
personal information each time a fiirther order is placed and (2) previously receiv e d 
information relat e d to the third information identifying the item that is as currentlv being 
offered for sale at the time of the single action. 
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59. (Previously Presented) The system of claim 58, wherein the single action includes 
at least one of a group including: 

a selecting of a single button; and 

a pressing of a single button on a TV remote control. 

60. (Canceled) 

61 . (Previously Presented) The system of claim 58, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

62. (Previously Presented) The system of claim 58, wherein the second information 
includes code executable by the client to retrieve the user related, personal information 
from a memory associated with the client. 

63. (Previously Presented) The system of claim 58, wherein the data source is to 
provide the information in the form of a television signal. 

64. (Previously Presented) The system of claim 58 including a data transceiver to 
communicate with a central processing facility and wherein the client sends the order to 
the central processing facility for receipt via the data transceiver. 

65. (Previously Presented) The system of claim 64 wherein a telephone system acts as 
the central processing facility. 

66. (Previously Presented) The system of claim 58 wherein the data source is to 
provide an order confirmation to the client to confirm the order. 

67. (Previously Presented) The system of claim 58 including a multiplexer to 
multiplex the provision of the first information to at least one of show and describe and 
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the second information to enable to the chent to thereby generate data for transmission to 
the cUent. 

68 - 245 (Canceled) 

246. (Previously Presented) The method of claim 25 wherein the information to enable 
includes code executable by the client to enable the user to order the item by the single 
action with the client. 

247. (Previously Presented) The method of claim 25 wherein the information to enable 
includes data to be processed by code executable by the client to enable the user to order 
the item by the single action with the client. 

248. (Previously Presented) The method of claim 28 wherein the enabling includes 
providing code to enable the user to order the item. 

249. (Previously Presented) The method of claim 28 wherein the enabling includes 
providing data to be processed by code to enable the user to order the item. 

250. (Previously Presented) The system of claim 53 wherein the information to enable 
includes code to enable the user to order the item. 

25 1 . (Previously Presented) The system of claim 53 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 

252. (Previously Presented) The system of claim 58 wherein the second information to 
enable includes code to be executed by the client to enable the user to order the item. 

253. (Previously Presented) The system of claim 58 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 
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254 ^ 259 (Canceled) 


260. (Currently Amended) A machine-readable medium embodying a sequence of 
instructions that, when executed by a machine, cause the machine to facilitate ordering an 
item within a distributed computing system including at least one client and at least one 
server by: 

receiving data, at the client, the data including information to at least one 
of show and describe the item via the client and an item identifier to enable the 
client to identify the item as currently being offered for sale; 

at least one of showing and describing m the item to a user via the client; 

enabling the user to place an order for the item by a single action with 
respect to the client while the item is being offered for sale, the single action being 
in connection with the order, 

in response to the single action with respect to the cUent, causing an the 
order for the item to be placed, 

wherein the enabling of the user to order the item by the single action includes 
using (1) previously stored, user related, personal information that is stored in a memory 
associated with the client for repeated use in enabling further orders for further items to 
be placed and so that it is not necessary to solicit the user related, personal information 
each time a further order is placed and (2) previously receiv e d information r e lated to the 
item identifier to enable the chent to identify the item that is as currently being offered for 
sale at the time of the single action. 

26 1 . (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a data stream. 

262. (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a mass storage device. 
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263. (Currently Amended) A machine-readable medium embodying a sequence of 
instructions that, when executed by a machine, cause the machine to facilitate ordering an 
item by: 

providing a client with information to at least one of show and describe an 
item to a user , and with an item identifier to identify the item as currently being 
offered for sale : and 

enabling the user to place an order for the item by a single action with 
respect to the client, the single action being in connection with the order, 
wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a 
memory for repeated use in enabling further orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed, and (2) previously provided item information r e lated to the item identifier 
information to identify the item that is as currently being offered for sale at the time of the 
single action. 


264 ^ 357 (Canceled) 
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REMARKS 
1. Summary of the Office Action 


Claims 10, 11, 13-29, 31-39, 41-43, 45-59, 61-67, 246-253, and 260-263 stand 
rejected under 35 U.S.C. § 251 as being an improper recapture of broadened claimed 
subject matter surrendered in the application for the patent upon which the present reissue 
is based. 

Claim 17 stands rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
the Applicants regard as the invention. 

Further, claims 10, 12, 15, 16, 21-26, 28, 33-36, 38, 40, 43, 51-54, 58, 60, 63-66, 
260, 262, and 263 stand rejected under 35 U.S.C. § 103 (a) as being unpatentable over US 
Patent No. 5,621,456 (hereinafter Florin) in view of US Patent No. 4,734,858 (hereinafter 
Schlafly). 

Further, claims 1 1, 29, 39, and 59 stand rejected under 35 U.S.C. § 103 (a) as 
being unpatentable over Florin and Schlafly, as applied to claims 10, 28, 38 and 58, and 
fiirther in view of Zachary et al, "Technology: HP is building Gadget to Make TVS 
Interactive" (hereinafter Zachary). 

Claims 13, 14, 17, 31, 32, 41, 42, 45, 61, and 62 also stand rejected under 35 
U.S.C. § 103 (a) as being unpatentable over Florin and Schlafly, as applied to claims 10, 
28, 38 and 58, and fiirther in view of US Patent No. 4,163,255 (hereinafter Pires). 

Claim 27 also stands rejected under 35 U.S.C. § 103 (a) as being unpatentable 
over Florin and Schlafly, as applied to claim 26, and fiirther in view of U.S. Patent No. 
4,965,825 (hereinafter Harvey.). 
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Claims 18-20 and 46-48 stand rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Florin and Schlafly, as applied to claims 10 and 38, and further in view 
of US Patent No. 4,789,895 (hereinafter Mustafa). 

2. Response to § 251 Rejection 

The Applicants respectfully disagree that the claims identified under this rejection 
constitute "an improper recapture of broadened claimed subject matter surrendered in the 
application for the patent on which the present reissue is based" (Office Action, page 2). 
The Applicants respectfully disagree that any broadening aspects of the reissue claims are 
related to subject matter that the Applicants previously surrendered, during the 
prosecution of U.S. Patent No. 5,819,034 (the '034 patent). The Applicant's reasons in 
connection with this position are set out more fully below. 

A failure of a patentee (or a patentee's attorney) to appreciate the full scope of the 
invention during the prosecution of the original patent application is well recognized as 
an error correctable by a broadening reissue. See Amos . 953 F.2d at 616, 21 USPQ2d at 
1273; hi re Wilder . 736 F.2d 1516, 1519, 222 USPQ 369, 371 (Fed. Cir. 1984). This form 
of error has generally been accepted as sufficient to satisfy the "error" requirement of 
§ 251. See Clement 131 F.3d at 1468, 45 USPQ2d at 1163; Wilder . 736 F.2d at 1519, 
222 USPQ at 371. 

Broadening reissues are subject to the "recapture rale", which is discussed in 
Clement, 131 F.3d at 1468, 45 USPQ2d at 1 164. The recapture rale "prevents a patentee 
from regaining through reissue . . . subject matter that he surrendered in an effort to 
obtain allowance of the original claims." Clement . 131 F.3d at 1468, 45 USPQ2d at 1 164. 
The rale is rooted in the "error" requirement in that such a surrender is not the type of 
correctable "error" contemplated by the reissue statute. See Mentor . 998 F.2d at 995-96, 
27 USPQ2datl525. 
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The Federal Circuit, in Clement , 131, F. 3d 1464, 1468-70, 45 USPQ2 at 1161, 
1 163-65 (Fed. Cir. 1997), stated that an analysis under the recapture rule includes a four- 
step analysis, namely: 


1 ■ Determining whether and in what "aspects" the reissue claims are 

broader than the claims of the issued patent. A reissue claim that 
does not include a limitation present in the orginal patent claims is 
broader in that respect. See id . 

2- Determining whether the broader aspects of the reissue claims 

relate to surrendered subject matter. "To determine whether an 
applicant surrendered particular subject matter, we look to the 
prosecution history for arguments and changes to the claims made 
in an effort to overcome a prior art rejection." See id. at 1469, 45 
USPQ2dat 1164. 

3 • Determining whether the surrendered subj ect matter has "crept" 

into the reissue claims. 

4- Determining whether the reissue claims are materially narrowed, 

relative to the claims of the issued patent, in other respects, with a 
view to determing whether the recapture may be avoided. For 
example, in Ball Corp. v. United States, the recapture rule was 
avoided because the reissue claims were sufficiently narrowed 
(described by the court as "fundamental narrowness") despite the 
broadened aspects of the claims. 729 F.2d at 1438, 221 USPQ at 
296. 

Applying the above discussed analysis under the recapture rule to the claims of 
the present reissue application, it is apparent that the reissue claims are broader than the 
issued claims of the '034 patent in certain aspects, but also narrower relative to the issued 
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claims in other respects. Specifically the claims of the present reissue application are 
directed to facilitating ordering an item using a distributed computer system. 
Accordingly, limitations of at least the independent claims of the present reissue 
application are absent from the independent claims of the '034 patent. Consider, for 
example, the first limitation of independent claim one of the '034 patent, which requires 
the following: 

A source of a data stream providing a series of time division multiplexed 
packets, ones of which contain auxiliary data that represent a video program, and 
others of which represent a distributed computing application associated with 
said video program, and wherein said distributed computing application is 
repetitively transmitted independent of receiving client computer apparatus 
during times that said video program is transmitted. ('034 patent, column 14, 
lines 37-45). 

Clearly, claim 10 of the present reissue application does not include a limitation 
corresponding to the above-identified limitation of claim 1 of the '034 patent, and claim 
10 of the present reissue application is accordingly broader in this respect. 

On the other hand, consider the following limitation of claim 10 of the reissue 

claims: 

Enabling the user to place an order for the item with a single action with 
respect to the client, while the item is being offered for sale, the single action 
being in connection with the order. 

The issued claims of the '034 patent do not include a limitation corresponding to 
the above-identified limitation of claim 10 of the reissue application. In this respect, 
claim 10 of the reissued claims has been materially narrowed, relative to the claims of the 
'034 patent. The Applicants believe that this constitutes what is identified as a 
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"fundamental narrowness", identified in Ball Corp. . which avoids the recapture rule, 
despite broadened aspects of the claims. 

Further, as limitations of the issued claims of the '034 patent are not present in the 
reissue claims, the AppUcants believe that the broader aspects of the reissue claims (i.e., 
the aspects corresponding to limitations in the '034 patent that are absent in the 
independent claims of the current reissue application) do not relate to surrendered subject 
matter. This is because the Applicants could not, by way of argument or amendment, 
surrender subject matter corresponding to the limitations of the present reissue claims in 
view of the absence of these limitations from the issued claims of the '034 patent. 
Consider for example that the claims of the '034 patent do not include any limitations 
directed to enabling "the user to place an order for an item by a single action." 
Accordingly, the opportunity did not arise during the prosecution of the '034 patent for 
the Applicants to in fact surrender subject matter pertaining to this limitation. In short, 
the subject matter of the independent claims of the current reissue apphcation is different 
from the subject matter of the issue claims of the '034 patent, and the question of 
recaptured subject matter does not arise. This dovetails with the above position that the 
reissue claims are sufficiently narrowed, despite the broadened aspects of the claims, so 
as to avoid the recapture rule. 

hi conclusion, the Applicants believe that the rejection under 35 U.S.C. § 251 has 
been fiiUy addressed, and withdrawal of this rejection is requested. 

The Applicants note that the Office Action states that "[a]t a minimum, the claims 
require at least one of the following limitations which were argued as the patentable 
feature for the issued independent claims 1, 6, 7, and 9 in the 08/233,098 application", 
whereafter the limitations of the identified independent claims are listed (Office Action, 
pages 3-5). The Applicants fail to fully understand the reason for this alleged 
requirement. The Applicants also draw the Examiner's attention to the co-pending 
divisional reissue application serial number 09/903,458, in which claims corresponding to 
the issued claims of the '034 patent are presented. It will be recalled that, on the 
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suggestion of the Examiner, a number of divisional reissue applications were filed based 
off the current reissue application, each of these divisional applications including claims 
that were originally included in the current reissue application. Claims corresponding to 
the claims of the divisional reissue applications were then cancelled from the current 
reissue application, by way of a preliminary amendment dated April 13, 2001. 

By requiring that a Umitation in the claims of the '034 be present in the claims of 
the present reissue application, we speculate that reference is being made to the "orginal 
invention" requirement. We below quote the pertinent section (1412.01) from the MPEP: 

1412.01 Reissue Claims Must Be for Same General Invention 

The reissue claims must be for the same invention as that disclosed 
as being the invention in the original patent, as required by 35 U.S.C. 251 . 
This does not mean that the invention claimed in the reissue must have 
been claimed in the original patent , although this is evidence that 
applicants considered it their invention. The entire disclosure, not just the 
claim(s), is considered in determining what the patentee objectively 
intended as his or her invention. The proper test as to whether reissue 
claims are for the same invention as that disclosed as being the invention 
in the original patent is "an essentially factual inquiry confined to the 
objective intent manifested by the original patent." In re Amos, 953 F.2d 
613, 618, 21 USPQ2d 1271, 1274 (Fed. Cir. 1991) (quoting /« re Rowand. 
526 F.2d 558, 560, 187 USPQ 487, 489 (CCPA 1975)) (emphasis added). 
See also In re Mead, 581 F.2d 257, 198 USPQ 412 (CCPA 1978). The 
"original patent" requirement of 35 U.S.C. 251 must be understood in light 
of /« re Amos, supra, where the Court of Appeals for the Federal Circuit 
stated: 

We conclude that, under both Mead and Rowand, a claim 
submitted in reissue may be rejected under the "original patent" clause if 
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the original specification demonstrates, to one skilled in the art, an absence 
of disclosure sufficient to indicate that a patentee could have claimed the 
subject matter . Merely finding that the subject matter was "not originally 
claimed, not an object of the original patent, and not depicted in the 
drawing," does not answer the essential inquiry under the "original patent" 
clause of § 251, which is whether one skilled in the art, reading the 
specification, would identify the subject matter of the new claims as 
invented and disclosed by the patentees. In short, the absence of an 
"intent," even if objectively evident fi-om the earlier claims, the drawings, 
or the original objects of the invention is simply not enough to establish 
that the new claims are not drawn to the invention disclosed in the original 
patent. 

953 F.2d at 618-19, 21 USPQ2d at 1275. Claims presented in a 
reissue application are considered to satisfy the requirement of 35 U.S.C. 
251 that the claims be "for the invention disclosed in the original patent" 
where: 

(A) the claims presented in the reissue application are described in 
the original patent specification and enabled by the original patent 
specification such that 35 U.S.C. 1 12 first paragraph is satisfied: and 

(B) nothing in the original patent specification indicates an intent 
not to claim the subject matter of the claims presented in the reissue 
application. 

(MPEP 1412.01, Emphasis Added) 

The claims of the present reissue application are clearly described in the original 
patent specification for the '034 patent, and are likewise enabled by the original patent 
specification for the '034 patent, such that 35 U.S.C. § 1 12, first paragraph, is satisfied. 


20 


Further, there is nothing in the original patent specification for the '034 patent which 
indicates an intent not to claim the subject matter of the claims of the present reissue 
application. 

In short, the Applicants do not believe that a limitation from the issued 
independent claims of the '034 patent is required within the independent claims of the 
present reissue application in order to satisfy the "original invention" requirement. 

3. Response to § 112 Rejection 

Claim 17 stands rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which the Applicants regard as the invention. 

The Examiner is thanked for identifying this error in the dependency of claim 17. 
The Applicants have amended claim 17 to be dependent upon claim 10, as correctly 
assumed by the Examiner. 

4. Response to § 103 Rejections 

The Applicants respectfully traverse these rejections for the reasons set out below, 
and ask the Examiner for reconsideration. The Applicants have further also slightly 
amended the claims to define clearly the intended import of the claims. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
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claimed combination and the reasonable expectation of success must both be found in the 
prior art, and not based on applicant's disclosure, hi re Vaeck , 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991). 

The Prior Art References Do Not Teach or Suggest All Claim 
Limitations, When Considered Singularly or In Combination. 

Taking claim 10 of the present reissue application as an exemplary claim for 
discussion purposes, the Office Action contends that "Florin does not explicitly disclose: 

order the item by a single action with the client; and 

wherein the enabUng of the user to order the item by a single action includes 1) 
previously stored user related personal information that is stored in a memory associated 
with the client for repeated use in enabling further orders for further items to be placed 
and so that it is not necessary to solicit the user related personal information each time a 
further order is placed and 2) previously received information related to the item being 
offered for sale at the time of the single action." (Office Action, page 6-7) 

The Office Action then goes on to state that Schlafly discloses ordering of the 
item by a single action with the user, and points to the disclosures in Schlafly, quoted 
immediately below, in support of this position: 

Once the item has been specified it can be reviewed and modified or it can 
be stored in a send memory at 92 and later caused to be sent at 94 by automatic 
dialing of the local processor center 14. Once communication has been 
established, the entire content of the send memory is transmitted in a burst by 
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actuation of an internal modem (modulator/demodulator) 96 and the local center 
commences processing at 98. The send data is initially checked at 98 for 
verification of some of the data and a return is transmitted the data terminal at 
100. The connection is then broken by the LPC and at 102 and the terminal goes 
"on hook". The message represented by the return is displayed at 104. 

(Schlafly, column 7, lines 35-47). 

However, immediately preceding the above-quoted disclosure in Schlafly, the 
below disclosure is provided regarding actions that are required by a user: 

Operation of a data terminal 12 in the case of ordering of merchandise from 
various mail order suf pliers is illustrated with FIGS. 3-6. FIG. 4 shows a portion 
80 of a page from a Sears catalog. FIG. 5 illustrates a portion 82 of a J.C. Penney 
Catalog page. 

As an example of a catalog order data entry, at 84 in FIG. 3 and after turn on, the 
user's individual subscriber secret personal authorization number, a four digit 
number for example, promptly by a word display, is entered . This isfolloived by 
sequentially occuring prompts, which permit entry of additional order key 
actuations in accordance ivith suitable accompanying operating instructions. 

The first set of prompts at 86 calls for the entry of a code specifying the supplier 
by its catalog and a page number . The second set of prompts at 88 requires 
specification of the nature of the transaction, e.g. catalog number and special 
charge and shipping instructions if required. The third set of prompts at 90 
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requires entry of the quantity and options such as color and size ivhen these are 
needed to properly specify the desired item. 

(Schlafly, column 7, lines 13-34). 

Clearly, the ordering of an item, as disclosed in Schlafly, requires more than a 
single action with respect to the client. Specifically, to perform a catalogue order 
utilizing the system and methodology disclosed in Schlafly, a user is required to provide 
an individual subscriber secret personal authorization number, which is followed by 
sequentially occurring prompts responsive to which the user enters a code specifying a 
supplier by a catalogue and page number, the nature of the transaction, and the quantity 
and options pertaining to the relevant order. 

In short, Schlafly simply does not disclose placing an order for an item by a single 
action with respect to a client, but instead clearly discloses a sequence of actions. 
Schlafly is accordingly cumulative with the disclosures provided in Florin. 

Claim 1, as indicated above, has also been amended to include a limitation 
corresponding substantially to limitations of claims 25 and 26, claim 26 now having 
been cancelled. Specifically, claim 10 now recites the receiving of data at the client, the 
data including information to at least one of show and describe the item via the client, 
and an item identifier to enable the client to identify the item as currently being offered 
for sale. Claim 10 has also now been amended to recite that the enabling of the user to 
place the order for the item via the single action includes utilizing the received item 
identifier. 
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The above remarks also address the further rejections presented under 35 U.S. C. 
§103 against the other claims of the present reissue application. Specifically, the further 
independent claims each include limitations corresponding approximately to those of 
claim 10. The dependent claims are deemed to include all limitations of claims from 
which they depend, and the above remarks similarly address the rejections presented 
under 35 U.S.C. §103 against these dependent claims. 

In light of the above, the Applicants respectfully submit that the rejections under 
35 U.S.C. § 103 have been overcome, and withdrawal of these rejections is therefore 
respectfully requested. 

5. Conclusion 

Having tendered the above remarks, and amended the claims as indicated herein, 
the Applicants respectfully submit that all rejections have been addressed and that the 
claims are now in a condition for allowance, which is earnestly solicited. 

If there are any additional charges, please charge Deposit Account No. 02-2666. 
If a telephone interview would in any way expedite the prosecution of the present 
application, the Examiner is invited to contact Andre Marais at (408) 947-8200 ext. 204. 


Respectfully submitted, 

Blakely, Sokoloff, Taylor & Zafman LLP 


Dated: 


/ / y/ ■ 2003 



Andre L. M^ah^ 

Reg. No. 48,095 


12400 Wilshire Blvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 947-8200 
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Amendments to tbp riaims! 


Please cancel claims 26 and 56, without prejudice. 
Please amend the claims as follows: 


1 - 9 (Cancelled) 


10. (Currently Aniended) A method of facilitating ordering an item using a 
distributed computing system including at least one client and at least one server, liie 
method including: 

receivirie data, at the client, the data including infonnation to at least one of show 
and describe the item via the client and an item identifier to enable the client to 
identify the item as cuirentlv being offered for sale: 

at least one of showing and describing [an] ^ item to a user via the client 

enabling the user to place an order for the item by a singje action with reject to 
the client wbUe the item is being offaed for sale, the single action being in 
connection with the ordei^ and 

in response to the single action with respect to the client, causing [an] flie order 
for the item to be placed, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related personal information that is stored in a 
memory associated with the client for repeated use in enabling further orders for further 
items to be placed and so thai it is not necessary to solicit the user related, personal 
irjformation each time a farther order is placed and (2) [previously received information 
related to] the item identifier to enable the client to identify the item as currentiv b eing 
offered for sale at the time of the single action. 

2 
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11. (Previously Presented) The method of claim 10, wherein the single action is one 
of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control 

12. (Canceled) 

13. (Previously Presented) The method of claim 1 0, wherein 4e user related, p wsonal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

1 4. (Previously Presented) The method of claim 1 0, ■wherein the user related, personal 
information is stored in memory in the client. 

1 5 . (Previously Presented) The method of claim 1 0, wherein the distributed 
computing system is an interactive television system and wherein the at least one of 
showing and describing of the item is, at least in part, by a television signal. 

16. (Previously Presented) The method of claim 1 0, wherein the client includes an 
auxiliary data processor and a client computer. 

17. (Currently Amended) The method of claim [12] 10, wherein die client is 
associated with at least a set top box, and wherein the user related, personal information 
is stored at the set top box. 

1 8. (Previously Presented) The method of claim 1 7, wherein the set top box is in 
communication with a local computer and associated storage and wherein the method 
further includes: 

the cUent retrieving information from one or more of the local con5)uter and the 
associated storage. 
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19. (Previously Presented) The method of claim 18, wherein the method further 
includes: controlling the cli^t by means of the local computer. 

20. (Previously Presented) The method of claim 1 8, wherein the local computer is part 
of a local area network. 

2 1 . (Previously Presented) The method of claim 10, wherein the system finther 
includes a central processing facility in communication with the server and wherein the 
method includes: 

sending information used in processing the order &om the client to the central 
processing facility. 

22. (Previously ftresented) The method of claim 1 0. further including: 
sending an order canSmiation to the user to confirm the order. 

23 . (Previously Presented) The method of claim 2 1 , further including: 
connnimicatiag infonnation between the client and the server via the central 

processing facility. 

24. (Previously Presented) The method of claim 23, wherein a telephone system acts 
as the central processing facility. 

25. (Cmrently Amended) The method of claim 1 0 including receivmg at the client 
data including 

[(a) infonnation to at least one of show and describe the item via the client; 
and] 

[(b)] infonnation to enable the user to order the item by the single action wifli 
respect to the client. 

26. (Canceled) 
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27. (Cuirently Amenided) The method of claim [26] 10 wherein the item identifier 
includes at least one of a group of identifiers including a code and a command. 

28. (Currently Amended) A method of facilitating ordering an item, the method 
including: 

providing a client with infoimation to at least one of show and describe an 
item to a use r, and with an item identifier to identity the item as currently being 
offered for sale : and 

enabling the user to place an order for the item by a single action with 
respect to the cUent, the single action being in connection with the order, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal mformation that is stored in a 
memory for repeated use in enabling flntha: orders for fiuther items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
order is placed, and (2) [previously provided item information related to] the item 
identifier information to identify the item [that is] as currently being offered for sale at the 
time of the single action. 


30. (Canceled) 


29. (Currently Amended) The method of claim 28, wherein the single action includes 
[a] at least one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 


3 1 . (Previously Presented) The method of claim 28, wherein the user related, personal 
infoimation includes at least one of a group including a user's name, address, method of 
payment and payment account number. 
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32. (Previously Presented) The method of claim 28, including retrieving the user 
related, personal information firom a monory associated with the client. 

33. (Previously Pr^ented) The method of claim 28, including providing the 
inibrmation to at least one of show and describe the item in the form of a television 
signal. 

34. (E*reviously Presented) The method of claim 28 including communicating with a 
central processing facility and wherein the client sends the order to the central processing 
facility fqr receipt via a transceiver. 

35 . (Previously Presented) The method of claim 34 wherein a telephone system acts 
as the central processing feciUty. 

36. (Previously Presented) The method of claim 28 including providing an order 
confirmation to the client to confirm the order. 

37. (Previously Presented) The method of claim 28 including multiplexing the 
provision of the information to at least one of show and describe the item and code to the 
client to ther^y generate data for transmission to the clienL 

38. (Currently Amended) A conqjuter system to order an item, the system including: 

a data receiver to receive data includme information to at least one of 
show and describe the item, and an item identifier to iden tify the item as currently 
being ofifered for sale: 

a data processing system to at least one of show and describe an item to a 
user; and 

a clioit to enable the user to place an order for the item by a single action 
with respect to the client while the ite m is heinp offered for sale and, m response 
to the single action, to cause [an] ^ order for the item to be placed, 
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wherein the client is to enable the user to place the order for die item by the single 
action using (1) previously stored, user related, personal infonnation that is stored in a 
memory for repeated use in enabling further orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a further 
orda: is placed and (2) [previously received information related to] the item identifier 
identifying the item [that is] as currently being offered for sale at the time of the single 
action. 

39. (Previously Presented) The system of claim 38, wherein the single action includes 
at least one of a group including: 

selecting of a single button; and 

pressmg of a single button on a TV remote control. 

40. (Canceled) 

41 . (Previously Presented) The system of claim 38, wherein the user related, personal 
information includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

42. (Previously Presented) The system of claim 3 8, wherein the user related, personal 
information is stored in memory of the client. 

43 . (Previously Presented) The system of claim 3 8, wherein the computer system is an 
interactive television system and wherein the at least one of showing and describing of 
the item by the data processing systan is, at least in part, performed utilizing a television 
signal. 

44. (Canceled) 

45 . (Previously Presented^) The system of claim 3 8, wherein the client is associated 
with at least a set top box, and wherein the user related, personal information is stored at 
the set top box. 
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46. (Previously Presented) The system of claim 45 , wherein the set top box is in 
communication with a local computer and associated storage and wherein the client is to 
retrieve information from one or more of the local computer and the associated storage. 

47. (Previously Presented) The system of claim 46, wherein the local computer 
controls the client 

48. (Previously Presented) The system of claim 46, wherein the local computer is part 
of a local area netwoik. 

49. (Previously Presented) The system of claim 3 8, including a central processing 
facility in communication with a server and wherein the client sends information used in 
processing to the central processing j^cility. 

50. (Previously Presented) The system of claim 49 wherein the SCTver is to send an 
order confiimation to the user to confirm the order. 

5 1 . (Previously Presented) The system of claim 49, wherein the central processing 
facility is to communicate information between the client and the server. 

52. (Previously Presented) The system of claim 5 1 wherein a telephone systena acts as 
the central processing facility. 

53. (Currently Amended) The system of claim 38 [including a] wherein the data, 
receiver is to receive data including: 

[information to at least one of show and describe the item via the client; 

and] 

information to enable the user to order the item by the single action with 
respect to the client. 
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54. (Previously Presented) The system of claim S3 wherein the data receiver includes 
an auxiliary data extractor to extract tiie infbimation to at least one of show and describe 
from the data and a packet data extractor to extract the infoimatioa to enable from the 
data. 

55. (Previously Presented) The system of claim 54 wherein the auxiliary data 
extractor provides the information to at least one of show and describe to the data 
processing system and the packet data extractor provides the information to enable to the 
client 

56. (Canceled) 

57. (Currently Amended) The system of claim [56] 38 wherein the item identifier 
includes at least one a group of identifiers including a code and a command. 

58. (Currently Amended) A computer system to facilitate ordering an item, the system 
including: 

a data source to provide a cUent with first information to at least one of 
show and describe an item to a user, smi\ thi rd information to identify the item as 
currently being offered for sale; and 



an information source to provide die chent with second information to 
enable the user to place an order for the item by a single action with respect to the 
client, 

wherein the client is to enable tiie user to place the order far the ite m, while beinp 
offered for sale, by the single action using (1) previously stored, user related, personal 
information that is stored in a memory for rq)eated use in enabling further orders for 
further items to be plsjced and so that it is not necessary to solicit the user related, 
personal information each time a fiirtiier order is placed and (2) [previously received 
information related to] the third information identifying the item [that is] asjeurrenthr 
being offered for sale at the time of the single actioiL 
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59. (Previously Presented) The system of claim 58, wherein the single action includes 
at least one of a group including: 

a selecting of a single button; and 

a presang of a single button on a TV remote control. 

60. (Canceled) 

61 . (Pre^ously Presented) The system of claim 58, wherein the user related, personal 
infoimation includes at least one of a group including a user's name, address, method of 
payment and payment account number. 

62. (Previonsly Presented) The system of claim 58, wherein the second infbnnation 
includes code executable by the client to retrieve the user related, personal information 
ftom a memory associated with the client 

63 . (Prerviously Presented) The system of claim 5 8, wherein the data source is to 
provide the information in the form of a television signal. 

64. (Previously Presented) The system of claim 58 including a data transceiver to 
communicate with a central processing facility and wherein the client sends the order to 
the central processing facility for receipt via the data transceiver. 

65 . (Previously Presented) The system of claim 64 wherein a telephone systan acts as 
the central processing fecility. 

66. (Previously Presented) The system of claim 58 wherein the data source is to 
provide an order confirmation to the client to confirm the order. 

67. (Previously Presented) The system of claim 58 includitxg a multiplexer to 
multiplex the provision of the first information to at least one of show and describe and 
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the second infonnation to enable to the client to thereby generate data for transmission to 
the client 

68 - 245 (Canceled) 

246. (Previously Presented) The method of claim 25 wherein the information to enable 
includes code executable by the client to enable the user to order the item by the single 
action with the client. 

247. (Enviously Presented) The mettiod of claim 25 wherein the information to enable 
includes data to be processed by code executable by the client to enable the user to order 
die item by the single action with the client. 

248. (Previously Presented) The method of claim 28 wherein the enabling includes 
providing code to enable the user to order the item. 

249. (Previously Presented) The method of claim 28 wherein the enabling includes 
providing data to be processed by code to enable the user to order the item. 

250. (Previously Presented) The system of claim 53 wherein the infbimation to enable 
includes code to enable the user to order the item. 

25 1 . (Previously Presented) The system of claim 53 wherein the infonnation to enable 
includes data to be processed by code to enable the user to order the item. 

252. (Previously Presented) The system of claim 58 wherein the second information to 
enable includes code to be executed by the client to ratable the user to order the item. 

253 . (Previously Presented) The system of claim 58 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 
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254 ^ 259 (Canceled) 

260. (Currendy Amended) A machine-ieadable medium embodying a sequence of 
instructions that, when executed by a machine, cause the machine to facilitate ordeting an 
item within a distributed computing system including at least one client and at least one 
server by: 

receiving data, at the clieot. the data including infotmatioa to at least one 
of show and describe the itCTO via the client and an item identifier to enable the 
client to identify the item as currently being ofEared for sale: 

at least one of showing and describing [an] the item to a \iser via the client; 

enabling the user to place an order for the item by a single action with 
respect to the client while the item is being offered for sale, the single action being 
in connection with the order, 

in response to the single action with respect to the client, causing [an] the 
order for the item to be placed, 

wherein the enabling of the user to order the item by the single action includes 
using (1) previously stored, user related, personal infonnation that is stored in a memory 
associated with the client for repeated use in enabling further orders for further items to 
be placed and so that it is not necessary to solicit the user related, personal information 
each time a fiirtfaer order is placed and (2) [previously received infonnation related to] the 
item identifier to enable the client to identify the item [that is] as currently being offered 
for sale at the time of fbe single action. 

261. (Previously Presented) The machine-readable medium of claim 260, whwein die 
medium includes a data stream. 

262. (Previously Presented) The machine-readable medium of claim 260, wherein the 
medium includes a mass storage device. 
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263. (Currently Amended) A machine-readable medium embodying a sequence of 
instructions that, when executed by a machine, cause the machiae to facilitate ordering an 
item by: 

providing a client with tafoimation to at least one of show and describe an 
item to a use r, and with an item identifier to identify the item_as_currently being 
ofFered for sale : and 


enabling the user to place an order fcr the item by a single action with 
respect to tiie client, the single action being in connection with the order, 
wherein the enabling of the user to place the order for tlie item by the single action 
includes using (1 ) previously stored, user related, personal information that is stored in a 
memory for repeated use in cabling further orders for further items to be placed and so 
that it is not necessary to solicit the user related, personal information each time a fiirther 
order is placed, and (2) [previously provided item infomiation related to] the item 
identifier infoimation to identify the item that is as currently being offered for sale at the 
time of the single action. 

264 -357 (Canceled) 
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REMARKS 
1. Summary of the OfBce Action 


Claims 10, 11, 13-29, 31-39, 41-43, 45-59, 61-67, 246-253, and 260-263 stand 
rejected under 35 U.S.C. § 251 as being an improper recapture of broadened claimed 
subject matter surrendered in tihie application for the patent upon which the presait reissue 
is based 

Claim 17 stands rejected under 35 U.S.C. § 1 12, second paiagr^h, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
the Applicants regard as the invention. 


Further, claims 10, 12, 15, 16, 21-26, 28, 33-36, 38, 40, 43, 51-54, 58, 60, 63-66, 
260, 262, and 263 Stand reg'ected under 35 U.S.C. § 103 (a) as being unpatentable over US 
Patent No. 5,621,456 (hereinafter Florin) in view of US Patent No. 4,734,858 (hereinafta: 
Schlafly). 


Further, claims 1 1. 29, 39, and 59 stand rejected under 35 U.S.C. § 103 (a) as 
being unpatentable over Florin and Schlafly, as applied to claims 10, 28, 38 and 58, and 
further in view of Zachaiy et al, 'Technology: HP is building Gadget to Make TVS 
Interactive" (hereinafter Zachary). 


Claims 13, 14, 17, 31, 32, 41, 42, 45, 61, and 62 also stand rejected under 35 
U.S.C. § 103 (a) as being unpatentable over Florin and Schlafly, as applied to claims 10, 
28, 38 and 58, and further in view of US Patent No. 4,163,255 (hereinafter Pires). 


Claim 27 also stands rejected under 35 U.S.C § 103 (a) as being uiqjatentable 
over Florin and Schlafly, as applied to claim 26, and further in view of U.S. Patent No. 
4,965,825 (hereinafter Harvey.). 
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Claims 18-20 and 46-48 stand rejected under 35 U.S.C. § 103 (a) as being 
unpatentable over Florin and Schlafly, as applied to claims 10 and 38, and further in view 
of US Patent No. 4.789,895 (hereinafter Mustafa). 

2, Response to $ 251 Rejection 

ITie Applicants respectfiilly disagree that the claims identified under this rejection 
constitute "an improper recapture of broadened claimed subject matter suirendaed in the 
application for the patent on which the present reissue is based" (Office Action, page 2). 
The Applicants respectfully disagree that any broadening aspects of the reissue cl aims are 
related to subject matter that the Applicants previously surrendered, during the 
prosecution of U.S. Patent No. 5,8 19,034 (the '034 patent). The Applicant's reasons in 
connection with this position are set out more fully below. 

A failure of a patentee (or a patentee's attorney) to qjpreciate the fiill scope of the 
invention during the prosecution of the original patent plication is well lecognized as 
an error correctable by a broadening reissue. See Amos. 953 F.2d at 616, 21 USP(32d at 
1273; In re Wilder. 736 F.2d 1516, 1519, 222 USPQ 369. 371 (Fed. Cir. 1984). This form 
of error has generally beai accepted as sufficient to satisfy the "enor" requirement of 
§ 251. See Clement 131 F.3d at 1468, 45 USPQ2d at 1163; Wilder. 736 F.2d at 1519, 
222 USPQ at 371. 

Broadening reissues are subject to the "recapture rule", which is discussed in 
£lem^ 131 F3d at 1468, 45 USPQ2d at 1164. The recapture rule "prevents apatentce 
from regaining through reissue . . . subject matter that he surrendered in an effort to 
obtain allowance of the original claims." Clement 131 F.3d at 1468, 45 USPQ2d at 1 164. 
The rule is rooted in the "error" requirement in that such a surrender is not the type of 
correctable "error" contenqjlated by the reissue statute. See Mentor. 998 F.2d at 995-96, 
27 USPQ2d at 1525. 
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The Federal Circuit, in Clement. 131. F. 3d 1464, 1468-70, 45 USPQ2 at 1 161, 
1 163-65 (Fed. Cir. 1997), stated that an analysis under the recapture rule includes a four- 
step analysis, namely: 

1 . Determining whethor and in what "aspects" the reissue claims are 
broader than the claims of the issued patent. A reissue claim that 
does not include a limitation present in the-orginal patent claims is 
broader in that respect. See id . 

2. Determining whether the broader aspects of the reissue claims 
relate to surrendered subject matter. "To detennine whether an 
applicant surrendered particular subject matter, we look to the 
prosecution history for arguments and changes to the claims made 
in an effort to overcome a prior art rejection." See id. at 1469, 45 
USPQ2datll64. 

3. Determining whether the surrendered subject matter has "cr^t" 
into the reissue claims. 

4. Determining whether the reissue claims are materially narrowed, 
relative to the claims of the issued patent, in other respects, with a 
view to deterraing whether the rec^ture may be avoided. For 
example, in Ball Corp. v. United States, the recapture rule was 
avoided because the reissue claims were sufficiently narrowed 
(described by the court as "fundamental narrowness") despite the 
broadened aspects of the claims. 729 F.2d at 1438, 221 USPQ at 
296. 

Applying the above discussed analysis under the recapture rule to the claims of 
the present reissue ajjplicatiou, it is apparent that the reissue claims are broada: than the 
issued claims of the '034 patent in certain aspects, but also narrower relative to the issued 
16 
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claims in otiier respects. Specifically the claims of the present reissue application are 
directed to facilitating ordeiinE an it^ using a distributed con^uter system. 
AccoitJiQgly, Umitations of at least the independent claims of the present reissue 
application are absent from the independent claims of the '034 patent Consider, for 
example, the first limitation of independent claim one of the *034 patent, which requires 
the following: 

A source of a data stream providing a series of time division multiplexed 
packets, ones of which contain auxiliary data that represent a video program, and 
others of which represent a distributed computing application associated with 
said video program, and wherein said distributed computing application is 
repetitively transmitted independent of receiving client computer apparatus 
during times that said video program is transmitted. ('034 patent, column 14, 
lines 37-45). 

Clearly, claim 10 of the present reissue application does not include a limitatioD 
corresponding to the above-identified limitation of claim 1 of the '034 patent, and claim 
10 of the present reissue application is accordingly broader in this respect. 

On the other hand, consider the following limitation of claim 10 of the reissue 

claims: 

Enabling the user to place an order for the item with a single action with 
respect to the client, while the item is being offered for sale, the single action 
being in connection with the order. 

The issued claims of the '034 patent do not include a liroitadon coiresponding to 
the above-identified limitation of claim 10 of the reissue application. In this respect, 
claim 10 of the reissued claims has been materially narrowed, relative to the claims of the 
'034 patent. The Applicants believe that this constitutes what is identified as a 
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"fundamental narrowness", identified in Ball Corp.. which avoids the recapture rule, 
despite broadened aspects of the claims. 

Further, as limitatioos of the issued claims of the '034 patent are not present in the 
reissue claims, the Applicants beheve that the broader aspects of the reissue claims (i.e., 
the aspects corresponding to Kinitations in the '034 patent that are absent in the 
independent claims of the current reissue ^plication) do not relate to surrendered subject 
matter. This is because the Applicants could not, by way of argument or amendment, 
surrender subject matter corresponding to the limitations of the present reissue claims in 
view of the absence of these limitations from the issued claims of the *034 pataiL 
Consider for example tiiat the claims of the '034 patent do not include any limitations 
directed to enabling "the user to place an order for an item by a single action." 
Accordingly, the opportunity did not arise during the prosecution of the '034 patent for 
the Applicants to in feet surrender subject matter pertaining to this limitation. In short, 
the subject matter of the independent claims of the current reissue application is diflEerent 
from the subject matter of the issue claims of the '034 patent, and the question of 
recaptured subject matter does not arise. This dovetails with the above position that the 
reissue claims are sufficiently narrowed, despite the broadened aspects of the claims, so 
as to avoid the recapture rule. 

In conclusion, the Applicants believe that the rejection under 35 U.S.C. § 251 has 
been fully addressed, and withdrawal of this rejection is requested. 

The Applicants note that the Office Action states that "[a]t a miTii imiTTi^ the claims 
require at least one of the following limitations which were argued as the patentable 
feature for Ae issued ind^endent claims 1, 6, 7. and 9 in the 08/233,098 «5>plication", 
whereafter the limitations of the identified independent claims are listed (Office Action, 
pages 3-5). The AppUcants fail to fuUy understand the reason for this alleged 
requirement The Applicants also draw the Examiner's attention to the co-pending 
divisional reissue application saial number 09/903,458, in which claims corresponding to 
the issued claims of the '034 pateait are presented. It will be recaUed that, on the 
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suggestion of the Examiner, a number of divisional reissue applications were filed based 
off the current reissue ^plication, each of these divisional ^plications including claims 
that were originally included in the current reissue application. Claims corresponding to 
the claims of the divisional reissue applications were then cancelled from the current 
reissue plication, by way of a preliminaiy amendment dated April 13, 2001. 

By requiring that a limitation in the claims of the *034 be present in the claims of 
the present reissue application, we speculate that reference is being made to the "orginal 
invention'' requirement We below quote the pertinent section (1412.01) from the MPEP: 

1412.01 Reissue Claims Most Be for Same General Invention 

The reissue claims must be for the same invention as lhat disclosed 
as being the invention in the original patent, as required by 35 U.S.C. 251 . 
This does not mean that the invention claimed in the reissue must have 
been claimed in the original patent, although this is evidence that 
applicants considered it their invention. The entire disclosure, not just the 
claim(s), is considered in determining what the patentee objectively 
intended as his or h» invention. The proper test as to ^K^ther reissue 
claims are for the same invention as that disclosed as being the invention 
in the original patent is "an essentially factual inquiry confined to the 
objective intent manifested by the original patent" In re Amos, 953 FJ,d 
613, 618, 21 USPQ2d 1271, 1274 (Fed. Cir. 1991) (quoting /« reRowand, 
526 F.2d 558. 560, 187 USPQ 487, 489 (CCPA 1975)) (emphasis added). 
See also In re Mead, 581 F.2d 257, 198 USPQ 412 (CCPA 1978). The 
"original patent" requirement of 35 U.S.C. 251 must be understood in light 
of In re Amos, supra, where the Court of Appeals for the Federal Circuit 
stated: 

We conclude that, under both Mead and Rowandy a claim 
submitted in reissue may be rejected under the "original patent" clause if 
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the original specification demonstrates, to one skilled in the ait, ao absence 
of disclosure sufficient to ind ir-^tte that a patentee could have claimed the 
subject matter . Merely finding that the subject matter was "not originally 
claimed, not an object of the original patent, and not depicted in the 
drawing," does not answer the essential inquiry mider the "original patent" 
clause of § 251, which is whether one skilled in the art, reading the 
specification, would identify the subject matter of the new claims as 
invented and disclosed by the patentees, hi short, the absence of an 
"inteat," even if objectively evident jBrora Ae earlier claims, the drawings, 
or the original objects of the invention is simply not enou^ to establish 
that the new claims are not drawn to the invention disclosed in tiie original 
patent. 

953 F.2d at 618-19, 21 USPQ2d at 1275. Claims presented in a 
reissue application are considered to satisfy the requirement of 35 U.S.C. 
25X that the claims be "for the invention disclosed in the original patent" 
where: 

(A) the claims tjresented in the reissue aoplication are described in 
the original patent specificatioTi and enabled hyths nrip inal paw 
specification such that 35 U.S.C. 112 first paragraph is satisfied: and 

IB) nothing in the o riginal pateat specification indicates an intent 
not to claim the sub ject matter of the claims presented in the reissue 

(MPEP 1412.01. Emphasis Added) 

The claims of the present reissue apphcation are clearly described in the original 
patent specification for the '034 patent, and are likewise enabled by the original patent 
specification for the '034 patent, such that 35 U.S.C. § 1 12. first paragraph, is satisfied. 

20 

GfcVOPENTV. INC S2I4\P001\P001R\Aaaidnia and R«ps\S2l4P(»lR Resp due 04O8O4.di«: 

PAGE 23128 ' RCVD AT 10/6/2004 1 :04:55 PM [Eastern Daylight Time] • SVR:USPTMFXRF-2/fl * DNIS:7465582 * CSID:408947828fl « DURATION (mnMS):07<6 


10-06-04 10:13ain Fron-BST4Z San Josa 


408 947 8260 


T-516 P. 024/028 F- 


Further, there is nothing in the original patent specification for the '034 patent which 
indicates an intent not to claim the subject matter of the claims of the present reissue 
application. 

In short, the Applicants do not believe that a limitation firom the issued 
independent claims of the '034 patent is required within the independent claims of the 
present reissue appUcation in order to satisfy the "original invention" requirement. 

3. Response to § U2 Rejection 

Claim 17 stands rejected under 35 U.S.C. § 112, second paragr^h, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which the Applicants regard as the invention. 

The Examiner is thanked for identifying this error in the dq)endency of claim 17. 
The Applicants have amended claim 17 to be dependent upon claim 10, as correctly 
assumed by the Exaxoiner. 

4. Response to S 103 Rejections 

The Applicants respectfiilly traverse diese rcgections for the reasons set out below, 
and ask the Examiner for reconsideration. The Applicants have fiirther also shghtly 
amended the claims to define clearly the intended import of the claims. 

To establish a prima fade case of obviousness, three basic criteria must be m^ 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
refo-ence or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. The teaching or suggestion to make the 
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claimed combination and the reasonable expectation of success must both be found in the 
prior art, and not based on applicant's disclosure. In re Vaeck. 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991). 

THE Prior art References Do Not Teach or Suggest All Claim 

LIMITATIONS, WHEN CONSIDERED SINGULARLY OR IN COMBINATION. 

Taking claim 10 of the present reissue application as an exenq)lary claim for 
discussion purposes, the Office Action contends that "Florin does not explicitly disclose: 

order the item by a single action with the client; and 

wherein the aiabling of the user to order the item by a single action includes 1) 
previously stored user related personal infomiation that is stored in a memory associated 
with the client for repeated use in enabling further orders for further items to be placed 
and so that it is not necessary to soHcit the user related personal information each time a 
further order is placed and 2) previously received information related to the item being 
offered for sale at the time of the single action," (Office Action, page 6-7) 

The Office Action then goes on to state that Schlafly discloses ordering of tiie 
item by a single action with the user, and pomts to the disclosures in Schlafly, quoted 
immediately below, in support of this position: 

Once the item has been specified it can be reviewed and modified or it can 
be stored in a send memory at 92 and later caused to be sent at 94 by automatic 
dialing of the local processor center 14. Once communication has been 
established, the entire content of the send memory is transmitted in a burst by 
■n. 
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actuation of an internal modem (modulator/demodulator) 96 and the local center 
commences processing at 98. The send data is initially checked at 98 for 
verification of some of the dam and a return is transmiued the data terminal at 
100. The connection is then broken by the LPC and at 102 and the terminal goes 
"on hook". The message represented by the return is displayed at 104. 

(Schlafly, ooluura 7, lines 35-47). 

However, immediately preceding the above-quoted disclosure in Schlafly, the 
below disclosure is provided regarding actions that aie required by a user: 

Operation of a data terminal 12 in the case of ordering; of merchandise from 
various mail order suppliers is illustrated with FIGS. 3-6. FIG. 4 shows a portion 
80 of a page from a Sears catalog, FIG. 5 illustrates a portion 82 of a }.C. Penney 
Catalog page. 

As an example of a catalog order data entry, at 84 in FIG. 3 and after turn on, the 
user's individual subscriber secret personal authorization number, a four dig it 
number for example, promptly by a tvord display, is entered . This is followed by 
secjuentially occuring prompts, which permit entry of additional order key 
actuations in accordance "with suitabh accompanying operating instructions. 

The first set of prompts at 86 calls for the enty of a code soedMnf the supplier 
bv its catalog and a pag e number . The second set of prompts at 88 reepiires 
svedfication of the natur e of the transaction, e.g. catalog number and special 
charge and shipping instructions if required. The third set of prompts at 90 
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recfuires entry of the epiontity and options such as color and size when these are 
needed to property specify the desired item. 

(Schlafly, column 7, lines 13-34). 

Clearly, the ordering of an item, as disclosed in Schlafly, requires more than a 
single action with respect to the client Specifically, to perform a catalogue order 
utilizing the system and metfiodology disclosed in Schlafly, a user is reqtured to provide 
an individual subscriber secret personal authorization number, which is followed by 
sequentially occurring prompts responsive to which the user ento-s a code specifying a 
supplier by a catalogue and page number, the nature of the transaction, and the quantity 
and options pertaining to the relevant order. 

hi short, Schlafly simply does not disclose placing an order for an item by a single 
action with respect to a client, but.instead clearly discloses a sequence of actions. 
Schlafly is accordingly cumulative with the disclosures provided in Florin. 

Claim 1, as indicated above, has also been amended to include a limitation 
corr^ponding substantially to limitations of clainos 25 and 26, claim 26 now having 
been cancelled. Specifically, claim 10 now recites the receiving of data at die client, the 
data including information to at least one of show and describe the item via the client, 
and an item identifier to enable the client to identify the item as currently being offered 
for sale. Claim 10 has also now been amended to recite that the enabling of the user to 
place the order for the item via die single action includes utilizing the received item 
identifier. 
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The above remarks also address tiie further rejections presented under 35 U.S.C 
§1 03 against the other claims of the present reissue application. Specifically, the fiirther 
independent claims each include limitations corresponding approximately to those of 
claim 10. The dependent claims are deemed to include all limitations of claims from 
which they depend, and the above remarks, similarly address the rqections presented 
under 35 U.S.C. §103 against these dependent claims. 

In light of the above, the Applicants respectfully submit that the rejections under 
35 U.S.C. § 103 have been overcome, and withdrawal of these rejections is therefore 
respectfially requested. 

5. Conclusion 

Having tendered the above remarks, and amended the claims as indicated harein, 
tiie Applicants respectfully submit that all rejections have been addressed and that the 
claims are now in a condition for allowaoQce, which is earnestly solicited. 

If there are any additional charges, please charge Deposit Account No. 02-2666. 
If a telephone interview would in any way expedite the prosecution of the presort 
application, the Examiner is invited to contact Andre Marais at (408) 947-8200 ext. 204. 


12400 Wilshire Blvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 947-8200 
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Respectfully submitted, 

Blakely, Sokoloff, Taylor & Zafman LLP 
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Washington, D.C. 20231 

PRELIMINARY AMF. NDMENT AND RESPONSE TO FINAL OFFICE ACHON 
Sir: 

In response to the Final Office Action mailed November 20, 2002, 
Applicants respectfully request the Examiner to enter the following amendments 
and to consider the following remarks. 
IN THE CT.ATMS; 

Please amend the claims as follows: 
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VERSION OF CLAIMS WITH MARKTMH^; 


Please cancel claims 12, 30, 40, 60, and 278-281, without prejudice. 


10. (Amended) A method of facilita&ng ordering an item using a distributed 
computing system including at least on ; dient and at least one server, the 
rhethod including: 

at least one of showing and d ascribing an item to a user via the client; 


enabling the user to order the 
the clien t, the single arrinn 


item by a single [interaction] action with 


being in connection wi th the ordpr: and 


in response to the single [interaction] action with respect to the dient, 
causing an order for the item to be pl« ced[.]^ 


wherein the enahlinp; of the uspr U 


indudes using (1) previ ously stored, user related personal infnrmaHon that 


stored in a memorv associated with th.> rl i^T^t f^r r epeated ijsp in enablinf ^ hirthe-r 


orders for further items to be placed and > o that it is not npressary tn .^nliri-t tht» 


user related, personal informaHo n each time a further order is placed and m 


previously r_e_ceived information relat e d td the item hping offered for sale at thr=> 


order the item bv thp s ingle action 


time of the single action. 

1 1 . (Amended) The method of claim 1 0, 
is one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control 


wherein the single [interaction] action 
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12. (Canceled) The method of claim 10, wherein causing the order to be 
placed is achieved by using: 

information related to the item; and 

user related personal information. 


13. (Amended) The method of claim [12] 10, wherein the user related. 
personal information includes at least one of a group including a user's name, 
address, method of payment and payment account number. 

14. (Amended) The method of daim [12] 10, wherein the user related. 
personal information is stored in memory in the client- 


15. (Unamended) The method of claim 10, wherein the distributed computing 
system is an interactive television system and wherein the at least one of showing 
and describing of the item is, at least in part, by a television signal. 

16. (Unamended) The method of claim 10, wherein the client includes an 
auxiliary data processor and a client computer. 

17. (Amended) The method of cl4im 12, wherein the client is associated with 
at least a set top box, and wherein /he user related, personal information is stored 
at the set top box. / 


18. (Unamended) The method of claim 17, wherein the set top box is in 
communication with a local computer and associated storage and wherein the 
method further includes: 
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the client retrieving information from one or more of the locaJ computer 
and the associated storage. 

19. (Unamended) The method of claim 18, wherein the method further 
includes: 

controlling the client by means of the local computer. 

20. (Unamended) The method of daim 18, wherein the local computer is part 
• of a local area network. 

21. (Unamended) The method of daim 10, wherein the system further 
includes a central processing facility in communication with the server and 
wherein the method indudes: 

sending information used in processing the order from the client to the 
central processing f adlity. 

(Unamended) The method of claim 10, further including: 
sending an order confirmation to the user to confirm the order. 

23. (Unamended) The method of claim 21, further induding: 

communicating information between the dient and the server via the 
central processing facility. 

25. (Unamended) The method of claim 23, wherein a telephone system acts as 
the central processing facility. 
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25. (Amended) The method of diim 10 including receiving at the client data 
including: / 


(c) information to at lea; 
client; and 
\ (d) information to enabl 


dt one of show and describe the item via the 


[interaction] action v/ith les pectto the client, 


the user to order the item by the single 


26. (Unamended) The method of claim 25 wherein the data further includes 
an item identifier to identify the item. 

27. (Unamended) The method of claim 26 wherein the item identifier includes 
at least one of a group of identifiers including a code and a command. 


V 


28. (Amended) A method of facilitating^ ordering an item, the method 
including: / 

providing a_ client with informatiori to at least one of show and describe an 
item to a user; and / 

enabling the user to order the iteni by a single [interaction] action with 


wherein the enabling of thp iic!pr 

o order the item bv the single action 

includes usine (1) areviouslv stored, us 

r related, personal information that is 

stored in a memorv for repeated use in 

!nabling further orders for further items 

to be placed and so that it is not necessa 

ryLto solicit the u!^r related. per«;onal 

information each time a further order is 

placed, and (2) previouslv provided item 

information related to the item that is h 

ins offered for sale at the timp nf tho 

single action. 

\) 
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29. (Ajjiended) The method o/ claim 28, wherein the single [interaction) action 
includes a least one of a group jncluding: 


selecting of a single button; and 
pressing of a single bi^ton on a TV remote control. 


30. (Canceled) The method of claim 28, including receiving the order from the 
client, the order including: 

information related to the item; and 

user related personal information. 


\ 31 . (Amended) The method of claim/fsO] wherein the user related. 
>7 personal information includes at least one of a group including a user's name, 
il^ ' address, method of payment and payment account number. 

32. (Amended) The method ofytlaim 130] 28, including retrieving the user 
^. related, personal information fxo4i a memory associated with the client. 

33. (Amended) The method of claim 28, including providing the information 
to at least one of show and dLcri be the item in the form of a television signal. 


34. (Unamended) The method of claim 28 including corrtmunicating with a 
central processing facility and wherein the client sends the order to the central 
processing facility for receipt via a transceiver. 

35. (Unamended) The method of claim 34 wherein a telephone system acts as 
the central processing facility. 
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36. (Unamended) The method of claim 28 including providing an order 
confirmation to the client to confirm the order. 


37. (Amended) The method of claim [24$] 28 including multiplexing the 
provision of the information to at least one/of show and describe the item and 
[the] code to the client to thereby generate data for transmission to the client. 

38. (Amended) A computer system to order an item, the system including; 

a data processing system to at least one of show and describe an item to a 
user; and / 

a client to enable the user to order the item by a single [interaction] action 
with respect to the client and, in response to the single [interaction] action, to 
cause an order for the item to be maced[.]^ 

wherein the client is to enafole the user to order the item bv the single 
action using (1) previously storefl. user related, personal information that is 
stored in a memory for repeated use in enabling further orders for further items 
to be placed and so that it is not necessary to solicit the user related, personal 
information each time a furthefr order is placed and (2^ previously received 
information related to the iterfri that is being offered for sale at the time of the 
single action. / 

39. (Amended) The system of claim 38, wherein the single [interaction] action 
includes at least one of a eroup including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 
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40. (Canceled) The system of claim 38, wherein the client is to place the order 
using: 

information related to the item; and 
user related personal information. 


41. (Amended) The system of claim [40] 38, whe/ein the user related, personal 
information includes at least one of a group inclyaing a user's name, address, 
method of payment and payment account nu 

42. (Amended) The system of claim [4u\ 38, wherein the user related, personal 
information is stored in memory of the dient. 

43. (Amended) The system of claim 38, wherein the [distributed computing] 
ppmputer system is an interactive t/levision system and wherein the at least one 
of showing and describing of the item by the data processing system is, at least in 
part, performed utilizing a television signal. 

45. (Amended) The systeiy of claim 38, wherein the client is associated with at 
least a set top box, and whei^in the user related, personal information is stored at 
tlie set top box. 


46. (Unamended) The system of. claim 45, wherein the set top box is in 
communication with a local computer and associated storage and wherein the 
client is to retrieve information from one or more of the local computer and the 
associated storage. 
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47. (Unamended) The system of claim 46, wherein the local computer controls 
the client. 

48. (Unamended) The system of claim 46, wherein the local computer is part 
of a local area nebvorJc. 

49. (Unamended) The system of claim 38, including a central processing 
facility in communication with a server and wherein the client sends information 
used in processing to the central processing facility. 

50. (Unamended) The system of claim 49 wherein the server is to send an 
order confirmation to the user to coirfirm the order. 

51- (Unamended) The system of claim 49, wherein the central processing 
fadlity is to communicate information between the client and the server. 

52. (Unamended) The system of daim 51 wherein a telephone system acts as 
the central processing facility. 


53. (Amended) The system of dainySS induding a data receiver to receive 
data including: / 

information to at least one of Show and describe the item via the dient; 



infoirnation to enable the user to order the item by (a) the single 
[interaction] action with respect to the dient. 
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54. (Amended) The system of claim 53 whejein the data receiver includes an 
auxiliary data extractor to extract the infOTjfiation to at least one of show and 
describe from the data and a packet d^a extractor to extract the information to 
enable from the data. 

55. (Amended) The ^tem of claim 54 wherein the auxiliary data extractor 
provides the information to at least one of show and describe to the data 
processing systen)/4nd the packet data extractor provides the information to 
enable to the c 


13 i 56. (Unamended) The system of claim 53 wherein the data further includes an 
rS , item identifier to identify the item. 

N 1 

'i" 57. (Unamended) The system of claim 56 wherein the item identifier includes 
at least one a group of identifiers including a code and a command. 


58. (Amended) A computer system to facili/ate ordering an item, the system 
including: 

a data source to provide a client wit}/ first information to at least one of 
show and describe an item to a user; and / 

an information source to provide/the client with second information to 
enable the user to order the item by a angle [interaction] action with respect to 
the client[.]i 

wherein the cli ent is to enab/e the user to order the item by the sing le 
action using (1) previously sto redC user related, personal information that is 
Stored in a memory for repeated use in enabling further orders for further itpmc; 
to be placed and so that it is no/ necessary t o solicit the user related, personal 
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information each time a further orderis^jSlaced and (21 previously received 
information related to the item th&t is being offered for sale at the time of the 
single action. 


59. (Amended) TJ^e system of claim 58, wherein the single [interaction] action 
includes at leastme of a group including: 
^1^^ -Z* \ ^ sel^ienng of a single button; and 

jessing of a single button on a TV remote c(ytroI._ 


4 


60. (Canceled) The system of claim 58, including a data receiver to receive the 
order from the client the order including: 

information related to the item; and 

user related personal information. 


61. (Amended) The system of claim [60] 5§;^herein the uaeu^lated. personal 
information includes at least one of a gpeup including a user's name, address, 
method of payment and payment a<^count number. 

y 62. (Amended) The system of claim [60] 58, wherein the [code is] second 
information includes code executable by the client to retrieve the user related. 
personal informa^i^fromajtnemory associated with the client. 


63. (Unamended) The system of claim 58, wherein the data source is to 
provide the information in the form of a television signal. 
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64. (Unamended) The system of claim 58 including a data transceiver to 
communicate with a central processing facility and wherein the client sends the 
order to the central processing facility for receipt via the data transceiver. 

65. (Unamended) The system of claim 64 wherein a telephone system acts as 
the central processing facility. 

66. (Unamended) The system of claim 58 wherein the data source is to 
provide an order confirmation to the client to confirm the order. 


67. (Amended) The system of claiii>38 including a multiplexer to multiplex 
the provision of the first informaHm to at least one of show and describe and the 
second information to ena^J^o the client to thereby generate data for 
transmission to the die 


0\ 


246. (Amended) The method of claim 25^v<?herein the information to enable 
includes code executable by the cli^Ftfto enable the user to order the item by the 
single [interaction] action wijkme client. 

247. (AmendedJ/^e method of claim 25 wherein the information to enable 
includes daja^ be processed by code executable by the client to enable the user 
to order^e item by the single [interaction] action with the client. 


248. (Unamended) The method of claim 28 wherein the enabling includes 
providing code to enable the user to order the item. 
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249. G^namended) The method of claim 28 wherein the enablmg includes 
providing data to be processed by code to enable the user to order the item. 

250. (Unamended) The system of claim 53 wherein the information to enable 
includes code to enable the user to order the item. 


251. (Unamended) The system of claim 53 wherein the information to enable 
includes data to be processed by code to enable the user to order the item. 


252- (Amended) The system of cl|iirff58 wherein the second ir\f ormation to 
enable includes code to be exited by the client to enable the user to order the 
item. 

253. {A^n^ed) The system of claim 58 wherein the information to enable 
includes data to be processed by code to enable the user to order the item 


260. (Amended) A machine-readable mediunyembodying a sequence of 
instructions that, when executed by a machin^ cause the machine to facilitate 
[facilitating] ordering an item within a distnbuted computing system including at 
least one client and at least one server b 

at least one of showing and d^cribing an item to a user via the client; 

enabling the user to order me item by a single [interaction] action with 
respect to the client the single action being in connection with the order [: and]^ 

in response to the sin^e [interaction] action with respect to the client, 
causing an order for the item to be placed[.]i 

wherein the en ablii/g of the user to order the item by the single action 
includes using previc/usly stored, user related, pergonal information that is 
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stored in a mpmnrv associated with the.client for repeated use in enabling further 
orders for further items to be platfedand so that it is not necessary to solicit the 
user related, personal infoi'fnation each time a further or der is placed and (21 
previously received idformation related to the item that is being offered for sale 
at the time of the^gle action. ^ ■— ..^^ 


261. (Unamended) The machine-readable medium of claim 260, wherein the 
medium includes a data stream- 

262. (Unamended) The machine-readable medium of claim 260^ wherein the 
medium includes a mass storage device. 


263. (Amended) A machine-readable medium ejcnbodying a sequence of 
instructions that, when executed by a machine, cause the machine to facilitate 
[facilitating] ordering an item by: 

providing a client with information to sk least one of show and describe an 
item to a user; and 

enabling the user to order the item by a sin^e [interaction] action with respect to 
the client[.| . the single action being in connection with the order. 

wherein the enabling of the user to prder the item by the single action 
includes using (D previously stored. userA-elated. personal information that is 
stored in a memory for repeated use in enabling further orders for further items 
to be placed and so that it is not necessaifv to solicit the user related, personal 


information each time a further order is 


placed, and (2) previously provided item 


informatio n related to the item that is y ng offered for sale at the time of the 
single action. 
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278. (Canceled) A method of facilitating ordering using a distributed 
computing system including at least one client and at least one server, the 
method including: 

at least one of showing and describing an offering to a user via the client; 
enabling the user to order the offering by a single interaction with the 
client; and 

in response to the single interaction with the client causing an order 
related to the offering to be placed. 

279. (Canceled) A method including: 

providing a client with information to at least one of show and describe an 
offering to a user; and 

enabling the user to order the offering by a single interaction with the 

client. 


280. (Canceled) A computer system including: 

a data processing system to at least one of show and describe an offering 
to a user; and 

a client to enable the user to order the item by a single interaction with the 
client and, in response to the single interaction, to cause an order for the offering 
to be placed. 

281. (Canceled) A computer system including: 

a data source to provide a client with information to at least one of show 
and describe an offering to a user; and 
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an information source to provide the client with information to enable the 
user to order the offering by a single interaction with the client. 
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METHOD AND SYSTEM TO FACILITATE ORDERING OF AN ITEM 

RESPONSE TO NOTICE OF NON-COMPLIANT AMENDMENT 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

This responds to the Notice of Non-Compliant Amendment mailed on February 14, 2005 . 
In compliance with 37 CFR 1.173(b), applicants submit the following corrected "IN THE 
CLAIMS" section from Applicants' previously-submitted Amendment and Response filed 
December 15, 2003. Only the claims currently being amended are submitted with this response. 


This response is accompanied by a Petition, as well as the appropriate fee, to obtain a 2- 
month extension of the period for responding to the Notice of Non-Compliant Amendment, 
thereby moving the deadline for response from March 14, 2005 to April 14, 2005. 
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IN THE CLAIMS 

Please amend the claims as follows: 

1 0. (Twice Amended) A method of facilitating ordering an item using a distributed 
computing system including at least one client and at least one server, the method including: 

receiving data, at the client, the data including information to at least one of show and 
describe the item via the client and an item identifier to enable the client to identify the 
item as currently being offered for sale: 

at least one of showing and describing [an] the item to a user via the client 

enabling the user to place an order for the item by a single action with respect to the 
client while the item is being offered for sale, the single action being in connection with 
the order: and 

in response to the single action with respect to the client, causing [an] the order for the 
item to be placed. 

wherein the enabling of the user to place the order for the item by the single action includes 
using (1) previously stored, user related personal information that is stored in a memory 
associated with the client for repeated use in enabling further orders for further items to be 
placed and so that it is not necessary to solicit the user related, personal information each time a 
further order is placed and (2) [previously received information related to] the item identifier to 
enable the client to identify the item as currently being offered for sale at the time of the single 
action. 


1 7. (Twice Amended) The method of claim [12] 10. wherein the client is associated with at 
least a set top box, and wherein the user related, personal information is stored at the set top box. 
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25. (Amended) The method of claim 10 including receiving at the client data including 
[(a) information to at least one of show and describe the item via the client; and] 
[(b)] information to enable the user to order the item by the single action with respect 
to the client. 

27. (Amended) The method of claim [26] 10 wherein the item identifier includes at least one 
of a group of identifiers including a code and a command. 


28. (Twice Amended) A method of facilitating ordering an item, the method including: 

providing a client with information to at least one of show and describe an item to 
a user, and with an item identifier to identify the item as currently being offered for sale; 
and 

enabling the user to place an order for the item by a single action with respect to 
the client, the single action being in connection with the order, 

wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a memory 
for repeated use in enabling further orders for further items to be placed and so that it is not 
necessary to solicit the user related, personal information each time a further order is placed, and 
(2) [previously provided item information related to] the item identifier information to identify 
the item [that is] as currently being offered for sale at the time of the single action. 

29. (Twice Amended) The method of claim 28, wherein the single action includes [a] at least 
one of a group including: 

selecting of a single button; and 

pressing of a single button on a TV remote control. 
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38. . (Twice Amended) A computer system to order an item, the system including: 

a data receiver to receiye data including information to at least one of show and 
describe the item, and an item identifier to identify the item as currently being offered for 
sale; 

a data processing system to at least one of show and describe an item to a user; 

and 

a client to enable the user to place an order for the item by a single action with 
respect to the client while the item is being offered for sale and, in response to the single 
action, to cause [an] the order for the item to be placed, 

wherein the client is to enable the user to place the order for the item by the single action 
using (1) previously stored, user related, personal information that is stored in a memory for 
repeated use in enabling further orders for further items to be placed and so that it is not 
necessary to solicit the user related, personal information each time a further order is placed and 
(2) [previously received information related to] the item identifier identifying the item [that is] as 
currently being offered for sale at the time of the single action. 

57. (Amended) The system of claim [56] 38 wherein the item identifier includes at least one 
a group of identifiers including a code and a command. 

58. (Twice Amended) A computer system to facilitate ordering an item, the system 
including: 

a data source to provide a client with first information to at least one of show and 
describe an item to a user, and third information to identify the item as currently being 
offered for sale; and 

an information source to provide the client with second information to enable the 
user to place an order for the item by a single action with respect to the client, 
wherein the client is to enable the user to place the order for the item, while being offered 
for sale, by the single action using (1) previously stored, user related, personal information that is 
stored in a memory for repeated use in enabling further orders for further items to be placed and 
so that it is not necessary to solicit the user related, personal information each time a further 
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order is placed and (2) [previously received information related to] the third information 
identifying the item [that is] as currently being offered for sale at the time of the single action. 

260. (Twice Amended) A machine-readable medium embodying a sequence of instructions 
that, when executed by a machine, cause the machine to facilitate ordering an item within a 
distributed computing system including at least one client and at least one server by: 

receiving data, at the client, the data including information to at least one of show 
and describe the item via the client and an item identifier to enable the client to identify 
the item as currently being offered for sale: 

at least one of showing and describing [an] the item to a user via the client: 
enabling the user to place an order for the item by a single action with respect to 
the client while the item is being offered for sale, the single action being in coimection 
with the order. 

in response to the single action with respect to the client, causing [an] the order 
for the item to be placed. 

wherein the enabling of the user to order the item by the single action includes using (1) 
previously stored, user related, personal information that is stored in a memory associated with 
the client for repeated use in enabling fiirther orders for further items to be placed and so that it is 
not necessary to solicit the user related, personal information each time a further order is placed 
and (2) [previously received information related to] the item identifier to enable the client to 
identify the item [that is] as currently being offered for sale at the time of the single action. 

263. (Twice Amended) A machine-readable medium embodying a sequence of instructions 
that, when executed by a machine, cause the machine to facilitate ordering an item by: 

providing a client with information to at least one of show and describe an item to 

a user, and with an item identifier to identify the item as currently being offered for sale: 

and 

enabling the user to place an order for the item by a single action with respect to 
the client, the single action being in coimection with the order. 
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wherein the enabling of the user to place the order for the item by the single action 
includes using (1) previously stored, user related, personal information that is stored in a memory 
for repeated use in enabling further orders for further items to be placed and so that it is not 
necessary to solicit the user related, personal information each time a further order is placed, and 
£2} [previously provided item information related to] the item identifier information to identify 
the item [that is] as currently being offered for sale at the time of the single action. 
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CONCLUSION 

In accordance with 37 CFR 1.173(b), only the non-compliant section of Applicants' 
previously-submitted Amendment and Response has been included in this response. 

Claims 10, 17, 25, 27-29, 38, 53, 57-58, 260 and 263 are currently amended. Claims 1-9, 
12, 26, 30, 40, 44, 56, 60, 68-245, 254-259 and 264-357 were previously canceled and no new 
claims are being added; as a result, claims 10-11, 13-25, 27-29, 31-39, 41-43, 45-55, 57-59, 61- 
67, 246-253 and 260-263 are pending in this application. 

Applicants respectfully request that the Examiner withdraw the non-compliant status and 
examine the claims as ^propriate. 

The ExanMner is invited to telephone Applicants' attorney at 408-333-9972 to facilitate 
prosecution of this application. 

If necessary, please charge any additional fees or credit overpayment to Deposit Accoimt 
No. 19-0743. 

Respectfully submitted, 
KURIACOSE JOSEPH ET AL. 
By their Representatives, 

SCHWEGMAN, LUNDBERG, WOESSNER & KXUTH, P.A. 
P.O. Box 2938 
Minneapolis, MN 55402 
408-333-9972 
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AMENDMENT AND RESPONSE UNDER 37 CFR § 1.111 


Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

This responds to the Office Action mailed on May 3, 2007 . Please amend the above- 
identified patent application as follows. 
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IN THE CLAIMS 

Please amend claims 10, 21-22, 27, 33, 38, 63, and 260 as follows: 

10. (Thrice Amended) A method of facilitating ordering an item using a distributed 
computing system including at least one client and at least one server, the method including: 

receivin g, via a data stream from the server, item data[, at the client], the item data 
including information to at least one of show and describe the item via the client and an item 
identifier [to enable the client] to identify the item as currently being offered for sale; 

presenting [at least one of showing and describing] at least a portion of the item data to 
a user [via the client]; 

receiving a control event associated with a single action effectuated by the user in 
response to the presenting of the at least a portion of the item data; 
responding to the single action by: 

retrieving personal information of the user from a permanent memory in the 

client, and 

combining the item data previously received via the data stream from the server 
with the personal information of the user previously stored in the permanent memory in the 
client to generate an order for the item, and 

transmitting the order for the item from the client. 
[enabling the user to place an order for the item by a single action with respect to the 
client while the item is being offered for sale, the single action being in connection with 
the order; and 

in response to the single action with respect to the client, causing the order for the item 
to be placed, 

wherein the enabling of the user to place the order for the item by the single action includes 
using (1) previously stored, user related personal information that is stored in a memory 
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associated with the cHent for repeated use in enabUng further orders for further items to be 
placed and so that it is not necessary to sohcit the user related, personal information each time a 
further order is placed and (2) the item identifier to enable the client to identify the item as 
currently being offered for sale at the time of the single action.] 

21 . (Amended) The method of claim 10, wherein the distributed computer system further 
includes a central processing facility in communication with the server and wherein the method 
includes: 

sending information used in processing the order from the client to the central processing 

facility. 

22. (Amended) The method of claim 10, further including: 

[sending] receiving an order confirmation at the client [to the user to confirm the order]. 

27. (Twice Amended) The method of claim 10 wherein the item [identifier] data includes at 
least one of a group of identifiers including a code and a command. 

33. (Amended) The method of claim [28] 10. wherein the receiving of the item data via the 
data stream from the server, comprises receiving the item data via [data including providing the 
information to at least one of show and describe the item in the form of] a television signal. 

38. (Thrice Amended) A computer system to order an item, the system including: 

a data receiver to receive , via a data stream from a server, item data, the item data 

including information to at least one of show and describe the item, and an item identifier 

to identify the item as currently being offered for sale; 

a data processing system to present at least a portion of the item data [one of show 

and describe an item] to a user; 

an event detector to detect a control event associated with a single action 

effectuated by the user in response to the presenting of the at least a portion of the item 

data; and 
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an event processing module to respond to the single action by: 

retrieving personal information of the user from a permanent memory in the 

client, and 

combining the item data previously received via the data stream from the server 
with the personal information of the user previously stored in the permanent memory in the 
client to generate an order for the item, and 

transmitting the order for the item from the client. 

[a client to enable the user to place an order for the item by a single action with 
respect to the client while the item is being offered for sale and, in response to the single 
action, to cause the order for the item to be placed, 

wherein the client is to enable the user to place the order for the item by the single action 
using (1) previously stored, user related, personal information that is stored in a memory for 
repeated use in enabling further orders for further items to be placed and so that it is not 
necessary to solicit the user related, personal information each time a fiirther order is placed and 
(2) the item identifier identifying the item as currently being offered for sale at the time of the 
single action.] 

63. (Amended) The system of claim [58] 38> wherein the data stream [source] is [to provide 
the information] in the form of a television signal. 

260. (Thrice Amended) A machine-readable medium embodying a sequence of instructions 
that, when executed by a machine, cause the machine to facilitate ordering an item within a 
distributed computing system including at least one client and at least one server by: 

receivin g, from a server, item data, the item data[, at the client, the data] including 
information to at least one of show and describe the item via the client and an item 
identifier to enable the client to identify the item as currently being offered for sale; 

presenting at least a portion of the item data [one of show and describe an item to 
a user via the client]; 

receiving a control event associated with a single action effectuated by the user in 
response to the presenting of the at least a portion of the item data; and 
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responding to the single action by: 

retrieving personal information of the user from a permanent memory in the 

client, and 

combining the item data previously received from the server with the personal 
information of the user previously stored in the permanent memory in the client to generate an 
order for the item, and 

transmitting the order for the item from the client. 

[enabling the user to place an order for the item by a single action with respect to 
the client while the item is being offered for sale, the single action being in connection 
with the order, 

in response to the single action with respect to the client, causing the order for the 
item to be placed, 

wherein the enabling of the user to order the item by the single action includes using (1) 
previously stored, user related, personal information that is stored in a memory associated with 
the client for repeated use in enabling further orders for further items to be placed and so that it is 
not necessary to solicit the user related, personal information each time a further order is placed 
and (2) the item identifier to enable the client to identify the item as currently being offered for 
sale at the time of the single action.] 
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REMARKS 

This responds to the Office Action mailed on May 3, 2007 . 

Claims 10, 21-22, 27, 33, 38, 63, and 260 are amended, claims 25, 28-29, 31-32, 34-37, 
58-59, 61-62, 64-67, 246-253 are currently canceled, claims 1-9, 12, 26, 30, 40, 44, 56, 60, 68- 
245, 254-259 and 264-357 were preyiously canceled, and no claims are added; as a result, claims 
10-11, 13-24, 27, 33, 38-39, 41-43, 45-55, 57, 63, 260-262 are now pending in this application. 


§ 257 Rejection of the Claims 
Claims 10-11, 13-25, 27-29, 31-39, 41-43, 45-55, 57-59, 61-67, 246-253, 260-263 were 
rejected under 35 U.S.C. § 251 as being based upon new matter. A rejection under 35 U.S.C. 
§251 is appropriate "If new subject matter is added to the disclosure, whether it be in the 
abstract, the specification, or the drawings," as stated in MPEP 2163.06. It is submitted that no 
new matter was introduced in the abstract, the specification, or the drawings and therefore the 
rejection under 35 U.S.C. § 251 is not proper. It is respectfully requested that the rejection be 
withdrawn. 


§ 772 Rejection of the Claims 
Claims 10,1 1,13-25,27-29,31-39,41-43,45-55,57-59,61-67,246-253,260-263 were 
rejected under 35 U.S.C. § 1 12 as omitting essential elements/critical features because they do 
not recite information stored in a permanent memory in the client computer. Each of the 
remaining independent claims, cliaims 10, 38, and 260, haye been amended to recite "personal 
information of the user preyiously stored in the permanent memory in the client." It is submitted 
that the rejection haye been oyercome and it is respectfully requested that the rejection be 
withdrawn 

Claims 10, 12, 15-16, 21-25, 28, 33-36, 38, 40, 43, 50-54, 58, 60, 63-66, 260, and 262- 
263 were rejected under 35 U.S.C. § 103(a) as being unpatentable oyer Florin et al. (U.S. 
5,621,456) in view of Schlafly (U.S. 4,734,858). 
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Si 103 Rejection of the Claims 

Claims 10, 12, 15-16, 21-25, 28, 33-36, 38, 40, 43, 50-54, 58, 60, 63-66, 260, and 262- 
263 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Florin et al. (U.S. 
5,621,456) in view of Schlafly (U.S. 4,734,858). 

The Office action correctly states that Florin fails to disclose or suggest enabling the user 
to place an order for the item by a single action. The Office action cites Schlafly to show this 
feature. 

Schlafly discloses a pocket size data terminal that is used by the consumer to initially 
select and store data representative of the orders. (Schlafly, Abstract.) When later connected to a 
phone line the terminal can be commanded to automatically dial and transmit the stored data in a 
short burst over a telephone link to a local processing center for processing including customer 
verification, data format and credit verification, order placement and supplier contact. Each 
terminal is assigned an internal identification number and a specific local processing center 
which the terminal can automatically access. (Schlafly, 1: 44-57.) As explained above, the 
consumer must to initially select and store data representative of the orders. Specifically, 
Schlafly discloses an ORDER key to store the order data collected from the customerin the send 
memory. (Schlafly, 9: 12-21.) In order to actually send the order, Schlaflin utilizes a send 
instruction implemented by the ENTER key. (Schlafly, 10: 3-10.) While Schlafly discloses 
sending the order data to an appropriate destination by actuating the ENTER key, it takes more 
than a single action on the part of a user to select an item, enter the order-related information, 
such as the quantity and the supplier (Schlafly, 7: 26-34), save the order data and, finally, 
transmit the order. 

In contrast, claim 10, as amended, recites "receiving a control event associated with a 
single action effectuated by the user in response to the presenting of the at least a portion of the 
item data" and "responding to the single action by ... retrieving personal information of the user 
from a permanent memory in the client, combining the item data previously received via the data 
stream from the server with the personal information of the user previously stored in the 
permanent memory in the client to generate an order for the item, and transmitting the order for 
the item from the client." Because, Schlafly, whether considered separately or in combination 
with Florin, does not disclose or suggest responding to a single action by a user by performing 
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operations that together make it possible to place an order (specifically, a combination of 
"retrieving personal information of the user from a permanent memory in the client, combining 
the item data previously received via the data stream from the server with the personal 
information of the user previously stored in the permanent memory in the client to generate an 
order for the item, and transmitting the order for the item from the client," as recited in claim 10 
as amended), claim 10 and its dependent claims are patentable in view of the Schlafly and Florin 
combination and should be allowed. 

Claim 38, as amended, recites "an event detector to detect a control event associated with 
a single action effectuated by the user in response to the presenting of the at least a portion of the 
item data" and "an event processing module to respond to the single action by ... retrieving 
personal information of the user from a permanent memory in the client, combining the item data 
previously received via the data stream from the server with the personal information of the user 
previously stored in the permanent memory in the client to generate an order for the item, and 
transmitting the order for the item from the client." Because, as discussed above with reference 
to claim 10, Schlafly, whether considered separately or in combination with Florin, does not 
disclose or suggest these features, claim 38 and its dependent claims are patentable in view of the 
Schlafly and Florin combination and should be allowed at least for the reasons articulated with 
respect to claim 10. 

Claim 260, as amended, recites "an event detector to detect a control event associated 
with a single action effectuated by the user in response to the presenting of the at least a portion 
of the item data" and "an event processing module to respond to the single action by ... retrieving 
personal information of the user from a permanent memory in the client, combining the item data 
previously received via the data stream from the server with the personal information of the user 
previously stored in the permanent memory in the client to generate an order for the item, and 
transmitting the order for the item from the client." Because, as discussed above with reference 
to claim 10, Schlafly, whether considered separately or in combination with Florin, does not 
disclose or suggest these features, claim 260 is patentable in view of the Schlafly and Florin 
combination and should be allowed at least for the reasons articulated with respect to claim 10. 

Claims 1 1, 29, 39 and 59 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Florin et al. and Schlafly as applied to claims 10, 28, 38 and 58 above, and further in view 
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of Zachary et al. ("Technology: HP is building Gadget to Make TVS Interactive"). Claims 1 1 
and 

Claim 1 1 recites "receiving a control event associated with a single action effectuated by 
the user in response to the presenting of the at least a portion of the item data" and "responding 
to the single action by ... retrieving personal information of the user from a permanent memory 
in the client, combining the item data previously received via the data stream from the server 
with the personal information of the user previously stored in the permanent memory in the 
client to generate an order for the item, and transmitting the order for the item from the client," 
by virtue of its being dependent on claim 10 As discussed above with reference to claim 10, 
Schlafly, whether considered separately or in combination with Florin, does not disclose or 
suggest these features. Zachary is directed at shopping on the interactive TV system (Zachary, 
Abstract) and also fails to disclose or suggest these features, whether considered separately or in 
combination with Florin and Schlafly. Thus, claim 1 1 is patentable in view of the Schlafly, 
Florin, and Zachary combination and should be allowed. 

Claim 39 recites "an event detector to detect a control event associated with a single 
action effectuated by the user in response to the presenting of the at least a portion of the item 
data" and "an event processing module to respond to the single action by ... retrieving personal 
information of the user from a permanent memory in the client, combining the item data 
previously received via the data stream from the server with the personal information of the user 
previously stored in the permanent memory in the client to generate an order for the item, and 
transmitting the order for the item from the client," by virtue of its being dependent on claim 38 
As discussed above with reference to claim 38, Schlafly, whether considered separately or in 
combination with Florin, does not disclose or suggest these features. As stated above, Zachary 
also fails to disclose or suggest these features, whether considered separately or in combination 
with Florin and Schlafly. Thus, claim 39 is patentable in view of the Schlafly, Florin, and 
Zachary combination and should be allowed. 

Claims 29 and 59 were cancelled. 

Claims 13-14, 17, 31-32, 41-42, 45 and 61-62 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Florin et al. and Schlafly in view of Pires (U.S. 4,163,255). 
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Claims 3-14, and 17 recite "receiving a control event associated with a single action 
effectuated by the user in response to the presenting of the at least a portion of the item data" and 
"responding to the single action by ... retrieving personal information of the user from a 
permanent memory in the client, combining the item data previously received via the data stream 
from the server with the personal information of the user previously stored in the permanent 
memory in the client to generate an order for the item, and transmitting the order for the item 
from the client," by virtue of their being dependent on claim 10. As discussed above with 
reference to claim 10, Schlafly, whether considered separately or in combination with Florin, 
does not disclose or suggest these features. Pires is directed at a billing method for a subscriber 
of a pay television system (Pires, Abstract) and also fails to disclose or suggest these features, 
whether considered separately or in combination with Florin and Schlafly. Thus, claims 3-14, 
and 17 are patentable in view of the Schlafly, Florin, and Pires combination and should be 
allowed. 

Claims 41-42, and 45 recite "an event detector to detect a control event associated with a 
single action effectuated by the user in response to the presenting of the at least a portion of the 
item data" and "an event processing module to respond to the single action by ... retrieving 
personal information of the user from a permanent memory in the client, combining the item data 
previously received via the data stream from the server with the personal information of the user 
previously stored in the permanent memory in the client to generate an order for the item, and 
transmitting the order for the item from the client," by virtue of their being dependent on claim 
38. As discussed above with reference to claim 38, Schlafly, whether considered separately or in 
combination with Florin, does not disclose or suggest these features. As stated above, Pires also 
fails to disclose or suggest these features, whether considered separately or in combination with 
Florin and Schlafly. Thus, claims 41-42, and 45 are patentable in view of the Schlafly, Florin, 
and Pires combination and should be allowed. 

Claims 31-32 and 61-62 were cancelled. 

Claims 27, 37, 54-55, 57, 67 and 246-253 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Florin et al. and Schlafly in view of Harvey et al. (U.S. 4,965,825). 

Claim 27 recites "receiving a control event associated with a single action effectuated by 
the user in response to the presenting of the at least a portion of the item data" and "responding 
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to the single action by ... retrieving personal information of the user from a permanent memory 
in the client, combining the item data previously received via the data stream from the server 
with the personal information of the user previously stored in the permanent memory in the 
client to generate an order for the item, and transmitting the order for the item from the client," 
by virtue of their being dependent on claim 10. As discussed above with reference to claim 10, 
Schlafly, whether considered separately or in combination with Florin, does not disclose or 
suggest these features. Harvey discloses unified system of programming communication for use 
on individual computer systems with capacity for generating relevant user specific information 
simultaneously at each station of a plurality of subscriber stations (Harvey, Abstract) and also 
fails to disclose or suggest these features, whether considered separately or in combination with 
Florin and Schlafly. Thus, claim 27 is patentable in view of the Schlafly, Florin, and Harvey 
combination and should be allowed. 

Claims 54-55 and 57 recite "an event detector to detect a control event associated with a 
single action effectuated by the user in response to the presenting of the at least a portion of the 
item data" and "an event processing module to respond to the single action by ... retrieving 
personal information of the user from a permanent memory in the client, combining the item data 
previously received via the data stream from the server with the personal information of the user 
previously stored in the permanent memory in the client to generate an order for the item, and 
transmitting the order for the item from the client," by virtue of their being dependent on claim 
38. As discussed above with reference to claim 38, Schlafly, whether considered separately or in 
combination with Florin, does not disclose or suggest these features. Harvey discloses unified 
system of programming communication for use on individual computer systems with capacity 
for generating relevant user specific information simultaneously at each station of a plurality of 
subscriber stations (Harvey, Abstract) and also fails to disclose or suggest these features, whether 
considered separately or in combination with Florin and Schlafly. Thus, claims 54-55 and 57 are 
patentable in view of the Schlafly, Florin, and Harvey combination and should be allowed. 

Claims 37, 67, and 246-253 were cancelled. 

Claim 261 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Florin et al. 
and Schlafly as applied to claim 260 above, and further in view of Harvey et al. Claim 261 was 
cancelled. 
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Claims 18-20 and 46-48 were rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Florin et al. and Schlafly as applied to claims 10 and 38 above, and further in view of 
Mustafa et al. (U.S. 4,789,895). 

Claims 18-20 recite "receiving a control event associated with a single action effectuated 
by the user in response to the presenting of the at least a portion of the item data" and 
"responding to the single action by ... retrieving personal information of the user from a 
permanent memory in the client, combining the item data previously received via the data stream 
from the server with the personal information of the user previously stored in the permanent 
memory in the client to generate an order for the item, and transmitting the order for the item 
from the client," by virtue of their being dependent on claim 10. As discussed above with 
reference to claim 10, Schlafly, whether considered separately or in combination with Florin, 
does not disclose or suggest these features. Mustafa is directed at a telecommunication system 
for synchronizing a digital bit stream sent from a central facility to a terminal on lines of 
television frames (Mustafa, Abstract) and also fails to disclose or suggest these features, whether 
considered separately or in combination with Florin and Schlafly. Thus, claims 18-20 are 
patentable in view of the Schlafly, Florin, and Mustafa combination and should be allowed. 

Claims 46-48 recite "an event detector to detect a control event associated with a single 
action effectuated by the user in response to the presenting of the at least a portion of the item 
data" and "an event processing module to respond to the single action by ... retrieving personal 
information of the user from a permanent memory in the client, combining the item data 
previously received via the data stream from the server with the personal information of the user 
previously stored in the permanent memory in the client to generate an order for the item, and 
transmitting the order for the item from the client," by virtue of their being dependent on claim 
38. As discussed above with reference to claim 38, Schlafly, whether considered separately or in 
combination with Florin, does not disclose or suggest these features. As stated above, Mustafa 
also fails to disclose or suggest these features, whether considered separately or in combination 
with Florin and Schlafly. Thus, claims 46-48 are patentable in view of the Schlafly, Florin, and 
Mustafa combination and should be allowed. 
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RESERVATION OF RIGHTS 

In the interest of clarity and brevity, Applicant may not have addressed every assertion 
made in the Office Action. Applicant's silence regarding any such assertion does not constitute 
any admission or acquiescence. Applicant reserves all rights not exercised in connection with 
this response, such as the right to challenge or rebut any tacit or explicit characterization of any 
reference or of any of the present claims, the right to challenge or rebut any asserted factual or 
legal basis of any of the rejections, the right to swear behind any cited reference such as provided 
under 37 C.F.R. § 1.131 or otherwise, or the right to assert co-ownership of any cited reference. 
Applicant does not admit that any of the cited references or any other references of record are 
relevant to the present claims, or that they constitute prior art. To the extent that any rejection or 
assertion is based upon the Examiner's personal knowledge, rather than any objective evidence 
of record as manifested by a cited prior art reference, Applicant timely objects to such reliance 
on Official Notice, and reserves all rights to request that the Examiner provide a reference or 
affidavit in support of such assertion, as required by MPEP § 2144.03. Applicant reserves all 
rights to pursue any cancelled claims in a subsequent patent application claiming the benefit of 
priority of the present patent application, and to request rejoinder of any withdrawn claim, as - 
required by MPEP § 821.04. 
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CONCLUSION 

Applicants respectfully submit that the claims are in condition for allowance, arid 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicants' attorney at 408-278-4052 to facilitate prosecution of this application. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. " ~ 

Respectfully submitted, 
KURIACOSE JOSEPH ET AL. 
By their Representatives, 

SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 
P.O. Box 2938 
Minneapohs, MN 55402 
408-278-4052 


August 3, 2007 


By /Elena Dreszer/ 


Elena B. Dreszer 
Reg. No. 55,128 
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1450, Alexandria, VA 22313-1450 on this 3 day of August 20C7. 
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ALL ENCOMPASSING STATEMENT OF CLAIMS 

Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Please find below an all-encompassing statement of claims. 
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CLAIMS 

1 - 9 (Cancelled) 

1 0. (Thrice Amended) A method of facilitating ordering an item using a distributed 
computing system including at least one client and at least one server, the method including: 

receiving, via a data stream from the server, item data, the item data including 
information to at least one of show and describe the item via the client and an item identifier to 
identify the item as currently being offered for sale: 

presenting at least a portion of the item data to a user: 

receiving a control event associated with a single action effectuated by the user in 
response to the presenting of the at least a portion of the item data: 
responding to the single action by: 

retrieving personal information of the user from a permanent memory in the 

client, and 

combining the item data previously received via the data stream from the server 
with the personal information of the user previously stored in the permanent memory in the client 
to generate an order for the item, and 

transmitting the order for the item from the client. 

1 1 . (Pending) The method of claim 10, wherein the single action is one of a group including: 
selecting of a single button: and 

pressing of a single button on a TV remote control. 

12. (Cancelled) 

1 3 . (Pending) The method of claim 10, wherein the user related, personal information 
includes at least one of a group including a user's name, address, method of payment and 
payment account number. 
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14. (Pending) The method of claim 10, wherein the user related, personal information is 
Stored in memory in the client. 

1 5 . (Pending) The method of claim 10, wherein the distributed computing system is an 
interactive television system and wherein the at least one of showing and describing of the item 
is, at least in part, by a television signal. 

16. (Pending) The method of claim 10, wherein the client includes an auxiliary data processor 
and a client computer. 

17. (P ending) The method of claim 10, wherein the client is associated with at least a set top 
box, and wherein the user related, personal information is stored at the set top box . 

18. ( P ending) The method of claim 17, wherein the set top box is in communication with a 
local computer and associated storage and wherein the method further includes: 

the client retrieving information from one or more of the local computer and the 
associated storage. 


19. (Pending) The method of claim 18, wherein the method further includes: controlling the 
client by means of the local computer. 

20. (Pending) The method of claim 18, wherein the local computer is part of a local area 
network. 

2 1 . (Amended) The method of claim 10, wherein the distributed computer system lurther 
includes a central processing facility in communication with the server and wherein the method 
includes: 

sending information used in processing the order from the client to the central processing 

facility. 
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22. (Amended) The method of claim 10, further including: 
receiving an order confirmation at the client. 

23 . (P ending) The method of claim 21, further including: 
communicating information between the client and the server via the central processing 

facility. 

24. (Pending) The method of claim 23, wherein a telephone system acts as the central 
processing facility. 

25-26. (Cancelled) 

27. (Twice Amended) The method of claim 10 wherein the item data includes at least one of 
a group of identifiers including a code and a command. 

28-32. (Cancelled) 

3 3 . (Amended) The method of claim 10, wherein the receiving of the item data via the data 
stream from the server, comprises receiving the item data via a television signal. 

34-37. (Cancelled) 

38. (Thrice Amended) A computer system to order an item, the system including: 

a data receiver to receive, via a data stream from a server, item data, the item data 

including information to at least one of show and describe the item, and an item identifier 

to identify the item as currently being offered for sale: 

a data processing system to present at least a portion of the item data to a user; 
an event detector to detect a control event associated with a single action 

effectuated by the user in response to the presenting of the at least a portion of the item 

data: and 
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an event processing module to respond to the single action by: 

retrieving personal information of the user from a permanent memory in the 

client, and 

combining the item data previously received via the data stream from the server 
with the personal information of the user previouslv stored in the permanent memory in the client 
to generate an order for the item, and 

transmitting the order for the item from the client. 

39. (Pending) The system of claim 38, wherein the single action includes at least one of a 
group including: 

selecting of a single button: and 

pressing of a single button on a TV remote control. 

40. (Canceled) 

4 1 . (Pending) The system of claim 38, wherein the user related, personal information 
includes at least one of a group including a user's name, address, method of payment and 
payment account number. 

42. (Pending) The system of claim 38, wherein the user related, personal information is 
stored in memory of the client. 

43. (Pending) The system of claim 38, wherein the computer system is an interactive 
television system and wherein the at least one of showing and describing of the item by the data 
processing system is, at least in part, performed utilizing a television signal. 

44. (Canceled) 


Pages 
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45. (Pending) The system of claim 38, wherein the client is associated with at least a set top 
box, and wherein the user related, personal information is stored at the set top box. 
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46. (Pending) The system of claim 45, wherein the set top box is in communication with a 
local computer and associated storage and wherein the cUent is to retrieve information from one 
or more of the local computer and the associated storage. 

47. (Pending) The system of claim 46, wherein the local computer controls the client. 

48. (Pending) The system of claim 46, wherein the local computer is part of a local area 
network. 

49. (Pending) The system of claim 38, including a central processing facility in 
communication with a server and wherein the client sends information used in processing to the 
central processing facility. 

50. (Pending) The system of claim 49 wherein the server is to send an order confirmation to 
the user to confirm the order. 

51. (P ending) The system of claim 49, wherein the central processing facility is to 
communicate information between the client and the server. 

52. (Pending) The system of claim 5 1 wherein a telephone system acts as the central 
processing facility. 

53. (P ending) The system of claim 38 wherein the data receiver is to receive the data 
including: 

information to enable the user to order the item by the single action with respect to 
the client. 

54. (Pending) The system of claim 53 wherein the data receiver includes an auxiliary data 
extractor to extract the information to at least one of show and describe from the data and a 
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packet data extractor to extract the information to enable from the data. 

55. (Pending) The system of claim 54 wherein the auxiliary data extractor provides the 
information to at least one of show and describe to the data processing system and the packet 
data extractor provides the information to enable to the client. 

56. (Canceled) 

57. (Pending) The svstem of claim 38 wherein the item identifier includes at least one a group 
of identifiers including a code and a command. 

58-62. (Cancelled) 

63. (Amended) The svstem of claim 38, wherein the data stream is in the form of a television 
signal. 

64-259. (Cancelled) 

260. (Thrice Amended) A machine-readable medium embodving a sequence of instructions 
that, when executed bv a machine, cause the machine to facilitate ordering an item within a 
distributed computing svstem including at least one client and at least one server by: 

receiving, from a server, item data, the item data including information to at least 
one of show and describe the item via the client and an item identifier to enable the client 
to identify the item as currentiv being offered for sale; 
presenting at least a portion of the item data : 

receiving a control event associated with a single action effectuated bv the user in 
response to the presenting of the at least a portion of the item data: and 
responding to the single action by: 

retrieving personal information of the user from a permanent memorv in the 

client, and 
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combining the item data previously received from the server with the personal 
information of the user previouslv stored in the permanent memorv in the client to generate an 
order for the item, and 

transmitting the order for the item from the client. 

261. (Cancelled) 

262. (Pending) The machine-readable medium of claim 260, wherein the medium includes a 
mass storage device. 


263 - 357 


(Cancelled) 
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Conclusion 

Applicant respectfully submits that the claims are in condition for allowance and 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicant's attorney at 612-373-6900 to facilitate prosecution of this application. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. 


Respectfully submitted, 


SCHWEGMAN, LUNDBERG & WOESSNER, P.A. 
P.O. Box 2938 
Minneapohs, MN 55402 
612-373-6900 

Date By /Elena Pre.zer/ 

Elena B. Dreszer 
Reg. No. 55,128 


CERTIFICATE UNDER 37 CFR 1.8: The undersigned hereby certifies that this conespondence is being filed using the USPTO's electronic 
filing system EFS-Web, and is addressed to: CoiTunissioner for Patents, P.O. Box 1450, Alexandria, VA 223 1 3-1450 on this "2^^ day of May 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Kuriacose Joseph et al. Examiner: Yogesh Garg 

Serial No. : 09/672,523 Group Art Unit: 3625 

Filed: September 27, 2000 Docket: 2050.001US3 

Patent No. 5,819,034 Issued: October 6, 1998 

Title: METHOD AND SYSTEM TO FACILITATE ORDERING OF AN ITEM 


CONSENT OF ASSIGNEE TO THE REISSUE UNDER 37 C.F.R. §1.172. POWER OF 
ATTORNEY, AND PROOF OF OWNERSHIP 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

OpenTV, Inc., assignee of the entire right, title and interest in and to U.S. Patent 
No. 5,819,034, which issued on October 6, 1998 and is entitled "APPARATUS FOR 
TRANSMITTING AND RECEIVING EXECUTABLE APPLICATIONS AS FOR A 
MULTIMEDIA SYSTEM, AND METHOD AND SYSTEM TO ORDER AN ITEM USING A 
DISTRIBUTED COMPUTING SYSTEM" hereby consents to the filing of the above-identified 
reissue application. 

I hereby appoint the following attomey(s) and/or patent agent(s) to prosecute this 
application and to transact all business in the Patent and Trademark Office connected herewith: 


Customer No. 44367 


I hereby authorize them to act and rely on instructions from and communicate directly 
with the person/assignee/attomey/firm/organization/who/which first sends/sent this case to them 
and by whom/which I hereby declare that I have consented after full disclosure to be represented 
unless/until I instruct Schwegman, Lundberg & Woessner, P.A. to the contrary. 
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Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A. at 
the address indicated below: 


ASSIGNEE'S PROOF OF OWNERSfflP UNDER 37 CFR § 3.73(b) 

OpenTV, states that it is the owner of record of U.S. Patent No. 5,819,034. Its ownership 
is established by the assignment recorded at Reel 010263, Frame 0580, of all inventions, 
technology and improvements described in U.S. Patent No. 5,819,034. 

Pursuant to 37 CFR § 3.73(b) I declare that I, Mark Beariault, am empowered to sign this 
certificate on behalf of the assignee, OpenTV, Inc. 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willfiil false statements may jeopardize the validity of the application or any 
patent issued thereon. 


Serial Number: 09/672,523 


Dkt: 2050.00 1US3 


P.O. Box 2938, Minneapolis, MN 55402 
Telephone No. (612)373-6900 



Date 



By: Mark Beariault 
Title: General Counsel 


Attorney Docket No.2050.001US3 

SCHWEGMAN ■ LUNDBERG ■ WOESSNER 

United States Patent Application 

SUBSTITUTE REISSUE DECLARATION 

As a below named inventor I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name; 

I verily believe I am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,819,034 which was issued on October 6, 1998, and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5,819,034, the specification of which is attached hereto. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by the amendment filed herewith. 


I verily believe the original patent to be wholly or partly inoperative by reason that the original patent claims 
less than I had the right to claim in the patent. The claims fail to cover embodiments of the invention and inventions 
as claimed in the above-identified reissue application. Specifically, the original patent claims fail to include claim 10, 
reciting "a method of facilitating ordering an item using a distributed computing system including at least one client 
and at least one server, the method including receiving, via a data stream from the server, item data, the item data 
including information to at least one of show and describe the item via the client and an item identifier to identify the 
Item as currently being offered for sale; presenting at least a portion of the item data to a user; receiving a control 
event associated with a single action effectuated by the user in response to the presenting of the at least a portion of 
the item data; responding to the single action by: retrieving personal information of the user from a permanent 
memory in the client, and combining the item data previously received via the data stream from the server with the 
personal information of the user previously stored in the permanent memory in the client to generate an order for the 
item, and transmitting the order for the item from the client." 

The error arose without any deceptive intention on my part. The error arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and I 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. I further acknowledge my duly to disclose information which is material to the examination of the 
application under 37 CFR §1.56. 


05/22/2008 15:53 FAX 3014442998 


DIRECTV-MARYLAND 


E1002/002 


Atloriiey Docket No.: 2050.001 US3 Pa„e ■> oU\ 

Serial No. 09/672.523 

Filing Dale. .Seplcinber 27 2000 

1 hereby appoint the attorneys associated with the customer number listed below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

I hereby authorize them to act and rely on instructions from and communicate directly with the 
person/assignee/attorney/flrm/organization/who/which first sends/sent this case to them and by whom/which 1 hereby 
declare that 1 have consented after full disclosure to be represented unless/until I instruct Schwegman, Lundberg & 
Woessner, P. A. to the contrary. 

Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A, at the address 
indicated below: 
Customer Number. 44367 


I hereby declare that all statements made lierein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
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statements may jeopardize the validity of the application or any patent issued thereon. 
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Citizenship: v / /(, >wM * ^ A Residence: Gaithersburg, MD 
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Gaithersburg. MD 20878 ^ ' 

Signature: ^ Date: 


Full Name of joint inventor n 

Citizenship: 

Post Office Address: 


France 

,3519 S. Court 

Palo Alto, CA 94306 


Residence: Palo Alto, CA 


Full Name of joint inventor number 3: Alain Delmich 

Citizenship: France Residence: Lcs Essarts Leroi France 

Post Office Address: 34 Pare Des Essarts 

Les Essarts Leroi 78690 
France 

Signature: ; Date: 

Alain Delpuch 


X Additional inventors are being named on separately numbered sheets, attached hereto. 
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Full Name of joint inventor number 4 : Anslev Wayne Jessup 

Citizenship: United States of America Residence: Willingboro, NJ 

Post Office Address: 22 Elmwood Lane 

Willingboro, NJ 08046 

Signature: Date: 

Ansley Wayne Jessup 


Every error in the patent which was corrected in the present reissue appHcation, and which is not covered by the prior 
oath(s) and/or declaration (s) submitted in this appUcation, arose without any deceptive intention on the part of the 
apphcant. 


Attorney Docket No.: 2050.00 1US3 

Serial No. 09/672,523 

Filing Date: September 27, 2000 


Page 4 of 4 


§1.56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings of all information 
material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be material to 
patentability as defmed in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of a claim that is 
canceled or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material to the patentability of any 
existing claim. The duty to disclose all information known to be material to patentability is deemed to be satisfied if all information known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§ 1 .97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to 
carefully examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim patentably defines, to make sure that any material information contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to information akeady of record or being 
made of record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is estabhshed when the information compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent appHcation within the meaning of this section are: 

( 1 ) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated 
with the inventor, with the assignee or with anyone to whom there is an obhgation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 


Attorney Docket No.2050.001US3 

SCHWEGMAN ■ LUNDBERG ■ WOESSNER 

United States Patent Application 

SUBSTITUTE REISSUE DECLARATION 

As a below named inventor I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name; 

I verily believe I am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,819,034 which was issued on October 6, 1998, ajid of the subject matter claimed in tlie 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5,819,034, the specification of which is attached hereto. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by the amendment filed herewith. 


1 verily believe the original patent to be wholl\ or partly inoperative by reason that the original patent claims 
less than 1 had the right to claim in the patent. Tlie claims fail to cover embodiments of the invention and inventions 
as claimed in the above-identified reissue application. Specifically, the original patent claims fail to include claim 10, 
reciting "a method of facilitating ordering an item using a distributed computing system including at least one client 
and at least one scn'er, the method including receiving, via a data stream from the server, item data, the item data 
including information to at least one of show and describe the item via the client and an item identifier to identify the 
item as currently being offered for sale; presenting at least a portion of the item data to a user; receiving a control 
event associated with a single action effectuated by the user in response to the presenting of the at least a portion of 
the item data: responding to the single action by: retrieving personal information of the user from a permanent 
memory in the client, and combining the item data previously received via the data stream from the server with the 
personal information of the user previously stored in the permanent memorj' in the client to generate an order for the 
item, and transmitting the order for the item from the client." 

The error arose without any deceptive intention on my part. Hie error arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and 1 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. I further acknowledge my duty to disclose information which is material to the examination of the 
application under 37 CFR §1.56. 
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I hereby appoint the attorneys associated with the customer number listed below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

1 hereby authorize them to act and rely on instructions from and communicate directly with the 
person/assignee/attorney/firm/organization/whoAvhich first sends/sent this case to them and by whom/which 1 hereby 
declare that 1 have consented after full disclosure to be represented unless/until I instruct Schwegman. Lundberg & 
Woessner, P. A. to the contrars'. 

Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A. at the address 
indicated below: 
Customer Number. 44367 


1 tiereby declare that aU statements made lierein of my own knowledge are true and that all slaiemenus made on infonnation and 
Ijelief are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punisliable by fine or imprisonment, or both, under Section 1001 of Title 18 of llic United States Code and that such willful false 
statements may jeopardize the vahdity of the application or any patent issued thereon. 

Full Name of joint inventor number 1 : Kuriactisc Joseph 

Citizenship; India Residence: Gailhershurg, MD 

Post Office Address: 1 6 1 24 Orchard G rove Road 

Gaithersburg, MD 20878 

Signature: Date: 

Kuriacose Joseph 


Full Name of joint ir 

Citizenship: France Residence: Palo Alto, CA 

Post Office Address: 3519 S. Court 

Palo Alto, CA 94306 

Vincent Dureau ' ' 


Full Name of joint invei 

Citizenship: 

Post OtTice Address: 


>r number 3 : Aluin Dclpuch 
France 

34 Pare Des Essarts 
Les Essaris Lcroi 78690 


Residence: Lcs Essarts Leroi France 


X Additional inventors are being named on separately numbered sheets, attached hereto. 
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Full Name of joint imcnlor number 4 : Anslcv Wavnc Jcssu 


Cilizenship: 

Posl Office Address: 22 Elmwood Lane 

Willingboro, NJ 08046 


United States of America Residence: Willingboni. NJ 


Ansley Wayne Jessup 


Every error in the patent which was corrected in the present reissue application, and which is not cov-ered by the prior 
oaS) L.d/or declaration (s) subn^tted in this apphcation, arose without any deceptive intention on the part of the 


applicant 


Attorney Docket No.: 2050.00 1 US3 

Serial No. 09/671523 

Filing Date: September 27, 2000 


Page 4 of 4 


§ 1.56 Duly 10 disclose inronnulioii inaierial to palentabilitj'. 

(a) A patcnl by its very niitiirc is affeeled witli a public interest. The public interest is best served, uiiU the most effective patent 
examination occurs when, at the lime an application is being examined, Uie Office is aware of and evaluates the tcacliings of all information 
material to patentability. Each individual associated with the filing and prosecution of a patent application lias a duly of candor and good 
faith in dealing wiUi the Office, ^vhich includes a duty lo disclose to Uic Office all information known to tliat individual to be material to 
patentability as defmed in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn Crom consideration, or the application becomes abandoned. Information material to the patentability of a claim that is 
canceled or withdrawn from consideration need not be submitted if the information is not material to tlie patentability of any claim 
remaining under consideration in the application. There is no duly to submit information which is not material to llie patentability of any 
existing claim. The duly lo disclose all information known to be material to patentability is deemed to be satisfied if all infomiation known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in tlie manner prescribed by 
§§ 1 .97(bHd) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or auempled or the duty of disclosure was violated tlirough bad faith or intentional misconduct. The Oftlcc encourages applicants to 
carefully examine: 

( 1 ) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim patentably defines, to make sure that any material infonnation contained therein is disclosed to the Office. 

(b) Under this section, infonnation is material to palenlabilily when it is not cumulative to information already of record or being 
made of record in the application, and 

(1) It establishes, by itself or in combination witli otlicr infomialion, a prima facie case of unpaientability of a claim; or 

(2) It refines, or is inconsistent with, u position the applicant takes in: 

(i) Opposing an argument of unpalenlability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatcntabilily is established when the information compels a conclusion Uiat a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each term in tlie claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrarj' conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

( 1 ) Each inventor named in the application: 

(2) Each attorney or agent wlio prepares or prosecutes the application; and 

(3) Every oilier person who is substantively involved in the preparation or prosecution of the application and who is associated 
with tJie inventor, witli the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than tlie attorney, agenl or inventor may comply with this section by disclosing infonnation to the attorney. 


Attorney Docket No.2050.001US3 

SCHWEGMAN ■ LUNDBERG ■ WOESSNER 

United States Patent Application 

SUBSTITUTE REISSUE DECLARATION 
As a below named inventor I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name; 

I verily believe I am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,819,034 which was issued on October 6, 1998, and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5,819,034, the specification of which is attached hereto. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by the amendment filed herewith. 

I verily believe the original patent to be wholly or partly inoperative by reason that the original patent claims 
less than I had the right to claim in the patent. The claims fail to cover embodiments of the invention and inventions 
as claimed in the above-identified reissue application. Specifically, the original patent claims fail to include claim 10, 
reciting "a method of facilitating ordering an item using a distributed computing system including at least one client 
and at least one server, the method including receiving, via a data stream from the server, item data, the item data 
including information to at least one of show and describe the item via the client and an item identifier to identify the 
item as currently being offered for sale; presenting at least a portion of the item data to a user; receiving a control 
event associated with a single action effectuated by the user in response to the presenting of the at least a portion of 
the item data; responding to the single action by: retrieving personal information of the user from a permanent 
memory in the client, and combining the item data previously received via the data stream from the server with the 
personal information of the user previously stored in the permanent memory in the client to generate an order for the 
item, and transmitting the order for the item from the client." 

The error arose without any deceptive intention on my part. The error arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and I 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. I further acknowledge my duty to disclose information which is material to the examination of the 
application under 37 CFR §1.56. 


Attorney Docket No.: 2050.001US3 P'lge 2 of 4 

Serial No. 09/672,523 

Filinjf Date: September 27, 2000 .. 

I hereby appoint the attorneys associated with the customer number hsted below to prosecute this apphcation 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

I hereby authorize them to act and rely on instructions from and communicate directly with the 
person/assignee/attomey/firm/organization/who/which first sends/sent this case to them and by whom/which I hereby 
declare that I have consented after full disclosure to be represented unless/until I instruct Schwegman, Lundberg & 
Woessner, P.A. to the contrary. 

Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A. at the address 
indicated below: 
Customer Number. 44367 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisomnent, or both, under Section 1001 of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 

Full Name of joint inventor number 1 : Kuriacose Joseph 

Citizensliip: India Residence: Gaithersburg, MD 

Post Office Address: 16124 Orchard Grove Road 

Gaithersburg, MD 20878 

Signature: „„. Date: „ 

Kuriacose Joseph 


Full Name of joint inventor number 2 : Vincent Bureau 

Citizenship: France Residence: Palo Alto, CA 

Post Office Address: 3 5 1 9 S. Court 

Palo Alto, CA 94306 

Signature : _ „___ .™ Date : ____ 

Vincent Dureau 


As* 

FuU Name ofjoint inventor number 3 : Alain Delpuch PARI S FRANCE. S^'^'^'Hi 

Citizensliip: France Residence: f " ' " 


Post Office Addresf: 3^ Pare Des Bssarts . 5|£} fjl_ fc^^^Hv^ ^'h^l»^ 

I i - Les Esaarts Leroi-7.8^90 fflViS 

" Date: CTlf-i- j- ^-4 ^-i.-s^;^^ 


/ 



France 


X Additional inventors are being named on separately numbered sheets, attached hereto. 


Attorney Docket No.: 2050.001US3 

Serial No. 09/672,523 

Filing Date: September 27, 2000 


Page 3 of 4 


Full Name of joint inventor number 4 ; Anslev Wayne Jessup 

Citizenship: United States of America Residence: Willingboro, NJ 

Post Office Address : 22 Elmwood Lane 

Willingboro, NJ 08046 

Signature: . Date: 

Ansley Wayne Jessup 


Every error in the patent which was corrected in the present reissue apphcation, and which is not covered by the prior 
oath(s) and/or declaration (s) submitted in this application, arose without any deceptive intention on the part of the 
applicant. 
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§ 1 .56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The pubUc interest is best served, and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings of all information 
material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be material to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of a claim that is 
canceled or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material to the patentability of any 
existing claim. The duty to disclose all information known to be material to patentability is deemed to be satisfied if all information known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§ 1 .97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to 
carefully examine: 

( 1 ) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim patentably defines, to make sure that any material information contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to information akeady of record or being 
made of record in the appUcation, and 

(1 ) It establishes, by itself or in combination with other infonnation, a prima facie case of unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the infonnation compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

( 1 ) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the appUcation; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated 
with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 


Allomcy Docket No.20S0.00 1 U S5 

SCHWEGMAN ■ LUNDBERG ■ WOESSNER 

United States Patent Application 

SUBSTITUTE REISSUE DECLARATION 

As a below named invenlor I hereby declare lhat: 

My residence, posi office address and citizenship are as staled below next to my name; 

I verily believe 1 am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,819,034 which was issued on October 6, 1998. and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5,819,034, the specification of which is attached hereto. 

I hereby state lhat 1 have reviewed and understand the contents of the above-identified specification, ^ 
including the claims, as amended by the amendment filed herewitli. 

1 verily believe the original patent to be wholly or partly inoperative by reason that the original patent claims 
less than I had the right to claim in the patent. The claims fail to cover embodiments of the invention and inventions 
as claimed in the above-identified reissue application. Specifically, the original patent claims fail to include claim 10, 
reciting "a method of facilitating ordering an item using a distributed computing system including at least one client 
and at least one server, the method including receiving, via a data stream from the serv er, item data, the item data 
including infomiation to at least one of show and describe the item via the client and an item identifier to identify tlie 
item as currently being offered for sale; presenting at least a portion of the item data to a user: receiving a control 
event associated witli a single action effectuated by the user in response to the presenting of the at least a portion of 
the item data; responding to the single action by: retrieving personal information of tlie user from a permanent 
memor>' in the client, and combining the item data previously received via the data stream from llie sender with the 
personal information of the user previously stored in the permanent memory in the client to generate an order for the 
item, and transmitting the order for the item from the client." 

The error arose without any decepti^^e intention on my part. The enror arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and I 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. I further acknowledge my dut>' to disclose information which is material to the examination of the 
application under 37 CFR §1.56. 
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I hereby appoint the attorneys associated with the customer number listed below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

I hereby authorize them to act and rely on instructions from and communicate directly with tlie 
person/assignee/atlorney/firm/organization/who/which first sends/sent this case to them and by whom/which 1 hereby 
declare that 1 have consented after full disclosure to be represented unless/until 1 instruct Schwegman, Lundberg & 
Woessner, P. A. to the contrary. 

Please direct all correspondence in tliis case to Schwegman, Lundberg & Woessner, P.A. at the address 
indicated below: 
Customer Number. 44367 


I hereby declare that all statements made herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made witlj the knowledge that willful false statements and the like so 
made are punishable by fine or imprisomnent, or both, under Section 1001 of Title 18 of tlie United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 

Full Name of joint inventor number 1 : Kuriacnse Joseph 

Citizenship: India Residence: Gaithershurg, MD 

Post Office Address: 1 6 1 24 Orchard Grove Road 

Gaithershurg, MD 20878 

Signatuj-e: Date: 

Kuriacose Joseph 


Full Name of joint inventor nmiiber 2 : Vincent Durcau 

Citizenship: France Residence: Palo Alto, CA 

Post Office Address: 351 9 S. Court 

Palo Alto, CA 94306 

Signature: Date: 

Vincent Dureau 


Full Name of joint inventor number 3: Alain Delpnch 

Citizenship: France Residence: Lcs EssaMs Leroi France 

Post OtTice Address: 34 Pare Des Essans 

Les Essarts Leroi 78690 

France 

Signature: Date: 

Alain Delpiich 


X Additional inventors are bemg named on separately numbered sheets, attached hereto. 
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Full Name of joint invcntonuimbcT 4 : Anslev Wayne Jessiin 
Citizenship: United Stattss of AmeNca 

Post Office Address: 22 Elniwood Lane 


Residence: Willinsboro, NJ 


Willii^gbpro. NJ OSO'ie. 


Evei7 error in the patent which was corrected in the present reissue application, and which is not covered by the prior 
oatli(s) and/or declaration (s) siibniitted in this application, arose wiUiout any deceptive intention on the part of the 
applicant. ^ 
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§ 1.56 I3uly to disclose information material to palciilabilily. 

(a) A palcnl by its very nature is affected with a public interest. The public interest is best served, and the most effective patent 
examination occurs when, at the lime an application is being examined, Ujc Office is aware of and evaluates the teachings of all information 
material to patenuibility. Each individual associated with tlie filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to iliscloae to the Office all information known to that individual to be material to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the apphcation becomes abandoned. Information material to the patentability of a claim that is 
canceled or withdrawn Irom consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit infonnation which is not material to the patentability of any 
existing claim. The duty to disclose all information known to be material to patentabilitj- is deemed to be satisfied if ail information known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in Uie manner prescribed by 
§§ 1 .97(b)-<d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or attempted or tlie duty of disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to 
carefully examine: 

( 1 ) prior an cited in search reports of a foreign patent otTice in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent apphcation believe any 
pending claim putentably defines, to make sure that any material infonnation contained therein is disclosed to the OtTice. 

(b) Under this section, information is material to patentability when it is not cumulative to infonnation already of record or being 
made of record in the application, and 

(1) It establi.shes, by itself or in combination with otlier infonnation, a prima facie case of unpatentabilit)' of a claim; or 

(2) It refutes, or is inconsistent witli, a position the applicant takes in: 

(i) Opposing an argiunent of unpatenUibility relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the infonnation compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 
specificaiioii, and before any consideration is given to evidence which may be submitted in an attempt to estabUsh a conlrar>' conclusion of 
patentability. 

(c) Individuals associated with the fiUng or prosecution of a patent application w itliin the meaning of diis section are: 

(1) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of tlie application and wiio is associated 
with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than tlie attorney, agent or inventor may comply with this section by disclosing infonnation to the attorney. 


Request 

FOR 

Continued Examination (RCE) 
Transmittal 

Subsection (b) of 35 U.S.C. § 132, effective on May 29, 2000, 
provides for continued examination of an utility or plant application 
filed on or after June 8, 1995. 
See The American Inventors Protection Act of 1999 (AIPA). 


Application Numbef 

09/672 523 

Filing Date 

oepiemuer z / , zuuu 

Fivst Named Inventov 

K.uriacos6 Joseph 

Confirmation Number 


Group Art Unit 

3625 

Examiner Name 

Yogesh Garg 

Attorney Docket Number 

2050.001US3 

Customer No. 

44367 


This is a Request for Continued Examination (RCE) under 37 C.F.R § 1.114 of the above-identified application 
entitled 

METHOD AND SYSTEM TO FACILITATE ORDERING OF AN ITEM 

1 . Submission required under 37 C.F.R. § 1.114: 

X Amendment Under 37 C.F.R § 1 .1 16 (5 pages) is enclosed. 

X Information Disclosure Statement (2 pages), Form 1449 (2 pages), and copies of cited documents (20). 
X Substitute Reissue Declaration ( 


2. Fees 

X Authorization to charge deposit account 1 9-0743 in the amount of $8 1 0.00 to pay the RCE filing fee required 
under 37 C.F.R. § 1.17(e). 

X The Commissioner is hereby authorized to charge any additional fees or credit overpayment to Deposit 
Account No. 19-0743. 


Elena B. Dreszer 
Reg. No. 55,128 

CERTIFICATE UNDER 37 C.F.R 1.8 : The undersigned hereby certifies that this correspondence is being filed using the USPTO's electronic 
filing systein EFS-Web, and is addressed to: Mail Stop RCE, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 1 3-1450 on this 
day of March, 2009. 

John D. Gustav-Wrathall //yYI^ . 

iw Paralegal 

Schwegman, Lundberg & Woessner 


EXPEDITED PROCEDURE-EXAMINING GROUP 3625 

S/N 09/672,523 PA] 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Kuriacose Joseph et al. Examiner: Yogesh Garg 

Serial No.: 09/672,523 Group Art Unit: 3625 

Filed: September 27, 2000 Docket No.: 2050.001US3 

Customer No.: 44367 Confirmation No.: 2175 

Title: METHOD AND SYSTEM TO FACILITATE ORDERING OF AN ITEM 


AMENDMENT & RESPONSE UNDER 37 C.F.R. 1.116 

Mail Stop RCE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

In response to the Final Office Action dated January 6, 2009, please amend the 
application as follows: 
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REMARKS 

This responds to the Final Office Action dated January 6, 2009. 

No claims are amended, no claims are canceled, and no claims are added; as a result, 
claims 10-11, 13-24, 27, 33, 38-39, 41-43, 45-55, 57, 63, 260-262 remain pending in this 
application. 

Substitute Oath/Declaration 

The substitute declaration filed on May 29, 2008 was found defective. Corrected 
substitute declaration is being filed herewith. 

§ 251 Rejection o f the Claims 

Claims 10-11, 13-24, 27, 33, 38-39, 41-43, 45-55, 57, 63, 260 and 262 were rejected 
under 35 U.S.C. § 251 as "being an improper recapture of broadened claimed subject matter 
surrendered in the application for the patent upon which the present reissue is based."' 

A brief reference to the prosecution history may be useful here. The issue of recapture 
under 35 U.S.C. § 251 has already been raised before, in the Final Office Action dated May 5, 
2006. Following the Applicants' arguments, the rejection of claims under 35 U.S.C. § 251 was 
withdrawn. Specifically, in the Office Action mailed on May 03, 2007, the Examiner stated the 
reason for withdrawing the rejection under 35 U.S.C. § 251 being that the subject matter of the 
claims is new and not related to the claimed subject matter surrendered in the patent application 
upon which the present reissue is based. 

Referring to the discussion provided in the Final Office Action mailed January 6, 2009, 
the Examiner states that claims 10-11, 13-24, 27, 33, 38-39, 41-43, 45-55, 57, 63, 260 and 262 
are broader than the patented claims 1-9 because they do not include limitations recited in the 
patented claims 1-9 and concludes that the claims are barred by the recapture rule. The recapture 


' Final Office Action mailed January 6, 2009, page 4. 
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rule and the scenarios under which the recapture rule bars reissue claims are addressed in MPEP 
1412.02 titled "Recapture of Canceled Subject Matter." In the pertinent part, MPEP 1412.02 
states that if the reissue claims are claiming additional inventions or embodiments not originally 
claimed, then recapture is not present, and that the complete removal of a limitation that was 
added to obtain the patent is permitted where the replacement limitation provides a separate 
invention.^ 

In the present reissue application, the claims are directed to method and system of 
facilitating ordering an item, where the order is placed in response to a single action by the user, 
and thus are related to additional inventions when compared to the inventions claimed in the 
original patent (e.g., a system configured to receive and execute a distributed computing 
application that alters an associated video program). Because the reissue claims are claiming 
additional inventions not originally claimed, the recapture is not present. It is respectfully 
requested that the rejection be reconsidered and withdrawn. 

The Finality of the Office Action is Improper 

Pursuant to MPEP 706.07(a), "second or any subsequent actions on the merits shall be 
final, except where the examiner introduces a new ground of rejection that is neither necessitated 
by applicant's amendment of the claims, nor based on information submitted in an information 
disclosure statement."^ Claims 10-11, 13-24, 27, 33, 38-39, 41-43, 45-55, 57, 63, 260 and 262 
were rejected under 35 U.S.C. § 251 as "being an improper recapture of broadened claimed 
subject matter surrendered in the application for the patent upon which the present reissue is 
based." 

It will be noted that the Office Action immediately preceding the Final Office Action 
dated January 6, 2009 did not set forth a rejection under 35 U.S.C. § 251 for the reason of 
improper recapture. Thus, because the Examiner was silent in the earlier paper with respect to 
the issue of recapture and, as a result, the Applicants were not afforded an opportunity to 


^ MPEP 1412.02 (I)(C). ("If, however, the reissue claim(s) are really claiming additional 
inventions/embodiments/species not originally claimed (i.e., overlooked aspects of the disclosed invention), then 
recapture will not be present.") 
^ Final Office Action mailed January 6, 2009, page 4. 
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respond, the rejection of the claims as improper recapture is a new ground of rejection"* that 
renders the Final Office Action dated January 6, 2009 an improper Final Office Action. It is 
respectfully requested that the finality of the Final Office Action be withdrawn. 

Furthermore, it will be noted that the Applicants submitted the substitute declaration in 
reliance on the Examiner's input with respect to the proposed substitute declaration. Specifically, 
the allegedly defective declaration was revised by and informally approved by the Examiner, as 
is evident from the documents provided in Appendix A (email exchange between the Applicants' 
representative and the Examiner), Appendix B (Applicants' proposed substitute declaration), and 
Appendix C (substitute declaration revised by the Examiner). Because the substitute declaration 
was filed on May 29, 2008 in reliance on the informal approval by the Examiner, the rejection of 
the substitute declaration as defective is equivalent to a new ground of rejection by the Examiner. 
Therefore, the Final Office Action dated January 6, 2009 is an improper Final Office Action. It 
is respectfiiUy requested that the finality of the Final Office Action be withdrawn for this 
additional reason. 

One-Click Patent 

The Office should be aware of U.S. patent no. 5,960,41 1, conventionally known as 
Amazon One-Click patent, that claims certain aspects of placing an order for an item in response 
to a single action being performed. It will be noted that the priority date of the U.S. patent no. 
5,960,41 1 is September 12, 1997, which is subsequent to the filing date of the original patent that 
is April 28, 1994. The U.S. patent no. 5,960,41 1 is thus not prior art with respect to the present 
reissue application. 


AMENDMENT AND RESPONSE UNDER 37 C.F.R. § 1.116 - EXPEDITED PROCEDURE 

Serial Number;09/672,523 
Filing Date: September 27, 2000 

Title: METHOD AND SYSTEM TO FACILITATE ORDERING OF AN ITEM 


" Ex parte Mahur, Appeal No. 95-4103, 1996 WL 1795838 at *9. 
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CONCLUSION 

Applicant respectfully submits that the claims are in condition for allowance, and 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicant's representative at (408) 278-4052 to facilitate prosecution of this application. 

If necessary, please charge any additional fees or deficiencies, or credit any 
overpayments to Deposit Account No. 19-0743. 


RespectfiiUy submitted, 

SCHWEGMAN, LUNDBERG & WOESSNER, P.A. 
P.O. Box 2938 
Minneapolis, MN 55402 
(408) 278-4052 


March 30, 2009 


By_ 


Elena B. Dreszer 
Reg. No. 55,128 


CERTIFICATE UNDER 37 CFR 1 .8 : The undersigned hereby certifies that this coiTespondence is being filed using the 
USPTO's electronic filing system EFS-Web, and is addressed to: Mail Stop RGB, Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450 on March^ 2009^ ^ 

John D. Gustav-Wrathflll ./^^T^f- 

Name Paralegal 

Schwegman, Lundberg & Woessner 
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United States Patent Application 

SUBSTITUTE REISSUE DECLARATION 
As a below named inventor I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name; 

1 verily believe I am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,819,034 which was issued on October 6, 1998, and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5,819,034, the specification of which is attached hereto. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by the amendment filed herewith. 


I believe original U.S. patent no. 5,819,034 to be wholly or partly inoperative by reason of my claiming less 
than ] had the right to claim in the patent. Specifically, the patent discloses a method and system that, stated 
generally, facilitate the presenting of data about an item being offered for sale to a user, and in response to a single 
acfion by the user, generating an order for the item. This invention is distinct from the invention claimed in the 
original patent; and is not in any way claimed in the patent. This error is addressed in this reissue by including 
claims directed to method and system of facilitating ordering an item, where the order is placed in response to a 
single action by the user. In particular, the error is addressed by the presentation of claims 1 0, 28, 260, and their 
respective dependent claims, drawn to this previously unclaimed invention. 

The error arose without any deceptive intention on my part. The error arose during the drafting of the 
application and diu-ing subsequent amendments in connection with the prosecution of tlie application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and I 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The enor was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. I further acknowledge my duty to disclose information which is material to the examination of the 
application under 37 CFR § 1 .56. 
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I hereby appoint the attorneys associated with the customer number listed below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

I hereby authorize them to act and rely on instructions from and communicate directly with the 
person/assignee/attomey/firm/organization/who/which first sends/sent this case to them and by whom/which 1 hereby 
declare that I have consented after full disclosure to be represented unless/until I instruct Schwegman, Lundberg & 
Woessner, P. A. to the contrary. 

Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A. at the address 
indicated below: 
Customer Number. 44367 


I hereby declare that all stalements made herein of my own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fme or imprisonment, or both, under Section 1001 of Title 18 of the United Sutes Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 

Full Name of joint inventor number 1 : Kurlacose Joseph 

Citizenship: United States of America Residence: Gaithersburg, iVlD 

Post Office Address: 1 6 1 24 Orchard Grove Road 

GaithersbureJvlD 20878 

Signature; J^A''^/^^(y^ Jv^z-^jl^^ Date: 

Kuriacose Joseph 


Full Name of joint inventor number 2 : Vincent Dureau 

Citizenship: France Residence: Palo Alto, CA 

Post Office Address: 3519 S. Court 

Palo Alto, CA 94306 

Signature: Date: 

Vincent Dureau 


Full Name of joint inventor number 3 : Alain Delpuch 

Citizenship: France Residence: Paris, France 

Post Office Address: 36 rue Le Brun 

Paris 750 13 

France 

Signature: , . °3te: 

Alain Delpuch 


X Additional inventors are being named on separately numbered sheets, attached hereto. 


Attorney Docket No.: 2050.00 1US3 

Serial No. 09/672,523 

Filing Dale: September 27, 2000 


Page 3 of 4 


Full Name of joint inventor number 4 ; Anslcv Wayne Jessup 

Citizenship: United States of America Residence: Willingboro. NJ 

Post Office Address: 22 Elmwood Lane 

Willingboro, NJ 08046 


Ansley Wayne Jessup 


Every error in the patent which was corrected in the present reissue application, and which is not covered by the prior 
oath(s) and/or declaration (s) submitted in this application, arose without any deceptive intention on the part of the 
applicant. 
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§ 1.56 Duty to disclose infonnalioii material lo patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, and the most effective patent 
examination occurs when, at the time an application is beins examined, the Office is aware of and evaluates the teachings of all information 
material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be material to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of a claim that is 
canceled or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material to the patentability of any 
existing claim, The duty to disclose all information known to be material to patentability is deemed to be satisfied if all information known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§ i .97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to 
carefully examine: 

(1) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim patentably defines, to make sure that any material inforaiation contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when h is not cumulative to information already of record or being 
made of record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in; 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

(1) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated 
with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than tlie attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 
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SCHWEGMAN ■ LUNDBERG ■ WOESSNER 

United States Patent Application 

SUBS riTUTE REISSLE DECLAR.ATION 
As a below named inventor 1 hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name: 

I verily believe 1 am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5.819,034 which was issued on October 6. 1 998. and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5.819,034, the specification of which is attached hereto. 

I hereby state that 1 have reviewed and understand the contents of the above-identitled specification, 
including the claims, as amended by the amendment filed herewith. 

1 believe original U.S. patent no. 5,819,034 to be wholly or partly inoperative by reason of my claiming less 
than 1 had the right to claim in the patent. Specifically, the patent discloses a method and system that, stated 
generally, facilitate the presenting of data about an item being offered for sale to a user, and in response to a single 
action by the user, generating an order for the item. This invention is distinct from the invention claimed in the 
original patent; and is not in any way claimed in the patent. This error is addressed in this reissue by including 
claims directed to method and system of facilitating ordering an item, where the order is placed in response to a 
single action by the user. In particular, the error is addressed by the presentation of claims 10, 28. 260. and their 
respective dependent claims, drawn to this previously unclaimed invention. 

The error arose without any deceptive intention on my part. The error arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and 1 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. I further acknowledge my duty to disclose information which is material to the examination of the 
application under 37 CFR § 1 .56. 
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I hereby appoint the attorneys associated with the customer number listed below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith; 

Customer Number: 44367 

1 hereby authorize them to act and rely on instructions from and communicate directly with the 
person/assignee/attomey/firm/organization/who/which first sends/sent this case to them and by whom/which I hereby 
declare that I have consented after ftiU disclosure to be represented unless/until I instruct Schwegman, Lundberg & 
Woessner, P. A. to the contrary. 

Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A. at the address 
indicated below: 
Customer Number. 44367 


I hereby declare that all statements made herein of my o^vn knowledge arc true and that all statements made on infonnation and 
belief arc believed to be true; and ftirther that these statements were made with the knowledge that willftil false statements and the like so 
made are punisliable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 

Full Name of joint inventor number 1 : Kuriacose Joseph 

Citizenship: United States of America Residence: Gahhersburg, MD 

Post Office Address: 1 6 1 24 Orchard Grove Road 

Gaithersburg, MD 20878 

Signature: Date: 

Kuriacose Joseph 


Full Name of joint inventor number 2 : Vincent Dureau 

Citizenship: France Residence: Palo Alto, CA 

Post OfTicc Address: 35 1 9 S, Court 

Palo Alto. CA 94306 

Signature: ^Ax'^" Date: i 

Vincent Dureau 


Full Name of joint inventor number 3 : Alain Dclnuch 

Citizensliip: France Residence: Paris, France 

Post Office Address: 36 rue Le Brun 

Paris 75013 

France 

Signature: Date: 

Alain Delpuch 


X Additional inventors are being named on separately numbered sheets, attached hereto. 
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applicant. 
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§ 1.56 Duty to disclose infomiation material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest is best ser\'ed. and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings of all information 
material lo patentability. Kach individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all information known to that individual to be material to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patenlabilit)' of a claim tlial is 
canceled or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not niatcriai to the patentability of any 
existing claim. The duty to disclose all information known to be material to patentability is deemed to be satisfied if all information known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§ 1 .97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or altcmpted or the duty of disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants lo 
carefully examine: 

( 1 ) prior ar( cited in search reports of a foreign patent office in a coimterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim patentably defines, lo make sure that any material information conUiined therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to information already of record or being 
made of record in the application, and 

( 1 ) li establishes, by itself or in combination with other information, a prima facie case of unpatentabilit>' of a claim; or 

(2) It refutes, or is inconsistent with, a position the applic.inl lakes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of paleiUubility. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each temi in the claim its broadest reasonable consn uction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary conclusion of 
patentability. 

(c) Individuals associated with the filing or pro.scculion of a patent application within Ihe meaning of this section are: 

( 1 ) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated 
with the inventor, with the a.ssignec or with anyone lo whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the attorney, 
agent, or inventor. 


Aiiomcy Dockei No.2030.00UjS3 
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United States Patent Application 

SUBSTITUTE REISSUE DECLARATION 
As a below named inventor I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name: 

1 verily believe I am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5,819,034 which was issued on October 6, 1998, and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application coiTesponds to 
U.S. Patent No. 5.819.034, the specification of which is attached hereto. 

I hereby state that 1 have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by the amendment filed herewith. 

1 believe original U.S. patent no. 5.8 19.034 to be wholly or partly inoperative by reason of my claiming less 
than I had the right to claim in the patent. Specifically, the patent discloses a method and system that, stated 
generally, facilitate the presenting of data about an item being offered for sale to a user, and in response to a single 
action by the user, generating an order for the item. This invention is distinct from the invention claimed in the 
original patent; and is not in any way claimed in the patent. This error is addressed in this reissue by including 
claims directed to method and system of facilitating ordering an item, where the order is placed in response to a 
single action by the user. In particular, the error is addressed by the presentation of claims 10, 28. 260, and their 
respective dependent claims, drawn to this previously unclaimed invention. 

The error arose without any deceptive intention on my part. The error arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occurred as a result of the attorney prosecuting the application and 1 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. 1 further acknowledge my duty to disclose information which is material to the examination of the 
application under 37 CFR §1.56. 


1 hereby appoint the attorneys associated with the customer number hsted below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

1 hereby authorize them to act and rely on instructions from and communicate directly with the 
personyassignee/attorney/firm/organization/wlio/which first sends/sent this case to them and by whom/which I heieby 
declare that I have consented after full disclosure to be represented unless/until I instruct Schwegman, Lundberg & 
VVoessner. P.A. to the contrary. 

Please direct all correspondence in this case to Sclivveoinau, Lundberg & Woessner, P.A. at llie addiess 
indicated below: 
Customer Number. 44367 


I herebv declare that all slatements tnade herein of my own knowledge are true and that all statements made on infomiaiion and 
belief are believed to betme; and Further that the-se stateineuts were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, orbolh, under Section 1001 ot Title 18 of the United States Code and thai such willful false 
statements niayjeopardize the vahduy of the applieatiou or any patent issued thereon. 

l-ull Name o( )oint inventoriiunibcr I: Kiirincose Joseph 

Cili/eiisliip: United States of Ainerka Residence: C.'aithcrsbura, MD 

Post Office Address: 1 6 1 24 Oichafd Grove Road 

Gaiihersburg, MD 20878 

Signature; Date: 

Kuriacose Joseph 


Full Name of Joint inventoi number 2 : Viaceiil Duicau 

Citizenship: i'"rance Residence: Pnio Alto, C.A 

Post Office Address: 351 9 S, Court 

Palo Alto. CA 94306 

Signature: Date; 

Vmeeni Dureau 


Full Name of joint inventor number 3: Alnl 
Citizenship: l-'raiice 
Post Office Address: 36 rue Le Brui 

Paris 75013 


X Additional inventors are being named on separately numbered sheets, attached hereto. 
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FullNameoriointmvemoimimbcr 4: Anslcv Wavne Jessup. wii- , i»„-„ N l 

I iniUd States «f America Residence: W.llmgDo. u, M 

Post Office Address; 22 Elmwood Lane 

Willingbovo, NJ 08046 


Ansley Wayne Jessup 


Every error m t!>e patent which was corrected m the present reissue application, and which is not covered by the prior 
oath(s) and/or declaration (s) submitted in tliis application, arose without any deceptive nitent.on on the pari ol the 


applicant 
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§ 1 .56 Duty 10 disclose information mateinal to patentability. 

(a) A patent by its very nature is affected witli a public interest. The public interest is best ser\'ed, and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates die teachings of all information 
materia! to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to the Office all infomiation known lo that individual to be material to 
patentability as defined in this section, The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Infonnation material to the patentability of a claim that is 
canceled or withdrawn from consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material to the patentability of any 
existing claim. The duly to disclose all information known to be material to patentability is deemed to be satisfied if all infonnation known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§ 1 ,97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. The Office encourages applicants to 
carefully examine: 

( 1 ) prior art cited in search reports of a foreign patent office in a counterpan application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim palentably defines, to make sure that any material infomiation contained therein is disclosed to the Office. 

(b) Under this section, infomiarion is material to patentability when it is noi cumulative to information already of record or being 
made of record in the applicafion, and 

(1) It establishes, by itself or in combination wth other information, a prima facie case of unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is iinpaleniabie under the 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable constiiiction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an anempt to establish a confrary conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 

( 1 ) Each inventor named in the application: 

(2) Each attoniey or agent who prepares or prosecutes ihe application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the application and who is associated 
with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing infonnation to the attorney, 
agent, or inventor. 


\ 
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SUBSTITUTE REISSUE DECLARATION 
As a below named inventor I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name: 

1 verily believe I am the original, first and joint inventor of the subject matter which is described and claimed 
in U.S. Patent No. 5.819,034 which was issued on October 6, 1998, and of the subject matter claimed in the 
broadening reissue patent application filed on even date herewith which reissue patent application corresponds to 
U.S. Patent No. 5,819.034, the specification of which is attached hereto. 

I hereby state that I have reviewed and understand the contents of the above-identified specification, 
including the claims, as amended by the amendment filed herewith. 

1 believe original U.S. patent no. 5,819,034 to be wholly or partly inoperative by reason of my claiming less 
than I had the right to claim in the patent. Specifically, the patent discloses a method and system that, stated 
generally, facilitate the presenting of data about an item being offered for sale to a user, and in response to a single 
action by the user, generating an order for the item. This invention is distinct from the invention claimed in the 
original patent; and is not in any way claimed in the patent. This error is addressed in this reissue by including 
claims directed to method and system of facilitating ordering an item, where the order is placed in response to a 
single action by the user. In particular, the enw is addressed by the presentation of claims 10, 28, 260, and their 
respective dependent claims, drawn to this previously unclaimed invention. 

The error arose without any deceptive intention on my part. The error arose during the drafting of the 
application and during subsequent amendments in connection with the prosecution of the application which resulted 
in the issuance of the original patent. The error occun-ed as a result of the attorney prosecuting the application and I 
failing to appreciate the scope of the invention and/or to properly identify the invention(s). The error was discovered 
subsequent to issuance of the original patent during a review of the original patent by the assignee and/or its 
representatives. 1 further acknowledge my duty to disclose information which is material to the examination of the 
application under 37 CFR §1.56. 
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I hereby appoint the attorneys associated with the customer number listed below to prosecute this application 
and to transact all business in the Patent and Trademark Office connected herewith: 

Customer Number: 44367 

I hereby authorize them to act and rely on instructions from and communicate directly with the 
person/assignee/attorney/firm/organization/who/which first sends/sent this case to them and by whom/which 1 hereby 
declare that I have consented after full disclosure to be represented unless/until I instnict Schwegman. Lundberg & 
Woessner, P.A. to the contrary. 

Please direct all correspondence in this case to Schwegman, Lundberg & Woessner, P.A. at the address 
indicated below: 
Customer Number. 44367 


1 hereby declare that all statements made herein of niy own knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements were made with the knowledge that willflil false siatements and the like so 
made are punishable by fine or imprisonment, or both, under Section 100! of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the application or any patent issued thereon. 

Full NaiTie of joint inventor number 1: Kuriacose Joseph 

Citizenship: United States of America Residence: Gaithersburg, MD 

Post Office Address: 16124 Orchard Grove Road 

Gaithersburg, MD 20878 

Signature: Date: 

Kuriacose Joseph 


Full Name of joint inventor number 2 : Vincent Durcau 

Citizenship: France Residence: Palo Alto. C.A 

Post Office Address: 35 19 S. Court 

Palo Alto, CA 94306 

Signature: Date: 

Vincent Dureau 


Full Name of joint inventor number 3 : .A^lain Helpuch 

Citizenship: France Residence: Paris. France 

Post Office Address: 36 rue Le Brun 

Paris 75013 

France 

Signature: , Date: 

Alain Delpuch 


X Additional inventors are being named on separately numbered sheets, attached hereto. 
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Post Oflice Address: 22 Elmwood Lane 

Willin^boro, NJ 0804^/-^ 

//rifi^^^'^-^^# ^ o»e:i2irjaJcZ^ 

" A^leyWayijbJessiip y' / 


Every error in ,he paten, which was correc.ed in .he presen. reissue applica.ion. "hiel. is no, 

oa.h7s) and/or declaration (s) submi..ed in .his applica.ion. arose w,.hou. any decephvc m.en.,on on .he par. ol 


applicant. 
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§ 1.56 Duty to disclose information material to patentability. 

(a) A patent by its very nature is affected with a public interest The public interest is best senxd, and the most effective patent 
examination occurs when, at the time an application is being examined, the Office is aware of and evaluates the teachings of all information 
material to patentability. Each individual associated with the filing and prosecution of a patent application has a duty of candor and good 
faith in dealing with the Office, which includes a duty to disclose to tlie Office all information known to that individual to be material to 
patentability as defined in this section. The duty to disclose information exists with respect to each pending claim until the claim is canceled 
or withdrawn from consideration, or the application becomes abandoned. Information material to the patentability of a claim that is 
canceled or withdraw n from consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material to the patentability of any 
existing claim. The duty to disclose all information known to be material to patentability is deemed to be satisfied if all information known 
to be material to patentability of any claim issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by 
§§ 1 .97(b)-(d) and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office was practiced 
or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. Tlie Office encourages applicants to 
carefully examine: 

( 1 ) prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) the closest information over which individuals associated with the filing or prosecution of a patent application believe any 
pending claim palentably defines, to make sure thai any material information contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to information already of record or being 
made of record in the application, and 

( 1 ) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a claim; or 

(2) It reftites, or is inconsistent with, a position the applicant lakes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima tacie case of unpatenlabiliiy is established when the information compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving each term in the claim its broadest reasonable construction consistent with the 
specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a conn-ary conclusion of 
patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the meaning of this section arc: 

( 1 ) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in tlie preparation or prosecution of the application and who is associated 
with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the anomey. 
agent, or inventor. 


